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The Law Changes 


Year after year new statutes are being enacted in 
State and Federal legislatures; old statutes are be- 
ing amended, revised, repealed, re-enacted or 
superseded. 


The vast number of changes now taking place neces- 
sitates a clearing house that gives immediately to 
the members of the Bench and the Bar, the legis- 
lative history of any code section or statute they 
desire to investigate. 


In every edition of "Shepard's Citations" to the 
various State Reports and the United States Su- 
preme Court Reports, there is a section familiarly 
known as ''Citations to Statutes". This division of 
the Shepard publications gives the investigator just 
the information he needs to keep abreast of the 
rapidly changing State and Federal laws! 


Shepard's Citations 
Colorado Springs 
Colorado 


5 Copyright, 1949, by The Frank Shepard Company 
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THE LEGAL EFFECTS OF DUAL 
NATIONALITY 


LESTER B. ORFIELD* 
I. How DUAL NATIONALITY ARISES 


From an examination of the nationality laws of seventy 
states, a leading American expert concludes that 


seventeen are based solely on jus sanguinis, two equally upon jus 
soli and jus sanguinis, twenty-five principally upon jus sanguinis 
but partly on jus soli, and twenty-six principally upon jus soli 
and partly upon jus sanguinis.* 


This must inevitably lead to cases of dual nationality as 
to children of foreign parents. Furthermore as pointed 
out by the late Chief Justice Hughes: “As municipal 
law determines how citizenship may be acquired, it fol- 
lows that persons may have a dual nationality.” * 

Some writers of the United States assert that dual na- 
tionality includes only a nationality status at birth.’ It 
seems more common, however, to include nationality ac- 


* Professor of Law, Temple University, Philadelphia, Pennsylvania. This 
paper was prepared at the request of the Inter-American Bar Association for 
its May 1949 meeting at Detroit, Michigan. Indebtedness to Mr. Richard W. 
Flournoy, Jr., for valuable suggestions is gladly acknowledged. 

1 Flournoy, Research in International Law, Nationality (1929) 23 Am. J. Int. 
L. Specrat Supp. 21, 29. 

2 Perkins v. Elg, 307 U. S. 325, 329, 59 Sup. Ct. 884, 83 L. ed. 1320 (1939). 

8 Sandifer, The Elg Case: Election of Citizenship at Majority by Minors 
(1940) 14 U. or Cin. L. Rev. 423, 431; Flournoy, Nationality Convention, 
Protocols and Recommendations Adopted by the Conference on the Codification 
of International Law (1930) 24 Am. J. Int. L. 467, 470 (or at marriage). 
This view was predicated on the theory that naturalization resulted in ex- 
patriation. 
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quired after birth as by naturalization or by marriage or 
by legitimation. ‘Thus, there are two main classes of dual 
nationality: at birth and acquired subsequent to birth. 
The former has been referred to as “original nationality” 
and the latter as “derivative nationality.” * 

The principal cases of dual nationality, only the first 
involving dual nationality at birth, arise in the following 
ways: 

(1) Birth in a state the law of which impresses upon 
the person the nationality under the jus soli, while the 
nationality of another country attaches because of the jus 
sanguinis, the parents (or one of them) being nationals of 
other states. 

(2) Birth of an illegitimate child in one state followed 
by its legitimation by its foreign-born father. 

(3) Naturalization in a state the nationality of which 
is acquired by the person, without the loss of the nation- 
ality borne prior to the naturalization. 

(4) Joining the armed forces of another state and ac- 
quiring its nationality without losing the old nationality. 

(5) Return of a naturalized citizen to the country of 
his origin and reacquisition of his former nationality 
without loss of that which he gained by naturalization. 

(6) Acquisition of a nationality by a child through the 
parents (foreign) naturalization, without loss by the child 
of the nationality which he previously had. 

(7) Marriage to a spouse whose nationality is acquired 
without loss of the prior nationality. 


II. WHAT THE CONSEQUENCES OF DUAL 
NATIONALITY ARE 


Even outside the territorial limits of a state, a person 
having only its nationality is in many important respects 
subject to its laws. He may be recalled and penalized 
for his failure to return.* He may be taxed. He may 





4 Note (1941) 25 Minn. L. Rev. 348, 349. 

5 Blackmer v. United States, 284 U. S. 421, 52 Sup. Ct. 252, 76 L. ed. 375 
(1932). 

® Cook v. Tait, 265 U. S. 47, 44 Sup. Ct. 444, 68 L. ed. 895 (1924). 
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be punished for crimes committed outside the state.” He 
may be subjected to judgments obtained against him in 
absentia.* Conceivably a person having two nationalities 
might be exposed to such claims made by both states. 

In practice, however, it is the presence of the individ- 
ual who remains or resides within its territory, which jus- 
tifies a state claiming him as a national, though another 
state also claims him, in exacting from him the perform- 
ance of duties that ordinarily may be demanded of a na- 
tional.’ This is true of both adults and minors. The other 
state should not and does not interfere with the first state’s 
claim to him. With respect to physical control over his 
body only the state of his residence may reach him. 

A person with dual nationality may be subjected to 
taxes by both states of which he is a national. He is not 
entitled to protection by one of the two states of which 
he is a national while in the territorial jurisdiction of the 
other.” Either state not at war with the other may insist 
on military service when the person is present within its 
territory. In time of war if he supports neither belliger- 
ent, both may be aggrieved. If he supports one belliger- 
ent, the other may be aggrieved. One state may be sus- 
picious of his loyalty to it and subject him to the disabili- 
ties of an enemy alien, including sequestration of his prop- 
erty, while the other holds his conduct treasonable. 

Possibly the most valid objection to dual nationality 
arises in states where status and personal rights depend on 
nationality rather than domicile.” In South America, for 





7 Rex v. Casement, [1917] 1 K. B. 98. 

8 Grubel v. Nassauer, 210 N. Y. 149, 103 N. E. 1113 (1914). 

92 Hyde, INTERNATIONAL Law (2d ed. 1945) p. 1113; Hanna, Nationality 
and War Claims (1945) 45 Cor. L. Rev. 301, 308-309. 

10 Article 4 of the 1930 Hague Convention on Conflict of Nationality Laws 
provides: “A State may not afford diplomatic protection to one of its nationals 
against a State whose nationality such person also possesses.” While this 
convention went into effect July 1, 1937, the United States did not sign it 
and has not become a party to it, principally because it contains no recognition 
of the right of expatriation through naturalization. 

11 Goodrich, Conriict or Laws (2d ed. 1938), sec. 15, p. 28; Lorenzen, The 
Pan-American Code of Private International Law (1930) 4 TuLane L. Rev. 
499. The French, German and Italian Codes are based on the principle of 
nationality. The Bustamante Code, Article 7, leaves it open to each contracting 
state to choose either the principle of nationality or of domicile. 
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example, Brazil has embraced the doctrine of nationality 
while Argentina adheres to the traditional basis of domi- 
cile.” 

The Department of State has held that a person who 
has the nationality of a foreign state as well as that of the 
United States and who has resided for a long period of 
time in such foreign state should not be granted a pass- 
port of this government except for use in returning to the 
United States.** Children not born in the United States 
but citizens jure sanguinis, continuing to reside outside of 
the United States, are deemed by the Department of State 
to be entitled to passports during minority.“ Children 
born to foreign parents in the United States, if taken to 
the state of the parents’ nationality, are deemed to be 
entitled to passports during minority.” 

A solution as to military service is offered in Article 
One of the Protocol Relating to Military Obligations in 
Certain Cases of Double Nationality, signed at The 
Hague on April 12, 1930, to which the United States is 
a party and which is now in effect, providing: 


A person possessing two or more nationalities who habitually 
resides in one of the countries whose nationality he possesses, 
and who is in fact most closely connected with that country, shall 
be exempt from all military obligations in the other country or 
countries.*® 


An American statute authorizes the restraint and de- 
tention in wartime of “all natives, citizens, denizens, or 
subjects of the hostile nation or government . . . who shall 
be within the United States and not actually natural- 
ized.” ** The Department of Justice did not interpret 
this as authorizing detention of American citizens who 
also possess enemy citizenship.” 


12 Lorenzen, me in the Conflict of Laws, 1902-1942 (1942) 40 
Micu. L. Rev. 781, 802. 

133 Hackworth, Dicest or INTERNATIONAL Law (1942) p. 357. 

14 Hyde, op. cit. supra note 9 at p. 1134. 

15 Jd. at p. 1136, 

16 See discussion Jd. at pp. 1157-1159. To similar effect see Article 11 of 
the Harvard Research, The Law of Nationality 40 (1929) supra note 1. 

17 40 Stat. 531 (1918), 50 U. S. C. §21 (1946). 

18 See S. Rept. 1496, 88th Cong., p. 2 (1942) ; Note (1948) 34.A. B.A. J. 321. 
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Following the end of a war, difficult questions may arise 
as to the right of one of dual nationality of the two hostile 
countries to the return of property seized by the Alien 
Property Custodian. It was recently held that a native- 
born American citizen stranded in Germany upon the out- 
break of hostilities in 1939, and thereafter marrying a 
German citizen, thus acquiring German citizenship, 
could, on her return to the United States, properly apply 
for and obtain a return of her property seized by the Alien 
Property Custodian since under the law of the United 
States she had continued to be a citizen thereof.” 

Dual nationality may have serious effects when claims 
are espoused by the state of one nationality against the 
state of the other nationality. When a person of dual 
nationality resides in one of the states of his nationality, 
the other will not generally espouse a claim on his behalf 
against the country of his residence.” 

If the time should come, through the operation of an 
International Bill of Rights or otherwise, that the right 
to fair treatment is regarded as the right of an individual 
and not merely the right of a state with which he is con- 
nected, the law as to dual nationality would undergo a 
striking change. As Jessup states: 

If X is a national of both States A and B and is mistreated in 
B, A could make legal representations on his behalf and B could 
not offer as a defense that X was at the same time its national, 
since B would owe a duty to X, not as a national of A, but as an 
individual. Granted appropriate procedural developments in 
international relations, such as the establishment of special claims 
commissions to which the individual would have the right of 
direct access, X himself could present his claim, and the question 
of nationality would clearly become irrelevant and immaterial.”* 

How is one having dual nationality to be treated in a 
third country not claiming him as a national? Article 5 


19 Zander v. Clark, 80 F. Supp. 453 (D. C. 1948). 


20 The Canevaro Case (1912) Scott, Hague Court Reports 284 (1916); 
United States (Alexander Tellech) v. Austria and Hungary, Tripartite Claims 
Commission, Decisions and Opinions (1929) p. 71. 


21 Jessup, A Mopern Law oF Nations (1948) p. 100-101. 
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of The Hague Convention of 1930 offers a satisfactory 
solution in providing: 


Within a third state a person having more than one nation- 
ality shall be treated as if he had only one. Without prejudice 
to the application of its law in matters of personal status and of 
any conventions in force, a third state shall, of the nationalities 
which any such person possesses, recognize exclusively in its 
territory either the nationality of the country in which he is 
habitually and principally resident, or the nationality of the 
country with which in the circumstances he appears to be in fact 
most closely connected.?* 


III. DUAL NATIONALITY AT BIRTH 


Dual nationality at birth may arise from the applica- 
tion of the jus soli and the jus sanguinis. One can of 
course be born in only one place, so that only one jus soli 
can apply. Most cases of jus soli will involve birth in the 
physical territory of the state, but under the views of some 
states the jus soli will include the territorial waters * and 
ships on the high seas flying the flag of the state.* Where 
both parents have the same nationality, only one jus san- 
guinis will apply. But if the parents have separate na- 
tionalities, neither of the place of birth, and if women 
have been equalized with men, as have women of the 
United States, then the nationality of two states will be 
applied as to jus sanguinis. But no other law than those 
of jus sanguinis and jus soli should be applied as to nation- 
ality at birth. Such is the provision of Article 3 of the 


2224 Am. J. Int. L. 192-195 (Supp. July 1930). The United States did not 
sign or adhere. Hyde proposes a similar solution as to children. Hyde, op. cit. 
supra note 9 at p. 1134. 

23 Children born on a merchant vessel within American territorial waters are 
American citizens, but not those born on a foreign public ship. Note (1941) 
54 Harv. L. Rev. 860, 861 n. 9. Compare Note (1941) 27 Va. L. Rev. 531, 
532 n. 8. The Canadian law is not clear. Tamaki, The Canadian Citizenship 
Act, 1946 (1947) 7 U. or Toronto L. J. 68, 74. 

24 Children of foreigners born aboard an American ship on the high seas are 
not American citizens. In re Lam Mow, 19 F. (2d) 951 (N. D. Calif. 1927) 
aff'd sub. nom. Lam Mow v. Nagle, 24 F. (2d) 316 (C. C. A. 9th, 
1928). The Mexican Constitution, Article 30 provides that “persons born 
on board Mexican warships or merchant vessels or aircraft” have Mexican 
nationality. Persons born on a Canadian ship are Canadians. Tamaki, supra 
note 23 at p. 73, 
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Harvard Research in International Law, the Law of 
Nationality: 
A state may not confer its nationality at birth upon a person 
except upon the basis of 
(a) the birth of such person within its territory or a place 
assimiliated thereto (jus soli), or 
(b) the descent of such person from one of its nationals (jus 
sanguinis ). 

Limitations on the rule of citizenship jure sanguinis 
will materially reduce the number of cases of dual na- 
tionality. In 1925 Mussolini announced: “Once an 
Italian, always an Italian, to the seventh generation.” A 
reasonable solution is the following: 


A state may not confer its nationality at birth (jure sanguinis ) 
upon a person born in the territory of another state beyond the 
second generation of persons born and continuously maintaining 
an habitual residence therein, if such person has the nationality 
of such other state.?® 

The rule of the United States goes even farther in reduc- 
ing the possibility of dual nationality. Even though both 
parents are American citizens, one of them must have 
resided in the United States prior to the birth of the 
child.” 

A number of states confer citizenship jure sanguinis 
upon children, if one of the parents is a national even 
though such parent be the mother.” This, of course, 
increases the number of cases of dual nationality. It 
seems well to reduce such cases by requiring as does the 
United States that the parent through whom nationality 
is gained must have resided in the state conferring na- 
tionality prior to birth of the child and that the child 
must before reaching the age of twenty-one have taken 
up residence for a five year period between the ages of 





25 Research in International Law, Harvard Law School, Draft Convention on 
Nationality, Art. IV, (1929) 23 Am. J. Int. L., Spec. Supp. 30. 


26 54 Stat. 1138 (1940), 8 U. S.C. § 601 (c). 


27 Orfield, The Citizenship Act of 1934 (1934) 2 U. or Cur. L. Rev. 99, 101. 
Under Canadian law there is citizenship through the father, except as to 
illegitimates. Tamaki, supra note 23 at pp. 75, 76. 
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thirteen and twenty-one in such state; hence if he fails 
to establish residence before attaining sixteen his Amer- 
ican citizenship will cease.“ The citizen parent must 
have had ten years’ residence in the United States or one 
of its outlying possessions, at least five of which were 
after attaining the age of sixteen years. 

Application of the jus soli to children born of aliens of 
certain classes results in some unfortunate cases of dual 
nationality. For instance in the United States children of 
foreign consuls,” of transient aliens, and of aliens on mer- 
chant vessels within American territorial waters are prob- 
ably American citizens. The solution seems to be a stat- 
ute providing an easy mode of expatriation. In states 
regarding as nationals persons born on their ships on the 
high seas, the same solution would apply. 

Dual nationality as to children of unknown parentage 
is largely eliminated in the United States by the statutory 
provision that a child “of unknown parentage found in 
the United States, until shown not to have been born in 
the United States” is an American national and citizen.” 

The United States eliminates many possible cases of 
dual nationality as to persons born in its outlying posses- 
sions. Mere birth in the outlying possession does not 
confer American nationality. One of the parents must 
have American nationality (not necessarily citizenship) .” 
The Department of State has for years held that a child 


2854 Stat. 1139 (1940), 8 U. S. C. § 601 (g). 
this point see Tamaki, supra note 23 at pp. 86, 87 


29 Article 12 of the Hague Convention of 1930 provided: 


“The law of each State shall permit children of consuls de carriére, 
or of officials of foreign States charged with official missions by their 
Governments to become divested, by repudiation or otherwise, of the nation- 
ality of the State in which they were born, in any case in which on birth 


they acquire dual nationality, provided that they retain the nationality 
of their parents.” 


See also Article 6 of the Harvard Research in International Law, The Law 
of Nationality. Supra note 25. 


3054 Strat. 1138 (1940), 8 U. S. C. § 601 ( (1946). For the similar Can- 
adian rule see Tamaki, supra note 23 at p. 


8154 Srat. 1139 (1940), 8 U. S. C. § 604 ee. 


As to the Canadian law on 
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born of a citizen of the United States in an outlying pos- 
session of the United States acquired citizenship of the 
United States jure sanguinis.” 

Dual nationality as to native-born American citizen 
of one jure sanguinis who goes abroad to enter a foreign 
army or accept employment under a foreign government 
is very stringently restricted by a statutory provision that 
such a person is presumed to expatriate himself when he 
remains for six months or longer within any foreign state 
of which he or either of his parents shall have been a 
national.” Strangely enough the statute does not apply 
to naturalized citizens. Its purpose seems to have been 
to protect against subversive activities.“ There is no other 
statutory provision applicable to individuals who acquire 
dual nationality at birth. Under one statute, a citizen of 
the United States is able to make his election effective 
without question, thus divesting himself of his American 
allegiance, by making a formal renunciation of American 
nationality before proper authorities.*° But the act does 


not provide for the common case, that of a failure to take 
affirmative action. ‘Thus the doctrine of election may 
continue here so far as the right to diplomatic protection 
abroad is concerned. 

Perhaps the simplest and most satisfactory solution as 
to persons having dual nationality at birth is 


an agreement under which persons born with a dual nationality 
should after reaching majority be considered citizens of the coun- 
try in which they are domiciled at the time of reaching majority. 
Under such a provision those residing in a third country might 
be considered citizens or subjects of the one of the two countries 
claiming their allegiance in which they were last domiciled.** 


8254 Star. 1138 (1940), 8 U. S. C. § 601 (e) (1946). 

83 54 Strat. 1169 (1940), 8 U. S. C. § 802 (1946). 

34 The reason for section 802 was the insistence of the War Department that 
provision be made for “checking the activities of persons regarded as pros- 
pective ‘fifth columnists.’” 86 Cong. Rec. 18090 (1940). 

3554 Stat. 1169 (1940), 8 U. S. C. § 801 (f) (1946). 


36 Flournoy, New British Imperial Law of Nationality (1915) 9 Am. J. 
Int. L. 870, 879. 
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Customary international law furnishes no solution since 
as Flournoy states: 


If it is true that international law recognizes election, it recog- 
nizes it merely as a principle and not as a definite rule of ac- 
tion.*” 

Article 12 of the Draft Convention on Nationality pre- 
pared by the Research in International Law, Harvard 
Law School provides: 


A person who has at birth the nationality of two or more 
states shall, upon his attaining the age of twenty-three years, 
retain the nationality only of that one of those states in the terri- 
tory of which he then has his habitual residence; if at that time 
his habitual residence is in the territory of a state of which he 
is not a national, such person shall retain the nationality only of 
that one of those states of which he is a national within the terri- 
tory of which he last had his habitual residence.** 

A result of the Nationality Act of 1940 is that four 
possible ages ranging from sixteen to twenty-three will 
be employed under varying circumstances to determine 
nationality. The age may be as low as sixteen when a 
child born abroad of American parents fails to acquire 
residence in the United States before attaining the age of 
sixteen.” As to derivative nationality the age will be 
eighteen under the statutory provision that a child born 
of alien parents outside of the United States becomes a 
citizen of the United States upon the naturalization of 
both parents, the surviving parent, or the parent having 
legal custody of the child, provided the child is under 
eighteen at the time the parent is naturalized.“ The age 
will be twenty-one as to many cases of dual nationality 
at birth, such as native-born children of foreign parents 
and foreign-born children of native parents.** The age 


37 Flournoy, Dual Nationality and Election (1921) 30 Yate L. J. 693, 706. 


38 (1929) 23 Am. J. Int. L., Spec. Supp. 41. 

39 54 Stat. 1139 (1940), 8 U. S. C. §601 (g) (1946). Under the 1934 Act 
the age was thirteen. Such early age has been advocated to ensure acquisition 
of American characteristics. Note (1941) 54 Harv. L. Rev. 860, 862. 

4054 Stat. 1169 (1940), 8 U. S. C. § 714 (1946). Under 54 Srar. 1170 
(1940), 8 U. S. C. § 803 (b) (1946) American nationals under eighteen may 
not expatriate themselves except in certain rare cases. 

41 This is the long recognized legal age used in the application of the doctrine 
of election. See Hyde, op. cit. supra note 9 at p. 1133 n. 3, as to recent 
practice of the State Department, also pp. 1136, 1137. 
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will be twenty-three as to children of parents naturalized 
abroad,” or residing abroad for certain periods.** 


IV. DUAL NATIONALITY ACQUIRED SUBSEQUENT 
TO BIRTH 


Today in most states a national can expatriate himself 
through naturalization in another state. In 1935 forty- 
three states provided for the unconditional loss of na- 
tionality upon naturalization in another state, while 
twenty-four states required the consent of the government 
before a national could acquire the nationality of another 
state.* ‘Thus, today most states, like the United States,“ 
make denationalization automatic upon naturalization in 
a second state. Until 1940 the statutes of the United States 
postulated loss of original nationality on naturalization 
elsewhere as a principle of international law. 

The Hague Conference of 1930 failed to grapple with 
some of the major problems of dual nationality. Notably, 
it failed to establish the principle that naturalization 


abroad terminates prior nationality, although it adopted 
a voeu recognizing it to be “desirable that states should 
apply the principle that the acquisition of a foreign na- 
tionality involves the loss of a previous nationality.” The 
Harvard Research in International Law, the Law of Na- 
tionality deals squarely with the issue in Article 13: 


Except as otherwise provided in this convention, a state may 
naturalize a person who is a national of another state, and such 
person shall thereupon lose his prior nationality. 


Article 15 of the Universal Declaration of Human 
Rights, adopted on December 10, 1948, provides: 


No one shall be arbitrarily deprived of his nationality nor de- 
nied the right of change his nationality.*® 





4254 Strat. 1169 (1940), 8 U. S. C. §801 (a) (1946). 
4354 Srat. 1170 (1940), 8 U. S. C. §807 (1946). 


44 Sandifer, A Comparative Study of Laws Relating to Nationality at Birth 
and to Law of Nationality (1935) 29 Am. J. Int. L. 248, 271. 


4554 Star. 1168 (1940), 8 U. S. C. §801 (a) (1946). 


46 (1949) 35 A. B. A. J. 32, 33. See Jessup, A Mopern Law or NatTIoNs 
(1948) p. 75. 
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It seems a fair assumption that the word “change” means 
not only the acquisition of a new but also the loss of an 
old nationality. 

As above stated, the United States has done its part to 
eliminate dual nationality following naturalization. Dual 
nationality as to even native born Americans who become 
naturalized in other countries is prevented by the statu- 
tory provision that a person 


who is a national of the United States, whether by birth or 
naturalization, shall lose his nationality 
by obtaining naturalization in a foreign state.“ 

Dual nationality of American born and even natural- 
ized minors through the naturalization of their parents 
in other countries is largely eliminated after attainment 
of adulthood by statutory provisions that American na- 
tionality is lost when the child attains the age of twenty- 
three years without acquiring permanent residence in the 
United States.** Thus it is the policy of the United States 
to regard dual nationality of minors as not objectionable. 
The protection of the rights of minors against unintelli- 
gent loss of citizenship is regarded as more important 
than the complete elimination of dual nationality. 

Conversely, the United States has done its part to 
eliminate double nationality as to children of parents be- 
coming naturalized in the United States by requiring that 
the child reside in the United States at the time of nat- 
uralization of the parent or parents or thereafter begin 
to reside permanently in the United States while under 
the age of eighteen years; moreover the naturalization 
of the parent or parents must take place while the child 
is under eighteen.“ Thus many children of immigrants 


47 Supra note 45. 

4854 Strat. 1168, 1170 (1940), 8 U. S. C. §§ 801 (a), 807 (1946). Under 
the Canadian law a minor child of a “responsible parent” who ceases to be a 
Canadian citizen by voluntary act, ceases to be a Canadian citizen unless he 
gets no new nationality. Tamaki, supra note 23 at pp. 80, 90. 


4954 Strat. 1169 (1940), 8 U. S. C. §714 (1946). For Canadian law on 
this point see Tamaki, supra note 23 at p. 88. 
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to the United States will have only their original nation- 
ality. As to those children gaining American nationality 
through the naturalization of their parents, the country 
of origin may prevent dual nationality by providing for 
their expatriation. Treaties have sometimes so provided.” 

Cases of dual nationality as to persons who have be- 
come naturalized American citizens and then left the 
United States are substantially reduced by statutory pro- 
visions that a naturalized citizen who resides for two 
years in the territory of a foreign state of which he was 
formerly a national or in the country of his birth shall 
lose American nationality “if he acquires through such 
residence the nationality of such foreign state.” More- 
over with certain exceptions he will lose his American 
nationality if he resides continuously for three years in 
such places regardless of whether he acquires the nation- 
ality of the state of residence.” Likewise with certain 
exceptions he will lose his American citizenship if he 
resides continuously for five years in any other foreign 
state.”* 

Where a new nationality is gained by way of naturali- 
zation it would seem desirable that the person naturalized 
take up residence in the country of naturalization. Yet a 
number of states have conferred nationality without such 
residence.™ Article 14 of the Harvard Research in Inter- 
national Law, The Law of Nationality provides: 

Except as otherwise provided in this convention, a state may 


not naturalize an alien who has his habitual residence within the 
territory of another state. 


According to certain writers it is a doctrine of custom- 
ary international law that compulsory naturalization is 


50 Orfield, Expatriation of American Born Minors (1940) 38 Micu. L. Rev. 
585, 596 n. 44. 


5154 Strat. 1170 (1940), 8 U. S. C. §804 (a) (1946). 
5254 Strat. 1170 (1940), 8 U. S. C. §804(b) (1946). 
583 54 Stat. 1170 (1940), 8 U. S. C. § 804 (c) (1946). 
54 Rohrlich, World Citizenship (1932) 6 St. Jonn’s L. Rev. 246, 253-255. 
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not permissible.*’ In other words no state may confer 
its nationality upon nationals of another state unless the 
individual himself asks for such a change of his status. 
The United States has several times protested against 
Latin-American laws providing for automatic naturali- 
zation of certain classes of aliens. The protests were suc- 
cessful. For example the reformed nationality law of 
Mexico of 1939 dropped the provision of the former law 
of May 28, 1886 under which aliens acquiring real estate 
in Mexico and failing to make a declaration of their na- 
tionality of origin thereby automatically become Mex- 
ican nationals.” A different rule, however, is applicable 
to cases of inhabitants of territories transferred from one 
state to another. If such persons are nationals of the 
first state, their nationality is as a rule transferred to the 
second state with the transfer of the territory if they re- 
main therein. ‘This matter is frequently governed by 
treaty.” 

Under the proposed draft of a new Argentinean con- 


stitution foreigners who spent two years in Argentina 
must become citizens or leave the country. This would 
affect from 3,000 to 4,000 citizens of the United States, 
and 13,000 British subjects. It was not clear that the old 
nationality would be recognized by Argentina as still con- 
tinuing. It is arguable that this is not compulsory natural- 
ization. As Jessup states: 


It may be noted, however, that just as the legal consequences of 
expatriation may properly ensue upon certain voluntary acts of 
the individual, so there is no reason why a state may not assert 
that naturalization will automatically result from certain acts.** 


55 Koessler, “Subject,” “Citizen,” “National,” and “Permanent Allegiance” 
(1946) 56 Yate L. J. 58, 74; Jessup, op. cit. supra note 46 at p. 76; Hyde, 
op. cit. supra note 9 at pp. 1089, 

56 Koessler, The Reformed Mexican " Nationality Law (1943) 5 La. L. Rev. 
420, 425. 

57 Van Dyne, CITIZENSHIP OF THE UNITED States, Chap. IV; 2 Moore, 
INTERNATIONAL Law Dicest § 379; Harvard Research, Draft Convention on 
Nationality, Art. 18. Supra note 25 at p. 60. 

58 New York Times, January 11, 1949. The new constitution as finally 
adopted provides automatic citizenship for aliens after five years’ residence 
unless they decline to accept it. Philadelphia Evening Bulletin, March 12, 1949. 
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Article 15 of the Harvard Research in International 
Law, the Law of Nationality, provides: 

Except as otherwise provided in this connection, a state may 

not naturalize a person of full age who is a national of another 

state without the consent of such person ; but a state may natural- 


ize a person not of full age, in connection with its naturalization of 
his parent, without the consent of such person.*® 


Dual nationality of married women may arise where a 
woman having the nationality of one country marries a 
man having the nationality of another country, which re- 
gards her as taking the nationality of her husband, al- 
though the other country regards her as retaining her 
former nationality. In the United States dual nationality 
of an alien woman marrying an American has been 
ended since 1922.° However, it is made easier for her 
to acquire American nationality in two respects: (1) no 
declaration of intention is required; and (2) she need 
reside in the United States only three years preceding the 
filing of the petition instead of five.” 

Dual nationality may arise as to illegitimate children 
of American fathers born abroad. The American statute 
provides for American nationality as to illegitimate chil- 
dren of American fathers “provided the paternity is estab- 
lished during minority, by legitimation, or adjudication 
of a competent court.” ” 

Dual nationality as to Americans joining the armed 
forces of other states and thereby acquiring a foreign na- 
tionality is prevented by the statutory provision that an 
American national shall lose his nationality by “entering, 





59 Jessup, op. cit. supra note 46 at p. 76. Professor Hyde, however, concludes 
that a transfer of allegiance is involuntary when without the consent of the 
individual it is made the legal consequence of his residence within the territory 
of a state or of his purchase of land. Hyde, op. cit. supra note 9 at p. 1089. 

60 See 54 Stat. 1144 (1940), 8 U. S. C. §710 (1946) and Historical Note, 
Hyde, op. cit. supra note 9 at pp. 1117-1121. The Canadian Citizenship Act 
of 1947 is to the same effect. The Canadian Citizenship Act (1947) 25 Can. 
B. Rev. 364, 368, 369. 

6154 Stat. 1144 (1940), 8 U. S. C. $710 (b) (1946). The same rule is 
applied to an alien marrying an American woman. 

6254 Srar. 1139-40 (1940), 8 U. S. C. § 605 (1946). For Canadian law 
on this point see Tamaki, supra note 23 at pp. 74, 86. 

2 
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or serving in, the armed forces of a foreign state unless 
expressly authorized by the laws of the United States, if 
he has or acquires the nationality of such foreign state.” “ 


V. POSSIBLE GENERAL SOLUTIONS 


What has caused the difficulties and slowness in the 
solution of dual nationality problems? Professor Hyde 
has concluded that political considerations “produce re- 
luctance in the surrendering of claims to allegiance even 
under circumstances when they lack merit.” “* This was 
the cause of the failure of the Hague Conference of 1930. 
The desire of some states to retain man-power causes re- 
luctance to surrender up claims to nationality or alleg- 
iance. Yet the demands of international justice should’ 
be the determining factor. Certain continued contacts 
between a state and a person especially through residence 
within the state’s territory may give that state the strongest 
and soundest claim. 

The preamble to the 1930 Hague Convention recog- 
nized that 


the ideal towards which the efforts of humanity should be 
directed in this domain is the abolition of all cases both of state- 
lessness and of double nationality. 

At the same time it recognized that 


under the economic and social conditions which at present exist 
in the various countries, it is not possible to reach immediately a 
uniform solution of all the above mentioned problems. 

At one time there were provisions in the constitutions 
or laws of Czechoslovakia, Esthonia, Latvia, Lithuania, 
and Poland forbidding dual nationality. But this could 
scarcely prevent other states from claiming dual nation- 
ality. There would be no dual nationality under the law 
of the states having such provision. But under the law 


6854 Stat. 1169 (1940), 8 U. S. C. §801 (c) (1946). See Note (1941) 
54 Harv. L. Rev. 860, 868. 


64 Hyde, op. cit. supra note 9 at p. 1131. 


®5 Dickinson, CASES AND OTHER READINGS ON THE Law or Nations (1929) 
pp. 221 n. 13, 234 n. 22 
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of other states or under international law there still might 
be dual nationality.” 

One solution would be for all states to apply a single 
rule in determining nationality, as for example, the jus 
sanguinis. This rule would be more than acceptable to 
states where emigrants exceed immigrants. But in North 
and South America where immigrants are being con- 
stantly received, the rule would gain but small support. 
The United States of America would have to repeal the 
Fourteenth Amendment which lays down the jus soli as 
one basis of citizenship. 

Vattel has suggested a compromise solution. Let the 
nationality of the child follow that of the father, but if 
the father takes up his abode in another state, then his 
nationality and that of his child will be that of such 
state.’ This rule would thus make native citizenship 
depend on the parental domicile, rather than upon de- 
scent or place of birth. The children of domiciled aliens 
would become citizens, but not those of alien sojourners. 
Flournoy has favored Vattel’s proposal.” Failing the 
adoption of this solution Flournoy favors a uniform rule 
of election following minority to be adopted only by in- 
ternational conventions, supplemented by uniform legis- 
lation in the several states. Domicile at the age of reach- 
ing majority would be the test. 

A distinguished English lawyer and author has sug- 
gested that those “who are permanently settled in its terri- 
tory with no definite intention of departing therefrom” 
be treated as nationals of such state.” “A year’s residence 
would not be too much to exact.” ” 

The late Dean Wigmore would identify citizenship 
with domicile, both internationally (as affecting the 

86 Supra note 4 at p. 356. 

67 Vattel, Law or Nations (1758) Book I, Ch. 29, sec. 215. See also H. 
Monroe Smith, Book Review, (1911) 6 Pot. Scr. Q. 737. 

68 Flournoy, supra note 37 at pp. 706-709. 

69 Baty, The Interconnection of Nationality and Domicile (1919) 13 In. L. 


Rev. 363, 373. 
70 Td. at p. 374. 
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state’s rights over its citizens) and externally (as affecting 
the state’s rights against other states).** He would also 
make citizenship compulsory, and make the new resident 
elect within two years of his arrival; two years’ residence 
should be enough ta become a citizen. Finally, such 
citizenship must be exclusive. An able analyst has re- 
cently stated that it is ‘“‘no unreasonable guess that domi- 
cile rather than birthplace or filiation may in the future 
be the favorite fact of attachment for the acquisition of 
nationality.” ” 

Flournoy rejects domicile as the basis for nationality, 
stating that “because of its vagueness and uncertainty, it 
would lead to more confusion than the present clash of na- 
tionality laws.” ** Domicile is not easy to ascertain in 
all cases. Moreover the Fourteenth Amendment lays 
down the jus soli in the United States. As a practical 
matter the prospect of the adoption of domicile as the test 
seems slight. 


VI. RECOMMENDATIONS 


1. The elimination of dual nationality of adults should 
be recognized as an attainable goal. 

2. It should be recognized that not all cases of dual 
nationality during minority are obnoxious. 

3. To avoid more than one claim for military service, 
the Hague Protocol limiting military service to the state 
of habitual residence should be adopted. 

4. An International Bill of Rights should be adopted, 
so that when there is a claim of unfair treatment to an 
individual by one of the countries involved in a case of 
dual nationality, the victim may himself appeal directly 
to an international commission. 


71 Wigmore, Domicile, Double Allegiance, and World Citizenship (1927) 21 
Itt. L. Rev. 761, 762. Jessup states that residence “has been a familiar criterion 
under international law for aiding in the solution of problems of dual nation- 
ality.” Jessup, op. cit. supra note 46 at p. 70. 

72 Koessler, supra note 55 at p. 76. 

73 Flournoy, supra note 37 at p. 705. 
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5. The number of cases of dual nationality at birth 
should be decreased by national statutes forbidding the 
application of the jus sanguinis upon a person born in 
another state beyond the second generation of persons 
born and maintaining an habitual residence therein. 

6. Each state should provide by statute that persons 
having dual nationaltiy at birth should upon attaining 
twenty-three years of age retain the nationality only of 
that state in which he habitually resides. 

7. Each state should by statute provide that upon the 
naturalization of its citizens in another state they lose 
their old nationality. 

8. Each state should by statute provide that when its 
citizens establish a residence abroad with their children, 
such children should lose their old nationality if they fail 
to return and acquire permanent residence in the state 
before reaching twenty-three. 

9. Each state should by statute provide that its natural- 
ized citizens who return to their original state for two or 
more years and thereby reacquire their original national- 
ity shall thereupon lose its nationality. 

10. Each state should provide by statute that residence 
is a prerequisite to naturalization. 

11. No state should naturalize a person of full age 
without his consent. 

12. Each state should provide by statute that the sole 
fact of marriage to its national shall not confer nation- 
ality. 
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EDITORIAL NOTES 


UNEMPLOYMENT INSURANCE—A DISCUSSION OF THE ELIGIBILITY 
REQUIREMENTS AND THE VOLUNTARY LEAVING DISQUALIFICATION 


The Pennsylvania Supreme Court, if its decision in Sun Shipbuild- 
ing Co. v. U. C. Board of Review" is followed in other jurisdictions, 
may well lay claim to the authorship of a new eligibility requirement 
for receiving unemployment insurance benefits. Under all state un- 
employment insurance laws an individual is eligible for benefits if he 
is unemployed and (1) has worked in “covered employment” ? dur- 
ing a preceding “base year” ;* (2) has met certain statutory earnings 
requirements during that period; (3) has registered for work and has 
filed a proper claim for benefits; (4) is “able to work and available 
for work” ;* (5) has not already exhausted his benefit rights; (6) has 
served the statutory waiting period; and (7) is not disqualified for 
any reason enumerated in the acts. The Pennsylvania Supreme Court 
would add the requirement that an individual must have worked in 
covered employment immediately prior to the spell of unemployment 
for which he seeks benefits. 

The case involved a claim for benefits which was contested by the 
company. The claimant had worked for the company as a sheetmetal 
worker for about three years during the war. In August 1945 he 
quit his job to go into business for himself. Apparently he was moti- 
vated by the uncertainty of his job tenure, a result of his age (57) 
and his lack of seniority. About this time the local press reported 





1 358 Pa. 224, 56 A. (2d) 254 (1948). 

2 Employment which is taxable under the state unemployment insurance law. 
Each state law fixes the coverage for that state. Originally, the coverage pro- 
visions in most state acts were patterned after those in the Federal Social Se- 
curity Act, which provides that an employer must have employed at least 8 
workers in each of 20 weeks during the year in order to be liable for unem- 
ployment insurance taxes. 49 Strat. 642 (1935), 26 U. S. C. § 1607 (1946). 
Only 21 states maintain the “8 or more” coverage today—the remaining states 
having more liberal coverage provisions. See, CoMPARISON OF STATE UNEM- 
PLOYMENT INSURANCE LAws As oF OcToBER 1948 (1948) p. 2. This hand- 
book, hereafter referred to as COMPARISON, is published by the Bureau of Em- 
ployment Security, and is available from the Government Printing Office, Wash- 
ington, D. C. Excluded from coverage by the Federal Act, no matter what the 
size-of-firm is, are agricultural labor, domestic service in a private home, gov- 
ernment service (federal, state, or municipal), and service for non-profit or 
charitable organizations. A few states have somewhat more liberal coverage 
in this respect also. 

3 The period on which a claimant’s benefit rights are based. Usually it is the 
first four of the last five completed calendar quarters preceding his claim for 
benefits. See CoMPARISON, p. 33. 

4 See Freeman, Able and Available for Work (1945) 55 YALE L. J. 123; also, 
Principles Underlying Availability for Work, Unemployment Compensation 
Program Letter No. 103, Bureau of Employment Security, December 1945. 
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that the company was planning an employment cutback to peacetime 
levels (from 35,000 to 4,000). The claimant’s fears were corroborated 
at the administrative hearing when the company conceded that the 
claimant would have been discharged in December 1945. The claim- 
ant successfully carried on his business venture for several months, 
but in November 1945 he was forced to give it up because of a short- 
age of supplies. He then filed a claim for unemployment insurance 
benefits. His claim was upheld through the Superior Court,® but was 
denied by the Supreme Court in this case. In reversing the admin- 
istrative tribunals and the Superior Court, the court held, (1) in 
order to be eligible for unemployment insurance benefits a claimant 
must have been in covered employment immediately prior to the un- 
employment for which he claims benefits, and (2) the claimant’s 
unemployment was due to his voluntary quitting the Sun Company, 
notwithstanding his intervening self-employment, and that the volun- 
tary quit was without “good cause,” thus disqualifying the claimant 
under section 402 of the Pennsylvania Unemployment Compensation 
Act.® 

We propose here to critically examine the court’s conclusions; 
the first because it attaches to the unemployment insurance system a 
new and heretofore unsuspected eligibility requirement—that the 
claimant must have been employed in covered employment immedi- 
ately prior to the spell of unemployment for which he claims benefits ; 
and the second because it changes the term “good cause” in the dis- 
qualification section of the Pennsylvania Act to mean “connected 
with . . . [the] employment.” ’ 

Under the unemployment insurance laws of all states the over- 
whelming majority of appeals from unemployment benefit determina- 
tions are settled by administrative appeals tribunals. Comparatively 
few cases reach the courts. Court decisions, therefore, have great 
weight in setting up guideposts for the administrative agencies. The 
highest court of a large industrial state may well be followed not only 
by the lesser tribunals in that state but also by the courts and admin- 
istrative agencies in other jurisdictions. Since the new eligibility 
requirement added by the court goes to the policy of the program, it 
is necessary to evaluate the court’s reasoning and to determine 
whether the additional requirement is desirable and consistent with 

5 Sun Shipbuilding Co. v. U. C. Board of Review. 160 Pa. Super. 501, 52 A. 
(2d) 362 (1947). 

6 The disqualification section. 43 P. S. § 802 (b) Supp. (1948). 

7 Sun Shipbuilding Co. v. U. C. Board of Review, supra note 1, at p. 260. 

SIt is estimated that during 1948 there were about 159,000 administrative 
decisions and only 300 court decisions covering eligibility and disqualification 


problems of unemployment insurance. Source: Unofficial estimate of the Di- 
vision of Appeals and Interpretation, Bureau of Employment Security. 





EDITORIAL NOTES 449 


the aims and purposes of the unemployment insurance system as it 
developed in this country. 

Before entering into a specific discussion of the opinion there are 
two points that should be made. The first is that unemployment in- 
surance statutes, being remedial in nature, must be liberally construed 
as to their beneficiary provisions and strictly construed as to their 
disqualifications from benefits.* Such statutes should be interpreted 
in the light of the mischief to be corrected.*° The second point is 
that an “employer fault” concept has no place in the unemployment 
insurance program.’? Entitlement to unemployment insurance should 
not depend upon any employer fault in causing unemployment. The 
employer fault concept was first advanced when the constitutionality 
of the state acts was challenged, and it was rejected by the United 
States Supreme Court in Carmichael v. Southern Coal and Coke Co.?* 
In that case the constitutionality of the Alabama act was challenged 
because of its failure to proportion among employers the burden of 
taxation according to their responsibility for causing unemployment. 
Justice Stone, speaking for the majority of the Court, held that it 
was not a valid objection that ‘“. . . those who pay the tax may 
not have contributed to the unemployment.” ** He then went on to 
say : 


Appellee’s contention that the statute is arbitrary, in so far as 


it fails to distinguish between the employer with a low unem- 
ployment experience and the employer with a high unemployment 
experience, rests upon the misconception that there must be such 
a relationship between the subject of the tax (the exercise of the 
right to employ) and the evil to be met by the appropriation of 
the proceeds (unemployment).** 


92 Sutherland, Statutory Construction (3rd ed. 1943) p. 235; United 
States v. Silk, 331 U. S. 704, 67 Sup. Ct. 1463; 91 L. ed. 1757 (1947) ; Empire 
Star Mines Co. v. California Employment Commission, 28 Cal. (2d) 33, 168 P. 
(2d) 686 (1946); Waterbury Savings Bank v. Danaher, 128 Conn. 78, 20 A. 
(2d) 455 (1940); Florida Industrial Commission v. Growers Equipment Co., 
152 Fla. 710, 12 So. (2d) 889 (1943); Young v. Bureau of Unemployment 
Compensation, 63 Ga. App. 130, 10 S. E. (2d) 412 (1940); Zehender & 
Factor v. Murphy, 386 Ill. 258, 53 N. E. (2d) 944 (1944); Godsol v. Michigan 
U. C. Commission, 302 Mich. 652, 5 N. W. (2d) 519 (1942); Rochester Dairy 
Co. v. Christgau, 217 Minn. 460, 14 N. W. (2d) 780 (1944); MacFarland v. 
U. C. Board of Review, 158 Pa. Super. 418, 45 A. (2d) 423 (1946). Contra: 
Moorman Mfg. Co. v. Iowa U. C. Commission, 230 Iowa 123, 296 N. W. 791 
(1941) (act to be construed on the basis of facts, neither liberally nor strictly) ; 
Barnes v. Indian Refining Co., 280 Ky. 811, 134 S. W. (2d) 620 (1939) (act 
to be strictly construed as a taxing statute). 

10 Note 9 supra. 

11 See Simrell, Employer Fault v. General Welfare as the Basis of Unem- 
ployment Compensation (1945) 55 Yate L. J. 181. 

a U. S. 495, 57 Sup. Ct. 868, 81 L. ed. 1245, Note (1937) 109 A. L. R. 

13 [d., at p. 521. 


14 [bid 
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And further 


Nothing is more familiar in taxation than the imposition of a 
tax upon a class or upon individuals who enjoy no direct benefit 
from its expenditure and who are not responsible for the con- 
dition to be remedied. (Italics added.)** 


The basis of the law, and the test of its validity, was held to be 
the public purpose of relieving the rigors of unemployment. The test 
of public purpose being met, employer contributions were viewed as 
a legitimate means of financing the program. 

Despite the United States Supreme Court’s rejection of the em- 
ployer fault theory, it has lingered on and in fact flourished ;* first 
because under the most common experience-rating plans an employ- 
er’s tax rate varies according to benefits charged against his account,*’ 
and second because in all but two states—Alabama and New Jersey— 
the tax falls solely on the employer.** Should the employer fault 
concept continue to be accepted by state courts and legislatures, the 
consequence will be a material weakening of the unemployment in- 
surance system.’® 


The Added Eligibility Requirement 


The majority of the Pennsylvania Supreme Court in the instant 
case, speaking through Maxey, C. J., declares at the outset (after a 


statement of the facts) : 


Apparently this case is sui generis. We find no case like it in 
either this or other jurisdictions. Our decision must be based 
on reasoning and not on authority.” 


15 Jd. at pp. 521, 522. 


16 See Simrell, supra note 11, at page 196 et seq., for a discussion of this propo- 
sition and for citations. 

17 All states now operate under some type of experience-rating plan. In 46 
of the states, an employer’s rate varies more or less directly with the benefit 
charges against his account. CoMParRISON, p. 13; Arnold, Experience Rating 
(1945) 55 Yate L. J. 218. 

18 For a discussion of the advisability of employee contributions see Trafton, 
Should Workers be Compelled to Contribute? (1936) 3 Law & ConrTEmMpP. 
Pros. 49. 

19 Workmen’s compensation was also bedevilled by an employer-fault concept. 
Horovitz, InJuRY AND DEATH UNDER WoRKMEN’S COMPENSATION Laws (1944) 
pp. 99-108. Under workmen’s compensation laws an employer’s liability “is not 
dependent upon his negligence . . . and contributory negligence of the employee 
is commonly immaterial.” RESTATEMENT OF AGENCY, § 528. There would 
seem to be no valid reason why the same rule should not apply to unemploy- 
ment insurance cases. 

Ideally, a worker would be best protected from wage losses by means of an 
integrated system that would give him workmen’s compensation benefits for 
injuries incurred in the scope of his employment, temporary disability benefits 
for other illnesses that cut off his earning powers, and unemployment insurance 
benefits for wage loss due to economic factors. 


20 Sun Shipbuilding Co. v. U. C. Board of Review, supra note 1, at p. 256. 
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The court then enters into a discussion of what it terms the “initial 
question,” namely, ‘““Was [the claimant] an ‘employee’ within the pur- 
view of the Unemployment Compensation Law?” *! The court at- 
tacks the problem by examining the statute, and it points out that 
section 401, the eligibility section, provides that ‘“Compensation shall 
be payable to any employe who is or becomes unemployed,” *? and 
that “employe” is defined by section 4(i) as “. . . every individual 

. who is performing or subsequent to January 1, 1936, has per- 
formed services for an employer in an employment subject to this 
act.” (Italics added.)** The court also examines the statutory defi- 
nitions of “unemployment,” ** “employment,” *° and “wages.”** Then, 


after discussing section 3, the Declaration of Public Policy,?” the 
court states its conclusion as to the intent of the legislature, namely, 


. that those within the protection of the Act are “unem- 
ployed workers.” By that last quoted phrase is meant those who 
while working for wages become unemployed.”* 


Embracing the employer fault philosophy, Judge Maxey continues, 

“The law does not make Pennsylvania employers the insurers to any 

extent whatsoever of the private ventures of their employees.” *° 
As to the claimant in the instant case, the court decides that he 


. while in the service of the Sun Shipbuilding and Dry Dock 
Company was an “employe.” But subsequently he changed his 
status from that of an employee to that of an “individual en- 
gaged in an independently established business.” *° 


and 


When his private venture failed [the claimant] did not ipso 
facto become an unemployed employee—he became an unem- 
ployed businessman.™ 


One apparent basis for the Supreme Court’s conclusion is the fact 
that in Pennsylvania the eligibility section of the unemployment in- 
surance statute is in terms of “employee.” *? This is true in only one 


21 Jd. at p. 257. 

2243 P. S. § 801 (1941). 

23 Jd. § 753 (i) Supp. (1948). 

24 Id. § 753 (u) Supp. (1948). 

25 Id. §753 (1) Supp. (1948). For problems arising under this and similar 
sections defining “employment” in the unemployment insurance laws, see Asia, 
Employment Relation: Common-Law Concept and Legislative Definition 
(1945); 55 Yate L. J. 76; and Note (1942) 36 Int. L. Rev. 873. 

26 43 P. S. § 753. (x) Supp. (1948). 

27 Id. § 752 (1941). 

28 Sun Shipbuilding Co. v. U. C. Board of Review, supra note 1, at p. 259. 

29 Td. at p. 260. 

30 Td. at p. 257. 

31 Jd. at p. 261. 

32 “Compensation shall be payable to any employee who is or becomes unem- 
ployed... .” 43 P. S. §801 Supp. (1948). 
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other state, Wisconsin, but there the appeals tribunals—courts and 
administrative bodies—have never considered whether or not, in self- 
employment cases, a claimant was an “employee” under the act.** 
In all other acts the eligibility sections are in terms of “individual” 
or “worker,” neither of which is a defined term. The Pennsylvania 
court apparently felt that since the state act was almost alone in using 
the defined term in the eligibility section, the legislature intended the 
distinction read into the act by the court to prevail. 

While generally defined terms are used throughout a statute in 
their defined sense, this is not so when the ordinary meaning of such 
terms expresses the legislative intent.** Thus, the term “employee” 
was intended to be read in its defined sense in the coverage provi- 
sions of the act, but not in the benefit sections. When, by means of 
the definitions, it is determined that two persons bear the relation of 
employer and employee in covered employment, the definitions have 
served their purpose. Thereafter the benefit sections of the act come 
into play. Under these the claimant’s eligibility and his benefit entitle- 
ment are determined. If these questions are resolved in the claimant’s 
favor, he should receive the compensation prescribed by the statute. 
Nothing in the statute can be held to demand the maintenance of the 
employer-employee relation as a further condition to the receipt of 
benefits. The Pennsylvania Superior Court took this view in up- 
holding the claimant’s rights to benefits.** 

Even the application of the statutory definition of “employee” to 
the benefit sections does not support the conclusion reached by the 
Pennsylvania court in the instant case. By the definition, the test 
of an “employee” is one “who is performing or has performed serv- 
ices” in covered employment. In the Sun case the claimant had 
worked in covered employment prior to his self-employment, and 
thus seems to have met the statutory test. The court, however, in 
its haste to disqualify the claimant from receiving benefits, has ig- 
nored and rendered meaningless the phrase “has performed” as used 


33 In Slocum Straw Works v. Industrial Commission, 232 Wisc. 71, 286 N. W. 
593 (1939), the claimant was employed on a seasonal basis, and when she was 
not working she carried on housewife duties at home. Held, claimant was cus- 
tomarily self-employed (as a housewife) and hence ineligible for benefits. 

In Ben. Ser. 3333 Wisc. A, V 3-4, a claimant who had quit his job to enter 
self-employment was denied benefits on the ground that he voluntarily quit 
without good cause. 

In Ben. Ser. 6931 Wisc. A, V 5-1, a claimant refused a job offer because 
he was too busy on his farm, and was denied benefits on the ground that he 
without good cause refused an offer of suitable work. 

In none of the above cases was the issue raised that a person in self-employ- 
ment was not an “employee” under the act. 

For an explanation of Ben. Ser. citations, see infra, note 41. 

842 Sutherland, Statutory Construction (3rd ed. 1943) §§ 4814, 4815. 

35 Supra note 5, at pp. 365, 366. 
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by the legislature in the definition of “employe,” and it thus reaches 
a conclusion that completely violates the expressed legislative intent. 

Other sections of the act tend to show a legislative intent contrary 
to that assumed by the Supreme Court. Section 404(d) provides 
for the payment of partial benefits, that is, the calculated weekly 
benefit amount less that part of the weekly “remuneration” in excess 
of three dollars for individuals who work less than full-time.** Re- 
muneration is not a defined term under the act, and therefore includes 
wages from employment, whether or not covered by the act, or income 
from self-employment. Thus it would appear that the legislature 
meant to compensate claimants in self-employment who earned less 
than what they would have received in benefits. Under the Supreme 
Court’s view we have the anomalous situation of a claimant’s being 
denied benefits if he applies for them when he is totally unemployed 
after the failure of his self-employment, and being awarded benefits 
so long as he is only partially unemployed and his income from the 
self-employment is less than his weekly benefit amount. 

Another basis for the Supreme Court’s position is that it will pro- 
tect the unemployment insurance fund from claims of individuals who 
leave the labor market to go into business on their own and who 
later apply for benefits. However, all state laws test a claimant’s past 
attachment to the labor market by requiring that he have earned 
wages in covered employment of a specified amount in a specified past 
period (base period) before he is eligible for benefits. Thus, under 
the Pennsylvania law an individual who has not earned wage credits 
in the first 4 of the last 5 completed calendar quarters prior to his 
filing a claim, will not be eligible for benefits. Under the Pennsyl- 
vania act an individual to be eligible for benefits must have had at 
least $240 wages during his base period, with $60 in one calendar 
quarter, This would entitle him to a weekly benefit amount of $8 for 
nine weeks duration—the minimum under the act.*’ 

The concepts of “base year” ** and “benefit year” ** adequately 

3643 P. S. § 804(d) Supp. (1948), which reads: 

“Each eligible employee who is unemployed with respect to any week 
shall be paid with respect to such week compensation in an amount equal 
to his weekly benefit rate less that part of the remuneration, if any, paid 


or payable to him with respect to such week which is in excess of three 
dollars... .” 

8743 P. S. § 804 Supp. (1948). For formulae under other state laws see, 
CoMPARISON, p. 32. 

38 Supra note 3. 

89 The 12-month period during which a claimant is entitled to benefits based 
on his “base period” earnings in covered employment for a given year. It should 
be noted that this does not mean that a claimant can draw benefits during the 
entire period, but only that at any time during his benefit year he may draw 
benefits until he has exhausted his benefit rights. In Pennsylvania, the maximum 
number of weeks of benefits is 24. For maximum and minimum weekly benefit 
amounts and durations in other states, see COMPARISON, p. 32 et seq. 
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protect the state fund against claims by individuals whose past attach- 
ment to the labor force is remote.*® 

The court’s claim that this is a case of first impression is some- 
what exaggerated. There are many administrative tribunal decisions,** 
and some court decisions,*® dealing with claims by individuals in self- 
employment. The fact is that the issue raised by the employer in the 
principal case has never before been considered an issue by any tri- 
bunal. It has been taken for granted that if a claimant has earned 
the required wage credits** in his base period, and if he has satisfied 
all the other eligibility requirements,** he is entitled to benefits. Under 





40 Present attachment to the labor force is tested by the “availability” require- 
ment. See supra note 4 

41 These are reported in the UNEMPLOYMENT COMPENSATION INTERPRETA- 
TION SERVICE, BENEFIT Series. Hereafter, BENEFIT SERIES citations will ap- 
pear as follows: Ben. Ser., . . . (number of case), State, volume number, issue 
number: e.g., Ben. Ser., 12081 Wisc. R, V 12-10. The letter symbols after the 
name of the state indicate the level of administrative authority making the 
decision. 

Ben. Serv.: 5123 Colo. R, V 4-1; 5413 Conn. R, V 4-3; 6034 Idaho A, V 
4-6; 10103 Iowa A, V 8-12; 6805 Kan. A, V 4-12; 5414 Ky. A. V 4-3; 11049 
Me. A, V 9-12; 11471 Md. R, V 10-5; 6196 Minn. A, V 4-7; 11237 Miss R, 
V 10-2; 5789 Mo. A, V 4-5; 5417 Neb. R, V 4-3; 5419 N. Y. A, V 4-3; 6199 
N. C. A, V 4-7; 5421 N. D. A, V 4-3; 11260 Okla. R, V 10-2; 5011 Ore. A, 
V 4-1; 11820 Pa. A, V 10-9; 9451 S.C. A, V 8-5; 6801 Tenn. A, V 4-12; 
6411 Wash. A. V 4-9; 12554 W. Va. R, V 11-6; 11442 Wyo. A, V 10-4. 

42 Lee A. Stevenson v. State Labor Commissioner, Ben. Ser., 11215 Kan. Ct. 
D, V 10-2, (District Ct., Wyandotte Co., 1946). 

43 The amount of “base year” wages in covered employment upon which a 
claimant’s benefit rights are based. Under all state laws the amount and dura- 
tion of benefits are determined according to benefit formulae written into the 
acts. These formulae are applied to a claimant’s taxable earnings in his base 
year—his wage credits for that year. Thus, while an individual is working in 
covered employment he is continually accumulating wage credits, and if he has 
earned a sufficient amount in the base year he may be eligible for the maximum 
benefit amount for the maximum duration permitted under the law. The 
earnings requirements vary among the states, but under most benefit formulae 
a minimum annual amount is required as well as a minimum amount that must 
have been earned in at least one quarter of the base year. See CoMPARISON, 


44 Set forth in 43 P. S. § 801, supp. (1948), as follows: 

“Compensation shall be payable to any employe who is or becomes unem- 

ployed ...and who... 

(a) Has, within his base year, been paid wages for employment equal 
to not less than thirty (30) times his weekly benefit rate; 

(b) Has registered for work at, and thereafter continued to report at, an 
an employment office in accordance with such regulations as the sec- 
retary may prescribe, . . . 

(c) Has made a valid application for benefits with respect to the benefit 
year for which compensation is claimed and has made a claim for 
compensation in the proper manner and on the form prescribed by 
the department ; 

(d) Is able to work and available for suitable work; and 

(e) Has been unemployed for a waiting period of one week. 


No week shall be counted as a week of unemployment for the purposes 
of this subsection, (1) unless it occurs within the benefit year which in- 
cludes the week with respect to which such employee claims compensation, 
or (2) if compensation has been paid or is payable with respect thereto, or 
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this view the claimant in the principal case would have been entitled 
to benefits. 

Self-employment cases usually deal with one or both of the follow- 
ing questions, (a) does the claimant meet the test of being unem- 
ployed? and (b) does the claimant’s self-employment prevent him 
from meeting the test of being “available for work”? ** In all such 
cases the determination has been solely on the eligibility requirements 
as stated in the acts. None of the cases consider the point that the 
claimant, because of his self-employment, is not an “employee” under 
the act and therefore is not entitled to benefits. 

The Court’s conclusions, if accepted, might be used to deny benefits 
to groups of claimants other than the self-employed. For instance, 
if a person voluntarily leaves private covered employment to take a 
job with a government agency (hence generally excluded from cov- 
erage) and is shortly thereafter laid off in a general reduction of 
force, by the court’s reasoning his wage credits, earned during the 
covered employment, would be forfeited by virtue of his “uncovered” 
government employment. In jurisdictions where the coverage pro- 
visions are less liberal than those of Pennsylvania, a claimant leaving 
a job with a company employing eight workers (hence covered) to 
take a job with a company employing four men (not covered), would 
also be denied benefits. As would an unemployed individual who, 
instead of filing for benefits, takes a job as a farm laborer and is 
then laid off after the season. 

Moreover, the court’s concept would unduly restrict the free move- 
ment of labor from job to job and from being “employed” to being 
“self-employed.” Because it involves in effect a penalty (the for- 
feiture of earned wage credits) it will discourage individual initiative 
on the part of wage earners who wish to “go out on their own.” It 
will foster class distinctions by saying to the employee, “You stay 
where you are, at work; if you try to better yourself your will be 
penalized.” 

So highly restrictive an interpretation of the statute as advanced 
by the Pennsylvania Supreme Court in this case could not have been 
the intention of the legislature. It is at complete variance with a 
system of free enterprise and with the Declaration of Policy as set 
forth in section 3 of the Act.*® 


(3) unless the employe was eligible for compensation with respect thereto 
under all other provisions of this section ...and was not disqualified 
with respect thereto under [the disqualification section].” 

See infra at pp. 456 et seq. 


45 Note 41 supra. 
46 Supra note 27. 
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The Added Disqualification Provision 


Not only do all state unemployment insurance statutes specify the 
conditions which a claimant must meet to be eligible for benefits, but 
they specify as well the conditions under which a claimant, otherwise 
eligible, will be disqualified for benefits. In general, a claimant is 
disqualified if (1) his unemployment is due to his voluntarily leaving 
a job without good cause,*? (2) he has been discharged for miscon- 
duct connected with his work,** (3) he refuses, without good cause, 
an offer of suitable work,*® or (4) his unemployment is due to a 
stoppage of work caused by a labor dispute.*° The purpose of these 
provisions is to protect the funds from unnecessary drainage by de- 
limiting the area of compensable unemployment.” 

Section 402(b) of the Pennsylvania Unemployment Compensation 
Law provides that an employee shall be ineligible to receive benefits 
if he has voluntarily left his job “without good cause.” *? The Su- 
preme Court in the instant case has imposed a restriction on the 
“good cause” by holding that unless such “good cause” is connected 
with the work the claimant is subject to disqualification. Indeed, the 
court has gone further; it implied that unless there has been some 
wrongdoing or negligence on the part of the employer the claimant 
would not have good cause for leaving his job. As an example of 
what it considered valid “good cause” the court cited a situation in 
which an employee was compelled to work under “inexcusable con- 
ditions which were palpably detrimental to his health”’**; or where 
his life was endangered by hazardous factory conditions which could 
be corrected only by the employer.™* 


47 See Kempfer, Disqualifications for Voluntarily Leaving Work and Mis- 
conduct (1945) 55 Yate L. J. 147; and Simrell, supra note 11. 

In all states a worker must have “good cause” (In Ohio, “just cause.” Throck- 
morton’s Ohio Code (1945) § 1345-6) for leaving work voluntarily if he is 
not to be disqualified. In 17 states the “good cause” is restricted to good cause 
connected with the work or attributable to the employer, and in one state to 
good cause involving fault on the part of the employer. W. Va. Code of 1943 
(1945 Supp.) Sec. 2366(78). Several of the states with restricted “good 
— provisions allow exceptions for certain personal reasons. COMPARISON, 
Pp. 

48 See Kempfer, supra note 47. 

49 See Menard, Refusal of Suitable Work (1945) 55 Yate L. J. 134. 

50 See Lesser, Labor Disputes and Unemployment Compensation (1945) 55 
Yate L, J. 167; Note (1942) 10 Geo. Wasu. L. Rev. 604. 

51 See CoMPARISON, p. 55; PrincrpLes UNDERLYING DISQUALIFICATION FOR 
BENEFITS IN UNEMPLOYMENT CoMPENSATION, Social Security Board, Part I 
(Bur. of Research and Statistics Memo. No. 32, August 1938) and Part II 
(Bureau of Employment Security Memo. No. 3, November 1939) ; Unemploy- 
ment Compensation Program Letters Nos. 101 (November 1945), 103 (De- 
cember 1945), 107 (January 1946), and 124 (October 1946). 

52 43 P. S. § 802 (b) Supp. 1948. 

58 Sun Shipbuilding Co. v. U. C. Board of Review, supra note 1, at p. 258. 

54 Ibid. 
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It seems clear that the court did not follow the general rule of 
interpretation of remedial statutes—that they should be liberally con- 
strued to give effect to objectives they seek to achieve.** Courts 
should not whittle down the statutory provisions by narrow construc- 
tion,°* nor should they add by interpretations exceptions to the act 
not clearly justified by the language thereof.°’ Yet this is precisely 
what the court did in the instant case when it construed the words 
“good cause” to mean good cause “connected with the employment.”** 

Moreover, the court ignored the legislative history of the “volun- 
tary quit” provision of the Pennsylvania Act. Prior to 1942 this 
provision did not contain the words “without good cause,” and as 
thus worded had been construed to exclude an administrative tri- 
bunal from exploring the reasons or mental processes which led a 
claimant to give up his employment.*® In 1942 the iegislature added 
the words “without good cause” to the voluntary quit disqualifica- 
tion.*° If it had intended to limit the good cause to that attributable 
to the employer it would have done so. At that time at least 17 
states had such restricted provisions, and presumably the Pennsyl- 
vania legislature would have used words to accomplish such a result 
if it had so desired. Thereafter, in 1944, the provision as so amended 
came up for judicial interpretation in the Teicher case.* In that case 
the Superior Court recognized that the legislative history showed 
that it was not the legislative intent to restrict “good cause,” and it 
refused to read into the law restrictive words such as “attributable 
to the employer” or “connected with employment” as a limitation 
upon good cause. The court said, “It is plain to us that, if our legis- 
lature had intended a similar restriction, it would have said so.” * 
The court went on to rule that valid personal reasons could be suffi- 
cient “good cause” under the act. 

This view is consistent with the objectives of the Pennsylvania law 
as stated in the Declaration of Policy.** In view of the apparent 


55 Note 9 supra. 

5¢ California Employment Stab. Comm. v. Morris (D. Ct. of App. Calif.) 165 
P. (2d) 503 (1946). 

57 MacFarland y. U. C. Board of Review, supra note 9. 

58 Supra note 1, at p. 260. 

59 Department of Labor and Industry v. U. C. Board of Review, 133 Pa. 
Super. 518, 3 A. (2d) 211 (1938). 

60 Supra note 52. 

61 Department of Labor and Industry v. U. C. Board of Review (In re 
Teicher), 154 Pa. Super. 250, 35 A. (24) 739 (1944). 

62 Jd. at p. 741. 

83 Supra note 27. By the usual rules of statutory construction, a general 
declaration of policy may be used to explain but not to contradict specific pro- 
visions of an act. 2 Sutherland, Starutory Construction (2nd ed., 1940), 
§ 341; Black, CoNsTRUCTION AND INTERPRETATION OF Laws (2nd ed., 1911), 
3 84. 
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legislative acceptance of this judicial ruling, it would seem to be a 
reasonable inference that the Teicher case®* represents a proper evalu- 
ation of the legislative intent—namely, that personal reasons for leav- 
ing a job may constitute such “good cause” as to make inapplicable 
to a claimant the voluntary leaving disqualification. 


Under laws which restrict good cause with a phrase such as “con- 
nected with the work,” courts have held personal reasons for volun- 
tarily quitting a job not to be such “good cause.” ® Some courts, 
however, have considered certain quits to be “involuntary,” and in 
this way have not had to consider whether or not there was good 
cause for the quit.®* 


Under state laws without restricted “good cause” provisions bene- 
fits have been awarded claimants who left work for personal reasons, 
such as, to accompany their husbands to other localities,** for lack 
of transportation to the job,®* to take a better job,®* because of low 


64 Supra note 61. 


®5 Moulton v. lowa Employment Security Comm., — Iowa —, 34 N. W. (2d) 
211 (1948) ; Huiet v. Schwob Mfg. Co., 196 Ga. 855, a S. (2d) 743 (1943) 
Ex Parte Alabama Textile Products Corporation, 242 Ala. 609, 7 So. (2d 
303 (1942); Amherst Coal Co. v. Board of Review, Cir. Ct., Kanawha Co. 
(W. Va., 1947, unpublished) ; Connecticut Doughnut Co. Vv. Gallo, Super. Ct., 
New Haven Co. (1946, unpublished). 


66 Fannon v. Federal Cartridge Corp., 219 Minn. 306, 18 N. W. (2d) 249 
(1945). Here claimant was held to have compelling personal reasons—a serious 
illness which prevented her from continuing her old job. The state law at the 
time provided for disqualification unless the “good cause” was “attributable to 
the employer.” 17 Minn. Stat., sec. 268.09 (1941), as amended (1943). Sub- 
sequent to this case the state legislature adopted the court’s position and amended 
the law so as to exempt a claimant from disqualification if his voluntary leav- 
ing was occasioned by a serious illness. Minn. Laws (1945) c. 376, §5. 


67 Dept. of Labor and Industry v. U. C. Board of Review, supra note 61; 
Ben. Ser., 8507 Ill. R, V 7-4. Contra, Woodmen of the World Life Ins. Soc. 
v. Olson, 141 Neb. 776, 4 N. W. (2d) 923 (1942). The rationale seems to be 
that there is a legal duty for the wife to join her husband. However, where a 
claimant left work to get married, held, no legal compulsion, and hence no 
“good cause” for the voluntary quit. Bureau of Employment Etc. v. U. C. 
Board of Review, 158 Pa. Super. 564, 45 A. (2d) 909 (1946). See also, 
(1946) 94 U. or Pa. L. Rev. 442; (1946) 21 N. Y. U. L. Q. Rev. 450 for 
discussions of this problem. 


68 Ben. Ser.: 9981 Cal. R, V 8-11; 11301 Ind. R, V 10-3; 8022 Ky. A, V 6-6; 
9063 Md. A, V 8-1; 9077 Minn. A, V 8-1; 10026 Neb. R, V 8-11; 10125 
N. J. A, V 8-12; 8923 N. Y. R, V 7-11; 11651 Ohio A, V 10-7; 11978 Pa. R, 
V 10-11; 9642 R. I. A, V 8-7; 11266 S. C. A, V 10-2; 5332 Texas A, V 4-2; 
8043 Va. A, V 6-6. But where claimant knows when he takes a job that there 
are transportation difficulties, benefits are denied. Ben Ser.: 11294 Ida. A, 
V 10-3; 11894 Ore. A, V 10-10. 


e Ben. Ser.: 11769 Ariz. A, V 10-9; 11282 Calif. A, V 10-3; 9132 Conn. R, 
V 8-2; 9213 Fla. A, V 8-3; 11777 Ill. R, V 10-9; 11301 Ind. R, V 10-3; 
8902 Kans. A, V 7-11; 5442 Ky. A, V 4-3; 8903 La. A, V 7-11; 8024 Me. A, 
V 6-6; 8194 Mo. R, V 6-10; 8922 N. ¢ R, V 7-11; 6223 Ohio A, V 4-7; 
5182 N. D. A, V 41; 11427 Pa. A, V 10-4; 5655 R. I. A, V 4-4; 8039 
S. D. R, V 6-6; 7834 "Wash. A, V 6-2. 
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wages,”° lack of adequate housing in the community,”’ or because of 
an impending layoff.’* In determining whether a claimant has “good 
cause” for quitting, the tribunal should consider whether he has acted 
as a reasonable person would have acted in the same circumstances.” 
If he has, then his quit was for “good cause.” Negligence or bad 
faith is not necessary for invoking “good cause” provisions in other 
fields of law,’* and there is no justification for the court’s requiring 
employer negligence before the claimant in an unemployment insur- 
ance case may be considered to have had good cause for a quit. 
Applying the “reasonable man” test to the instant case, it seems clear 
that a reasonable man who knew he was soon to be laid off, would 
take steps to secure his livelihood. Accordingly, it would seem that 
the claimant in the instant case had “good cause” for his quit.”° 


Subsequent Impact of the Case and Conclusions 


The Unemployment Compensation Board of Review of Pennsyl- 
vania recently considered a case with similar facts.7* The claimant 
quit his job six weeks before he would have been laid off, and went 
to California and opened up a grocery store. Several months later 
his lease expired and he was forced to give up the business, The 
Board of Review held that the claimant was disqualified, having 
voluntarily left his job without good cause (relying on the Sun case). 


70 Ben. Ser.: 11284 Cal. A, V 10-3; 11102 Conn. R, V 10-1; 11198 D. C. A, 
V 10-2; 5307 Fla. A, V 4-2; 11789 Ill. R, V 10-9; 11209 Ind. A, V 10-2; 
9410 Iowa A, V 8-5; 11214 Kans. A, V 10-2; 5812 Me. A, V 4-5; 1115) 
Minn. A, V 10-1; 9704 Neb. R, V 8-8; 8513 N. Y. R, V 7-4; 9944 Pa. R, 
V 8-10; 9091 R. I. R, V 8-1; 5327 Texas A, V 4-2. 

71 Ben. Ser.: 9213 Fla. A, V 8-3; 11460 Ind. A, V 10-5; 6213 Ky. A, V 4-7; 
9909 La. A, V 8-10; 9951 Texas R, V 8-10; 12085 Wis. R, V 10-12. 

72 Ben. Ser.: 6355 Conn. R, V 4-8; 8670 Ill. A, V 7-8; 6278 N. J. R, V 48; 
8300 Texas A, V 6-12. 

The various personal reasons held to be “good cause” listed here by no means 
exhaust the list. For other personal reasons see the master code of the Benefit 
Series, under the topic “Voluntary Leaving.” 

73 Kempfer, supra note 47, at p. 158, and cases cited therein. Generally, even 
in states with restrictive “good cause” provisions, the rule seems to be that a 
worker will not be disqualified “ for leaving work which he might have 
refused to accept on the ground of unsuitability.” Id. at p. 155. 

74 May v. May, 167 U. S. 310, 17 Sup. Ct. 824, 42 L. - 179 (1897). Good 
faith on the part of the actor seems to be the emphasis. Cummer v. Butts, 
40 Mich. 322, 29 Am. Rep. 530 (1879); Dubois v. Gentry, 182 Tenn. 103, 
184 S. W. (2d) 369 (1945). 

75 It has been held that if a worker is given his termination notice, and if he 
leaves the job prior to the effective date of such notice, he is eligible for benefits 
as of the effective date as stated in the notice. Dept. of Labor and Industry v. 
Board of Review, 133 Pa. Super. 518, 3 A. (2d) 211, 215 (1938). In view 
of the fact that, in the instant case, the employer conceded that the claimant 
would have been laid off in December 1945, the court could conceivably have 
held that the newspaper stories and the claimant’s knowledge of his seniority 
status constituted a notice of termination, and qualified the claimant for benefits 
beginning December 1945. 

76 Ben. Ser., 13169 Pa. R, V 12-2. 
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However, the Board in effect rejected the court’s pronouncement in 
the Sun case that such a claimant takes himself out of the class 
entitled to the protection of the unemployment insurance law by 
virtue of having gone into self-employment. 

A still later California Appeals Board decision™ cites the Sun case 
in support of an interpretation of the California unemployment in- 
surance law, which says that a claimant is disqualified if he ‘“‘volun- 
tarily leaves his most recent work without good cause.” "* The Ap- 
peals Board held that “most recent work” meant employment, not 
self-employment. 

A Delaware referee’s decision specifically rejected the Sun case 
doctrine in a similar self-employment case.’*® The referee found sup- 
port for his position in the fact that the disqualification provision of 
the Delaware law refers to “unemployed individuals,” *° while the 
Pennsylvania act refers specifically to unemployed employees. 

Similarly, the New York Appeals Board rejected the Sun case 
doctrine as applied to self-employment cases in New York.*! In the 
New York case the claimant left his job to go into self-employment, 
which he was forced to give up several months later because of ill 
health. The referee held that the claimant was not entitled to benefits, 
relying on the Sun case. The Appeals Board reversed, saying that 
the Sun doctrine was not “. . . in accord with the spirit and pur- 
pose of the Unemployment Insurance Law and the policy of this 
State.” *? 

There is no doubt that the doctrine of the Sun case will cast its 
shadow on many more unemployment insurance cases. It is to be 
hoped, however, that other state courts and administrative bodies 
reject the doctrine advanced by it as being repugnant to the aims 
and purposes of the unemployment insurance system as it exists in 
this country. As the Pennsylvania Board of Review has aptly ex- 
pressed it: 


The effect of such an interpretation would be to discourage 
unemployed persons from seeking any kind of work except work 
in employment subject to the Unemployment Compensation Law. 
This would, of course, be ridiculous; it would place a penalty 
upon initiative and a premium upon inertia and in the long run 
would result in the payment of additional benefits and additional 
charges against employers, which is what the Supreme Court 
was endeavoring to avoid in its opinion. .. .* 
A. SIEGEL. 


77 Decision No. 10866, Dec. 16, 1948. To be published in Ben. Ser., V 12-6. 
78 Cal. Code (Deering) (1945) Act | ane P58. 
79 Ben. Ser., 12813 Del. V 11-10. 
80 Del. Laws of 1937, c. 28, sec. 5. 
81 Ben. Ser., 12993 N. Y. R, V 11-12. 


82 Ibid, 


83 Supra note 76. 
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THE War Power EXTENDED 


Although the combat phase of the recent war ended four years 
ago, the economic and social dislocations produced by it in this coun- 
try, and the international tensions which it failed to relax, combine 
to produce a present situation that is neither war nor peace. It is 
the purpose of this note to examine the time limitations of war power 
granted by the Constitution in the light of the developing problems 
of today, and to determine any pattern in the corresponding develop- 
ment of the limits. The note will make no attempt to mark out the 
components of the power, but will focus on the period of time through 
which that power may be exercised, once the occasion for its use has 
been raised by a war. 


Historical Background of the Power with Respect to Its Time of 
Application 


The Constitution itself does not indicate any attention on the part 
of the framers to the matter of exercise of the war power beyond the 
end of war. The Congress is given the power to declare war,’ to 
raise and support Armies,” to provide and maintain a Navy. From 
these direct grants, the general mandate to make all laws “necessary 
and proper”,* and other related grants,® the vast power of the legis- 
lative branch is derived. The constitutional executive war power 


stems primarily from Article II, wherein the President is designated 
the Commander in Chief of the Army and Navy,® and is directed to 
take care that the laws be faithfully executed.” 

The omission of constitutional provisions that would chop off the 


1 Unitep States Constitution, Art. 1, Sec. 8, cl. 11. 

2 Jd., cl. 12. 

8 Id., cl. 13. 

4Id., cl. 18. 

5 Other provisions of the Constitution contribute to the war power indirectly 
These additional powers, some of which are operative in peace as well as war, 
are indicated by Corwin, in ToTraL War AND THE ConsTITUTION (1947), p. 35, 
as follows: 

“The Congress shall have power to lay and collect taxes, duties, imports 
and excises, to . . . provide for the common defense and general welfare 
of the United States (Article I, sec. 8, cl. 1); 

“To borrow money on the credit of the United States (cl. 2); 

“To make rules for the government and regulation of the land "and 
naval forces (cl. 14); 

“To provide for calling forth the militia to eo the laws of the Union, 
suppress insurrections and repel invasions (cl. 15) ; 

“To provide for organizing, arming, and disciplining, the militia, and 
for governing such part of them as may be employed in the service of the 
United States, reserving to the States respectively, the appointment of the 
officers, and the authority of os ithe militia according to the discipline 
prescribed by Congress (cl. 16) . 

6 Untrep STATES CONSTITUTION, Art. Il, Sec. 2. 

7 Id., Sec. 3. 
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war power at some particular time with respect to the end of any 
war, was not inadvertent. Although the recorded debates over the 
war power are brief, at least one member of the convention had in 
mind the difficulties of the transition from war to peace.® 

No case arising out of the Revolutionary War bears directly on 
the duration of the war power. Indirectly pertinent, however, was 
the decision that “the subject of war” was abolished by the Anglo- 
American Treaty which became effective in 1783.® It is clear that 
the Constitutional Convention of 1787 was held in an atmosphere of 
peace. At that time there was no war, and in the minds of the mem- 
bers, no occasion to exercise the war power which they acknowledged 
to be in the Federal Government. By the end of the first World War, 
the Supreme Court had developed the doctrine, briefly, that the war 
power may properly be asserted after the close of “Hostilities,” #° and 
even after the formal termination of war, ‘4 to guard against immedi- 
ate renewal of the war or to remedy the evils arising out of it.’? 


Orientation of the Present with Respect to World War II 


In the determination of the current status of the war power, it 
is worthwhile at this point to fix the events bearing on the termina- 
ion of World War II.** The organized, directed warfare of our then 
remaining enemy, Japan, ended on August 14, 1945, with the signing 
of an armistice agreement.'* On September 2, 1945, Japan surrend- 
ered unconditionally.15 The next item in the chronology, though not 
bearing on a war power, is one which might well have significance 
in that connection. Interpreting a lease in which the time when the 
time of the end of the war was material, the highest court of Missis- 
sippi introduced the element of the cessation of all acts of warfare.*® 





8 See RECORDS OF THE FEDERAL CONVENTION, Revised Ed., Vol. II at p. 319. 
In a discussion of the proposal to provide for a power to make peace, Ellsworth 
is recorded as saying: “There is a material difference between the cases of 
making war and making peace. It should be more easy to get out of war, 
than into it. War also is a single and overt declaration. Peace attended with 
intricate and secret negotiations.” 

9 Ware v. Hilton, 3 Dall 199, 1 L. ed. 568 (U. S. 1796). 

10 Hamilton v. Kentucky Distilleries Co., 251 U. S. 146, 40 Sup. Ct. 106, 64 
L. ed. 194 (1919). 

11 Commercial Trust Co. v. Miller, 262 U. S. 51, 43 Sup. Ct. 486, 67 L. ed. 
858 (1923). 

12 Stewart v. Kahn, 11 Wall 493, 20 L. ed. 176 (U. S. 1870). 

13 The President, on Sept. 11, 1945, approved a joint recommendation by the 
Secretaries of War and Navy that the present war be designated “World 
War II.” 10 Fed. Reg. 11881 (1945). 

1413 Dept. State Bull. 255 (1945). 

15 Announcement of the Japanese surrender was made by the President in a 
radio address on Sept. 1, 1945. Text of the President’s address is in 13 State 
Dept. Bull. 299 (1945). 

16 Miller v. Fowler. Civil No. 36318 (Miss.) (1945), in bringing in this ele- 
ment, used language as follows: “All acts of warfare between our forces and 
those of Japan did not cease on August 14, 1945, but that, on the contrary, con- 
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Relating this element, there is no difficulty in determining that now 
all acts of actual warfare by our World War II enemies have long 
since ended. 

Thus far in the discussion, the term “cessation of hostilities” has 
been avoided. Ordinarily, hostilities are considered to terminate as 
of the date of an armistice or similar negotiation. In the case of 
World War II, however, the term was given a different meaning. 
The Attorney General advised the President’’ that nothing less than 
a formal proclamation would have the effect of terminating statutes 
whose life was limited to the period of hostilities. Acting under this 
advice, the President, on December 31, 1946, proclaimed cessation of 
hostilities'* and thereby establishing the termination of some 61 war- 
time statutes. The Proclamation expressly noted that a state of war 
still existed, and in his statement issuing the Proclamation, the Pres- 
ident stated that the limited emergency declared September 8, 1939,7° 
and the unlimited emergency declared May 27, 1941 *° were still in 
existence. 

On July 25, 1947, Congress repealed statutes and parts of statutes, 
set termination dates of others, and terminated a state of war or 
emergency for the particular purpose of suspending the operation of 
specific war or emergency provisions of permanent legislation.2* This 
repeal left untouched 103 war or emergency statutes which, for the 
most part, are in effect today.” The Act contained no general declara- 
tion of peace or termination of a state of emergency, and the Pres- 
ident, on signing the bill, stated, “The emergencies declared by the 
President on September 8, 1939, and May 27, 1941, and the state of 
war continue to exist, however, and it is not possible at this time to 
provide for terminating all war and emergency powers.” ** 

In the chronology of events up to the middle of 1947, the concern 


siderable of the Japanese forces were scattered over such a wide territory and 
in so many inaccessible places with such difficult means of communication with 
the home authorities, that substantial units of them did not learn of the armistice 
in any manner considered by them to be authentic, even up to the day of sur- 
render, and that in the meantime they were still in hostile array carrying on 
war. ... We are, therefore, unable to agree that all acts of warfare with the 
Japanese forces, acting as military units—and not as criminal organizations— 
ceased on Armistice Day.” 

1740 Op. Att’y Gen. 100 (Sept. 1, 1945). 

18 Proc. No. 2714, 12 Fed. Reg. 1 (1947). 

19 Proc. No. 2352, 4 Fed. Reg. 3850 (1939). 

20 Proc. No. 2487, 6 Fed. Reg. 2617, (1941). 

2161 Strat. 449 (1947). 

22 For lists of wartime statutes according to their termination provisions, see 
S. Docs. 5 and 42, 80th Cong. (1947). 

23S. Rept. 339, Part 2, 80th Cong. (1947) contains a study by the Senate 
Judiciary Committee of the statutory exercises of war power, the termination 
provisions of 61 Stat. 449, supra, and the components of the power left operative 
after passage of the Act. 
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of the Executive and the Congress respecting the war power were 
with the orderly liquidation of the controls established during the war 
under that power. The period of the first World War furnished the 
only historical analogy, and the attempted return in 1921 of the na- 
tion’s economy to a peacetime footing at one fell swoop,”* was an 
example not to be repeated. Considerable study was made of each 
wartime statute,?* and repeals or terminations effected selectively. It 
was not until the “Marshall Plan” ** was urged upon Congress by 
the President that a new factor interrupting the transition from war 
to peace was officially recognized. This factor which now holds the 
world in a suspended state that is neither war nor peace, and which 
undoubtedly will be asserted as the basis for retention of war power 
for an indeterminate period, was formally introduced to Congress in 
the following language: 


Almost 3 years have elapsed since the end of the greatest of 
all wars, but peace and stability have not returned to the world. 
We were well aware that the end of the fighting would not auto- 
matically settle the problems arising out of the war. The estab- 
lishment of peace after the fighting is over has always been a 
difficult task. And even if all the Allies of World War II were 
united in their desire to establish a just and honorable peace, 
there would still be great difficulties in the way of achieving that 
goal. 

But the situation today is not primarily the result of the nat- 
ural difficulties which follow a great war. It is chiefly due to 
the fact that one nation not only has refused to cooperate in the 
establishment of a just and honorable peace, but—even worse— 
has actively sought to prevent it. 

The Congress is familiar with the course of events.?’ 


So far as the end of the war is concerned, as determined by the 
political department charged with making the determination,”* the 
nation stands now precisely as indicated by the President on March 
17, 1948.2 We are formally at peace with Italy, Bulgaria, Hungary, 


2441 Strat. 1359 (1921). This joint resolution terminating nearly all legis- 
lation depending upon the “present war” was preceded, in 1920, by an attempt, 
fortunately vetoed, to “end the war and all legislation enacted for its duration” 
(59 Cong. Rec. 7747 (1920)). The veto rested, primarily not on the imprac- 
ticability of wholesale repeal, but on the stain which would result to the 
nation in not exacting terms from the defeated powers prior to a unilateral de- 
termination of the war’s end. 

25 Note (1947) 47 Cot. 7 Rev. 255. See also in this connection S. Rept. 339, 
Part 2, supra note 23. 

26 The Marshall Plan was first announced in a speech by Secretary of State 
Marshall at Harvard University, June 5, 1947. For text of the speech, see 93 
Cong. Rec. A3248 (1947). 

27 The text of the President’s address to a joint session of Congress March 
17, 1948, is printed as H. Doc. 569, 80th Cong., (1948). 

28 Hamilton v. Kentucky Distilleries Co., supra note 10. 

29H. Doc. 569, supra note 27. 
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and Rumania.*® Negotiations concerning an Austrian peace treaty 
have been suspended,** and, in the case of our other World War II 
enemies, not yet attempted. We remain, then, in a state of war with 
respect to Austria, Germany, -_ Japan. 


Status of the War p ee after World War II 


Where the political progress from war to peace is regular, or at 
least of constant direction, as in the case of the period from the middle 
of 1945 to the middle of 1947, the problem of determining the 
strength of the war power has the precedents of earlier war periods. 
The present period, however, is novel. Having travelled about half 
the distance from war to peace, we found it necessary to stop and 
adopt a firm stance which at least admits that another war, soon, is a 
distinct possibility. We are still motionless, and in the same stance. 

The war power has been asserted as the foundation for various 
executive and legislative acts performed since the shooting end of 
World War II. The assertion has been judicially tested on several 
occasions. An examination of the cases is necessary in order to 
determine whether the power, like the formal state of war, remains 
alive. Since the cases through 1946 follow the World War I prece- 
dents, and since they have been analysed at some length in other 
studies,®? only the principal ones during this period will be mentioned 
here. 

A criminal case testing the war power in a habeas corpus proceed- 
ing, raises the propriety of trial by military court, after the armistice 
with Japan, of a Japanese general officer for violation of the laws 
of war.** As might be expected, the Supreme Court upheld the mili- 
tary jurisdiction, saying that the Congressional sanction of such 
authority “. . . is without qualification as to the exercise of this 
authority so long as a state of war exists—from its declaration until 
peace is proclaimed.” It is doubted that, in all violations of criminal 
statutes, the Court would so readily support a conviction solely on the 
basis of the war power. A more favorably postured defendant would 
probably be successful in persuading a return to the post-World War 
I holdings that, insofar as criminal prosecutions are concerned, the 


30 In 1945 and 1946, the Council of Foreign Ministers, which was established 
by the Berlin Conference in 1945, considered the drafting of treaties of peace. 
Drafts were submitted by a conference of representatives, and reviewed by the 
Council in 1946. Treaties of peace between the “Allied and Associated 
Powers” on the one hand, and the countries named, on the other, were signed 
+ _— on February 10, 1947. These treaties were all ratified on September 

3118 Dept. State Bull. 746 (1948). 

82 French, The End of the War (1947) 15 Geo. Wasu. L. Rev. 191; Note 
(1947) 47 Cor. L. Rev. 255. 

33 In re Yamashita, 327 U. S. 1, 11, 66 Sup. Ct. 340, 90 L. ed. 499 (1946). 
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war ended with the end of actual fighting.** Rent**® and price con- 
trols** applied during the early period after the war were upheld, the 
decisions grounding on the continued existence of the war and lack of 
specific action on the part of Congress to terminate the statutes in- 
volved. In the language of the Kahn*" case, the power is sufficient 
“to remedy the evils which have arisen from its [war’s] rise and 
progress.” During the period when the evils were being systemat- 
ically reduced, the Court easily followed this doctrine. Except as to 
private contracts and private rights whose validity depend upon the 
existence of war or emergency,** the pattern of cases in this early 
period before mid-1947 follows closely that previously outlined for 
the post-World War I period. 

It is in the present period of suspension between war and peace 
that the judicial pronouncements require closest scrutiny. If, in 
these cases, the war power is continuously affirmed as the foundation 
for legislative or executive actions, then that power will in fact have 
been broadened. 

The Housing and Rent Act of 1947%* was tested by the courts soon 
after its enactment. Like its predecessor, the Emergency Price Con- 
trol Act of 1942,“ the new Act was sustained on the strength of the 
war power, in Woods v. Cloyd W. Miller Co.** The fact of the 
holding is not remarkable, and serves only to reinforce the already 
imposing group of cases supporting the wartime controls. None of 
the justices dissented, but Mr. Justice Frankfurter for the majority, 
and Mr. Justice Jackson, concurring, both demonstrate a real concern 
over the use of war power at this point in our national affairs to 
validate legislation which otherwise would fall. Here are the words 
of warning of the majority: 


We recognize the force of the argument that the effects of 
war under modern conditions may be felt in the economy for 


84 See cases cited in 47 Cor. L. Rev. supra note 32 at p. 265 n. 80. 

35In the rent control cases arising soon after the surrender of Japan, the 
continued vitality of the war power as a foundation for the regulations involved 
seems not to have been questioned. The cases assume the power, and attack 
action of the housing administrator on other grounds. See, for example, 315 
W. 97th St. Realty Co. v. Bowles, 156 F. (2d) 982 (E. C. A. 1945), where, 
on petition for rehearing, the war power base was not put in issue, although 
the regulations were otherwise attacked with great vigor. 

36 Fleming v. Mohawk Co., 331 U. S. 111, 67 Sup. Ct. 1129, 91 L. ed. 1375 
(1947), Bowles v. Ormesher Bros., 65 F. Supp. 791 (Neb. 1946), Bowles v. 
Soverinsky, 65 F. Supp. 808 (E. D. Mich. 1946). 

37 Stewart v. Kahn, supra note 12. 

88 Analysis of cases dealing with these matters, not positive assertions of the 
war power, is outside the scope of this note. For interpretations of “duration 
of war” in contracts cases, see Note, (1947): 168 A. L. R. 173. 

3961 Stat. 193 (1947), 50 U. S. C. Supp. I, App. logy (1947). 

4056 Stat. 23 (1942), 50 U. S. Cc. App. § 901 (1946). 

41 333 U. S. 138, 68 Sup. Ct. 421 (1948). 
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years and years, and that if the war power can be used in days 
of peace to treat all the wounds which war inflicts on our society, 
it may not only swallow up all other powers of Congress but 
largely obliterate the Ninth and Tenth Amendments as well.* 


Justice Jackson, with even greater concern, states: 


Particularly when the war power is invoked to do things to 
liberties of people or to their property or economy that only 
indirectly affect conduct of the war and do not relate to the 
management of the war itself, the constitutional basis should be 
scrutinized with care.* 

Subsequently, lower federal courts, evidently feeling that the Su- 
preme Court’s determination foreclosed any investigation of the neces- 
sity for the control on their part, upheld without question action of 
the Housing Expediter which was based on the same act. 

In considering a matter not related to the reduction of a specific 
war-time evil, and one in which personal liberty was involved, the 
Supreme Court, as recently as June, 1948, upheld the war power as 
justifying summary deportation of an alien in a manner which would 
be clearly invalid in time of peace.*® The 1946 deportation order*® 
challenged by habeas corpus was based upon a 1798 statute *” authoriz- 
ing such proceedings “whenever there is a declared war between the 
United States and any foreign government.” The majority held once 
more than the “political act” to terminate the war had not been 
taken, and that the deportation proceedings thus fell within the terms 
of the old statute. A minority of four members, led by Mr. Justice 
Black, refusing to allow such drastic consequences to attach to mere 
political inaction, examined the particular circumstances of this case, 
and stated flatly : 


Of course it is nothing but a fiction to say that we are now at 
war with Germany. Whatever else that fiction might support, I 
refuse to agree that it affords a basis for today’s holding that our 
laws authorize the peacetime banishment of any person on the 
judicially unreviewable conclusion of a single individual.** 


(Italics added.) 


Mr. Justice Douglas, in another dissenting opinion in the same 
case, objected that the Court’s decision failed to provide those essen- 


42 Td. at pp. 143, 144. 
43 Jd. at p. 146. 
44 Woods v. Palumbo, 79 F. Supp. 998, 1001 (M. D. Pa. 1948) disposes of 


the matter thus: “until those controls are removed by the Congress or by the 
Housing Expediter, they must be respected and obeyed.” 


45 Ludecke v. Watkins, 335 U. S. 160, 68 Sup. Ct. 1429 (1948). 
46 For substance of the order see id at p. 163 n. 5. 

471 Stat. 577 (1798), 50 U. S. C. § 21 (1946). 

48 Supra note 45 at p. 178. 





468 THE GEORGE WASHINGTON LAW REVIEW 


tials of a fair hearing to which aliens have been determined to be 
entitled in time of peace.*® 

We see, then, in the Court’s recent decisions, a growing tendency 
to examine each exercise of the war power in the light of the particu- 
lar emergency condition or dislocation. Involved are the questions 
whether the condition is in fact a residual of the war, and whether the 
condition, even though resulting from the war, should reasonably 
have been eliminated by the responsible branch of the government 
by the time of the assertion of the power under consideration. Al- 
though these factors have not yet caused the Court to strike down an 
exercise of the war power, it is advanced that if a Ludecke were de- 
ported today in the manner of the 1946 deportation proceedings, and 
the Supreme Court were to review the case tomorrow, the Court 
would not hesitate in finding the proceedings invalid—and today peace 
is not appreciably nearer than it was in 1946. 

Legislation enacted by the second session of the Eightieth Congress, 
and that proposed for the new Congress, prospectively affords battle 
ground for further tests of the war power. The Selective Service 
Act of 1948°° has yet to be examined. Earlier draft legislation has 
been validated ** by the power of Congress to “raise and support 
armies,’”®? which is not restricted to operation in war time. But it is 
to be remembered that, when the earlier laws were enacted, although 
the United States was not at the times actively engaged, world wars 
were actually in progress.** Rent controls have been carried for- 
ward,** and although as yet there has been no indication that these 
will not continue to have support of the Court, there must be some 
end to the validity of the war power foundation upon which they are 
erected. 

The President, in his State of the Union Message on January 5th 
of this year,®> recommended legislation to extend and strengthen rent 
control, to provide standby authority to impose price ceilings, and to 
provide for universal military training. His message nowhere indi- 
cated the existence of a state of war; on the contrary, he at least 
inferred that peace is here: 


49 Jd. at p. 184. 
5062 Stat. 604 (1948). 
51 Selective Draft Law Cases, 245 U. S. 366, 38 Sup. Ct. 159, 62 L. ed. 349 


hf Billings v. Truesdell, 321 U. S. 542, 64 Sup. Ct. 737, 88 L. ed. 917 


52 Unitep States Constitution Art. I, Sec. 8 cl. 12. 


53 The Draft Act of World War I (40 Stat. 76) was enacted in May, 1917; 
the Selective Training and Service Act of 1940 (54 Srat. 885) was enacted in 
September of that year. 


54 62 Strat. 1268 (1948). 
5595 Cong. Rec. 66, of Jan. 5, 1949. 
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The heart of our foreign policy is peace. We are supporting 
a world organization to keep peace. . . . Until a system of 
world security is established upon which we can safely rely, we 
cannot escape the burden of creating and maintaining armed 
forces sufficient to deter aggression... .© 


The courts will soon face the problem of determining the validity 
of the continuously asserted war power in the light not only of the 
international state which is neither war nor peace and the indefinite 
postponement of domestic peace as it has historically been known, but 
also of the frankly asserted broad social program of the new adminis- 
tration. After World War I the Court struck down a statute using 
language which it might well find appropriate in dealing with new leg- 
islation making use of the war power. An act of 1919 controlling rents 
in the District of Columbia,*” was declared to be a valid exercise of the 
war power®® soon after its enactment. It was extended by Congress 
in 1921,°° and again in 1922. An order fixing rentals pursuant to 
the 1922 extension of the Act was tested by the Supreme Court in 
1924 in the case of Chastleton Corp. v. Sinclair. Despite the legis- 
lative statement in the 1922 extension that “the emergency . . . still 
exists,” the Court held that judicial inquiry was not foreclosed upon 
the question whether “. . . the exigency still existed upon which the 
continued operation of the law depended.’’** Assuming the validity 
of the 1922 extension when passed, the Court stated firmly, “. . . if 
the question were only whether the statute is in force today, upon the 
facts that we judicially know we should be compelled to say that the 
law has ceased to operate.’’** 

This language has been repeated by the Court in connection with 
legislation whose validity depended upon the continued existence of 
certain emergency situations not war engendered.** The lower 
courts, however, even as to assertions of the war power, have not 
assumed the task of investigating the existence of the necessary 
emergency conditions. One court in 1946 found that the Chastleton 
decision places responsibility on Congress, in the light of changing 


56 Td. at p. 68. 

5741 Strat. 297 (1919). 

58 Block v. Hirsh, 256 U. S. 135, 41 Sup. Ct. 458, 65 L. ed. 865, note (1921) 
16 A. L. R. 165. 

59 42 Stat. 200 (1921). 

60 42 Stat. 543 (1922). 

61 264 U. S. 543, 44 Sup. Ct. 405, 68 L. ed. 841 (1924). 

62 Jd. at p. 548. 

83 [bid. 

64 wy Chattanooga & St. Louis Railway v. Walter, 294 U. S. 405, 55 
Sup. Ct. 79 L. ed. 949 (1935); Home Building & Loan Association v. 
— a U. S. 398, 54 Sup. Ct. 231, 78 L. ed. 413, note (1934) 88 A. L. R. 
1 
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conditions, to make an immediate reexamination of controls.** Another 
court, after acknowledging the vitality of the Chastleton case, states 
with some indifference to that decision, “ . the exercise of war 
powers conferred by special Acts of the Congress, do not terminate 
unless a statute says so.”** It is apparent that inferior courts are 
reluctant to declare at an end a power whose existence has been so 
frequently acknowledged by the Supreme Court. Since the present 
Congress is committed to a program which rests substantially on the 
emergency power, it will repeatedly fall to the Supreme Court to 
assess the life of that power. 

The Supreme Court has yet to hold that the war power has run 
out, with respect either to a new statutory reliance on it, or a use of 
it for continued support of an existing measure. Nevertheless, when 
the indefinite prolongation of an emergency situation, and the present 
enactment of measures grounded on emergency power, are considered 
together against the growing warnings of individual members of the 
Court, the prophecy cannot be avoided that the Supreme Court will 
soon find the residue of war power to be no longer of any sub- 
stance. 

Grorce M. LHAMON. 


THE HALLIBURTON DECISION ToDAY 


Although the Supreme Court in recent years has been particularly 
harsh in its treatment of the rights of patentees,? the decision ren- 
dered by the Court in the case of Halliburton Oil Well Cementing 
Company v. Walker* provoked an abnormal volume of speculation 
and comment by the members of the patent profession as to its pos- 
sible effect upon the future of the patent system. 

As is usual in any discussion of a legal question, the opinions ex- 
pressed by the many writers were conflicting. The general con- 
sensus of the members of the examining corps of the Patent Office 
was that the decision did not overrule any prior accepted authority, 
but was merely an adjudication of the merits of the particular case 


65 Porter v. Wright, 69 F. Supp. 46 (Ore. 1946). 

66 Lewis v. Anderson, 77 F. Supp. 119, 121 (S. D. Cal. 1947). 

1See Mr. Justice Jackson’s dissent in Jungersen v. Ostby & Barton Co., 69 
Sup. Ct. 269, 274 (1949) wherein it is stated, “It would not be difficult to cite 
many instances of patents that have been granted, improperly I think, and with- 
out adequate tests of invention by the Patent Office. But I doubt that the 
remedy for such Patent Office passion for granting patents is an equally strong 
passion in this Court for striking them down so that the only patent that is 
valid is one which this Court has not been able to get its hands on.” 

2 329 U. S. 1, 67 Sup. Ct. 6, 91 L. ed. 3 (1946). 
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in accordance with established principles.* However, those members 
of the profession without the office generally expressed a more pessi- 
mistic view declaring that the Court had gone far in holding against 
the inventor.* In fact, one group of the latter class adopted a resolu- 
tion to the effect that the decision was in error and earnestly solicit- 
ing review by the Court as to its holding with respect to combination 
claims.° 

It is not proposed to discuss the legal precedent for the decision, 
since this has been thoroughly analyzed in a recent law review article.® 
An equally thorough, but perhaps more captious discussion of the 
authorities is to be found in a recent article in the Patent Office Jour- 
nal." Furthermore, it is not intended to reiterate the many facets of 
the intricate fact situation of the case, since these have been carefully 
assembled and exhaustively discussed by one writer.* It is the pur- 
pose of this article to consider certain of the legal concepts advanced 
by the Court in the principal decision and to determine to what extent 
the language of the Court has been followed by cases decided there- 
after. 

Introduction 


For the purposes of this article, it is assumed that, on the particular 
facts of the case, the result reached by the Court may be considered 
proper and that the true difficulty is in the Court’s manner of stating 
this result. Thus, the important aspects of the language of the deci- 
sion may be divided into two general categories as follows: 


(1) Rejection of Claims on the Grounds of Indefiniteness; and 
(2) Doctrine of Equivalents in Infringement Suits. 


The first category may be subdivided into three minor headings as 
follows : 


(a) Functional Claims in General; 
(b) Means-Type Claims; and 
(c) Combination Claims. 


The discussion that follows attempts to analyze the language of the 
Halliburton decision as to each of the above categories and to deter- 


3 Conn, Halliburton v. Walker (1947) 29 J. P. O. S. 289; Richard, Does 
Halliburton v. Walker Make any Innovations? (1948) 30 J. P. O. S. 251. 

4 Mayr, Halliburton Decision (1947) 29 J. P. O. S. 606; Siggers, The 
Halliburton Oil Well Case. A Prediction (1947) 29 J. P. O. S. 901. 

5 Resolution on Halliburton Doctrine, Chicago Daily Law Bulletin, Wednes- 
day, June 25, 1947, reprinted 29 J. P. O. S. 768 (1947). 

6 Note (1947) 15 Geo. Wasn. L. Rev. 203. 

7 Zalkind, Halliburton Oil Well Cementing Co. v. Walker, 71 U. S. P. Q. 
175 (1947) 29 J. P. O. S. 105. 

8 Jerome, Halliburton v. Walker (1948) 30 J. P. O. S. 51. 





472 THE GEORGE WASHINGTON LAW REVIEW 


mine whether, and to what extent, the recent decisions have followed 
this language. 
(1) Rejection of Claims on the Grounds of Indefiniteness 

In passing upon the sufficiency of the claims against the indefinite- 
ness prohibited by the patent laws,® the courts have generally held 
that, since the claim is the measure of the monopoly conferred upon 
the patentee, it must inform the public of its scope, and may not 
be stated in terms of purposes or results, for that might extend the 
monopoly beyond the contribution of the patentee.*° Thus the statute 
requires: “. . . he shall particularly point out and distinctly claim 
the part, improvement, or combination which he claims as his inven- 
tion or discovery.” +1 However, there is no clearly defined boundary 
between what is definite and what is indefinite, and the claim drafts- 
man is always in the dilemma of attaining a balance between a claim 
which is sufficiently broad so as to afford protection to the inventor 
commensurate with his contribution, and yet does not so generalize 
the disclosure as to in effect cover every combination of elements 
which will effect the same result.’? 

The court, in determining whether this requirement has been met, 
will look to the state of the art at the time of the invention to ascer- 
tain the breadth of the inventor’s contribution, and limit the claims to 
that contribution. Thus, it has been generally held that developments 
of a basic nature, or major advances, will be permitted greater latitude 
in claiming than minor improvements in an already crowded field. 
With this doctrine in mind, the Court, in the Halliburton decision, 
held the contribution of the patentee to be of the latter class and con- 
cluded that the claims went beyond this contribution and were accord- 
ingly indefinite.** As to this general doctrine of the scope of mon- 
opoly, the Court was in accord with the authorities, and the same view 
has been followed in the more recent cases.** 

It is apparent, however, that, in reaching a decision as to the scope 
of the invention, it is always a question of degree, and courts have 
differed, and always will differ, as to the permissible latitude in each 
individual case.2* It may well be that the Court in the Halliburton 


9 38 Srar. 958 (1915), 35 U. S. C. § 33 (1946). 

10 General Electric Co. v. Wabash Appliance Corp., 304 U. S. 364, 369, 58 
Sup. Ct. 899, 82 L. ed. 1402 (1938). 

11 Supra note 9. 

12 Royal Typewriter Co. v. Remington Rand, 168 F. (2d) 691, 693 (C. C. A. 
2d, 1948). 

18 Supra note 2 at p. 11. 

14 See Royal Typewriter Co. v. Remington Rand, cit supra note 12. 

15 Minnesota Mining & Mfg. Co. v. International Plastic Corp., 159 F. (2d) 
554 (C. C. A. 7th, 1947). 
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decision applied the rule against indefiniteness with some severity,’ 
but the general application of the doctrine remains unaltered. 


(a) Functional Claims in General 


The doctrine of “functionality” as applied to claims is merely a 
segment of the broader principle of indefiniteness, as set forth above. 
Thus, a claim may be “functional,” or contain “functional” statements, 
and yet be approved by both the Patent Office tribunals and the 
courts.17_ The vice of a functional claim exists, as stated in General 
Electric v. Wabash,* “. . . not only when a claim is ‘wholly’ func- 
tional, if that is ever true, but also when the inventor is painstaking 
when he recites what has already been seen, and then uses conven- 
iently functional language at the exact point of novelty.” 

This doctrine of “functional language at the exact point of novelty” 
was relied upon by the Court in the Halliburton decision, and has 
generally been followed by the courts.*® Several recent decisions by 
the Court of Customs and Patent Appeals illustrate clearly the appli- 
cation of this doctrine to both apparatus and process claims. 

In Application of Hill,®® the applicant’s invention related to a roller 
bearing which admittedly involved a different proportioning of parts 
and method of operation from those of the reference cited. The 
court pointed out that each of the structural elements set forth in the 
claims was disclosed in the reference and that the only difference 
brought out in the claims was purely functional. The court held the 
claims unpatentable, citing the Halliburton decision as having “con- 
demned a functional limitation at the point of alleged novelty in 
apparatus claims.” ** 

In re Ray ** further illustrates the application of the “functionality” 
doctrine to apparatus claims. The claim set forth a thermocouple 
which the applicant admitted was completely anticipated by the refer- 
ence cited except for the functional limitation as to the size and con- 
struction of the conductors of the thermocouple.** The court affirmed 
the holding of unpatentability, citing General Electric v. Wabash as 

16 See Royal Typewriter Co. v. Remington Rand, cit. supra note 12, at 694. 


- Minnesota Mining & Mfg. Co. v. International Plastic Corp., cit. supra note 

18 Supra note 10 at p. 371. 

19 Hall Laboratories v. Economics Laboratory, 72 F. Supp. 683, 689 (Minn. 
1947), aff'd 169 F. (2d) 65 (C. C. A. 8th, 1948). 

20158 F. (2d) 1001 (C. C. P. A. 1947). 

21 Jd. at p. 1003. The limitation in the claims read, “. . . the initial clearance 
being such that deflection of the rollers under a given load will cause said 
clearance to be taken up and approximately full surface contact between the 
rollers and the flange to result.” 

77 U. S. FP. @ 5s (C. C. P. A. 1986). 

23 Id. at p. 376. The limitation was, “. . . said conductors being of such size 
and constructed in such a manner as to cause unequal temperatures to exist 
steadily at said points.” 

4 
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holding “. . . that a claim should not be allowed when it discloses 
nothing new except perhaps in functional terms.” 

The applicability of the “functionality” doctrine to process or 
method claims is illustrated by In re Fullam,”* in which claims related 
to both a method and apparatus for polishing resin finished surfaces 
so as to render invisible the patches formed during finishing. The 
court pointed out that the only distinguishing feature in the claims 
was the use of a flocculating polishing material and that this material 
was set forth not in terms of what it is but what it does. The court 
then held the claims unpatentable as being “clearly functional, within 
the meaning of that term as defined by the Supreme Court in General 
Electric Co. v. Wabash Appliance Corp. . . .” ®* (Italics added.) 

Another decision involving the rejection of process claims on the 
grounds of functionality is Jn re Kniel.*® The claims in suit defined a 
process of fractionating hydrocarbons, the distinguishing feature over 
the references in one of the claims being that reflux is supplied to the 
prefractionator in an amount only sufficient to prevent separation of 
hydrocarbons higher boiling than isobutane. The court pointed out 
that no reflux is supplied to the prefractionator of the reference, but 
that the patentees contemplated that conditions may be so maintained 
in the reference structure to prevent separation of hydrocarbons high- 
er boiling than isobutane. After stating that the broad statement in 
the claim that the desired result is obtained by steps including a reflux 
did not define a patentably different process, the court concluded that 
the amount of reflux was defined in functional terms only, and, citing 
General Electric v. Wabash, held that “a characteristic essential. of 
patentability cannot properly be defined in such manner.” *" It is to 
be noted that the court did allow a claim dependent upon the rejected 
claim but additionally setting forth a definite reflux ratio. 

It is obvious that each of these decisions rests upon the “function- 
ality” doctrine as set forth in General Electric v. Wabash, namely the 
condemnation of “conveniently functional language at the exact point 
of novelty.” In other words, where the structure or method set forth 
in the claims is anticipated by the references, and the only distinguish- 
ing feature is in terms of desired result, or in terms of what the struc- 
ture or an element thereof does, the courts, both prior to and since 
the Halliburton decision, have condemned them. The addition to 
the law of “functionality” generated by the Halliburton decision is in 
the particular application of this doctrine to “combination” claims. 
Thus, although the Court’s statements with respect to “combination” 

24161 F. (2d) 247 (C. C. P. A. 1947). 

25 Jd. at p. 249 


2679 U.S. P. Q. 75 (C. C. P. A. 1948). 
27 Id. at p. 77. 
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claims may actually have been unnecessary, since the case apparently 
could have been similarly decided without any reference thereto as in 
the separate opinion of Mr. Justice Frankfurter,** it is these state- 
ments which have caused the greatest comment. 

The language of the Court and the recent decisions relating to the 
application of the “functionality” doctrine to “combination” claims will 
be discussed below. 


(b) Means—Type Claims 


Immediately following the Halliburton decision, it became general 
practice in the Patent Office to reject any claim containing a “means” 
or a “mechanism” clause on the grounds of functionality. Similarly, 
in almost every patent infringement suit after the principal case, the 
defendant pressed the Halliburton decision upon the courts as holding 
that all “means” clauses were indefinite. 

That this contention was untenable is demonstrated in Excel Auto 
Radiator Co. v. Bishop & Babcock Mfg. Co.,”* wherein the court 
stated, “We think the Halliburton case was not intended to eliminate 
the use of such convenient and uniformly understood descriptions.”’*° 

This opinion was reiterated in Bradley v. Great Atlantic & Pacific 
Tea Co., wherein the court declared, 


. but we do not understand the Halliburton case to infer 
that from that date on the use of that particular word “means” 
is taboo in all patent claims. Many patents in the past and cer- 
tainly many since the date of the Halliburton decision have re- 
ferred to the “means” by which the patented article is supposed to 
function.** 


In conclusion, although the language in the Halliburton decision 
may at one time, have been considered to condemn all “means” 
clauses, it is now well settled that the case can no longer be consid- 


“ee 


ered as “. . .a special commission to the examining corps of the 
Patent Office (and to potential infringers) to start on a witch hunt 
for claims that contain the words ‘means’ or ‘mechanism.’ ”’* 


(c) Combination Claims 


The Court, in its discussion of the general indefiniteness of the 
claims involved in the principal case, stated that all of the elements 
set forth in the claims were old and well known and that it would 
accept without ratifying the findings of the lower court that the addi- 
tion of one of these old elements, the acoustical resonator, “.. . brought 


28 Supra note 2 at p. 14. 

20167 F. (2d) 962 (C. C. A. 6th, 1948). 
80 Td. at p. 966. 

3178 F. Supp. 388, 393 (E. D. Mich. 1948). 
82 Richard, supra note 3 at p. 257. 
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about a new patentable combination, even though it advanced only a 
narrow step beyond . . .” the prior art.** After stating that the 
resonator was the “crucial element,” the Court concluded with the 
following statement : 


The language of the claim thus describes this most crucial ele- 
ment in the “new” combination in terms of what it will do rather 
than in terms of its own physical characteristics or its arrange- 
ment in the new combination apparatus.** 


Further on, the Court, in emphasizing the lack of a full description 
of this “most crucial element,” stated as follows: 


Neither in the specification, the drawing, nor in the claims 
here under consideration, was there any indication that the pat- 
entee contemplated any specific structural alternative for the 
acoustical resonator or for the resonator’s relationship to the 
other parts of the machine.** 


It is this language, and other similar statements to be found in the 
case, which has created the great confusion both in the Patent Office 
and the courts as to the proper interpretation of the decision and its 
significance in future litigation. In fact, it was this point which caused 
Mr. Justice Frankfurter to render a separate concurring opinion. 

In considering claims directed to “new combinations,” or “patent- 
able combinations,” it should be carefully noted that a combination is 
a union of elements, which may be partly old and partly new, or 
wholly old or wholly new. But whether the elements are new or 
old, the combination is an invention distinct from them.** Every ele- 
ment included in a combination claim must be regarded as material, 
and therefore the claim covers nothing less than the entire combina- 
tion.** Therefore, if a “patentable combination” is present it cannot 
be held that one of the elements, whether new or old, is the “crucial 
element” in the combination, since it is the cooperation of the elements 
to produce a result different from the accumulated result of the various 
elements acting separately which makes it a valid combination.** 

This inconsistency in the Court’s reasoning as to the concept of 
“patentable combinations,” and the insistence of the Court in placing 
quotation marks about the term “new” when used in conjunction with 
“combination,” left highly in doubt the exact significance of the deci- 
sion as to the future treatment of combination claims. It is this aspect 


38 Supra note 2 at p. 7. 

84 Td. at p. 9. 

85 Td. at p. 11. 

36 Leeds & Catlin v. Victor Talking Machine Co., 213 U. S. 301, 318, 29 
Sup. Ct. 495, 53 L. ed. 805 (1909). 

37 48 C. J. 231. 

38 Walker, Patents (Deller’s Ed. 1937) § 41. 
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of the case which provoked the resolution requesting review of the 
decision.*® 

Minnesota Mining & Mfg. Co. v. International Plastic Corp.*® was 
the first case involving combination claims to be decided after the 
Halliburton decision. The patent involved in the Minnesota case 
related to a transparent adhesive tape comprising a transparent flex- 
ible film backing having non-porous surfaces and a normally tacky and 
pressure-sensitive flexible adhesive coating firmly united to the back- 
ing. The court stated that each of these elements was quite old, but 
that the patentees were the first to discover that an adhesive of this 
kind would firmly bond to a smooth film backing, even without an 
interposed primer, and yet the tape could be stripped from smooth 
surfaces without delamination of the tape or off-setting of the adhe- 
sive. This discovery was contrary to the prevailing thought at that 
time that it was necessary to coat the adhesive on cloth or paper tape 
backings in order to have sufficient mechanical anchorage. 

In discussing the defendant’s argument that the claims of the pat- 
ent failed to meet the standard of definiteness required by statute, as 
interpreted in the Halliburton decision, the court pointed out that the 
claims involved in the Halliburton decision expressed every struc- 
tural element by a “means” clause “including the specific contribu- 
tion of the patentee.” The court then concluded that the claims in 
issue “. . . cannot be said to consist with the claims of the Walker 
patent but they are in every respect similar to the claims in the Paper 
Bag case.” ** 

About one month after the decision in the Minnesota case, the same 
judge rendered another decision involving combination claims in the 
case of Refrigeration Patents Corp. v. Stewart-Warner Corp.4? The 
patent involved in this suit related to a household refrigerator having 
an ordinary cooling compartment and a freezing compartment, ther- 
mally insulated from each other, the temperature in the cooling com- 
partment being controlled by a thermostat and the temperature in the 
freezer by an expansion coil. On review, after the jury and trial 
court had held the patent valid and infringed, the court reversed the 
judgment relying almost entirely upon the Halliburton decision. 

In the Refrigeration case, the court did not view the patentee’s 


39 Supra note 5. 

40 Supra note 15. 

41 Jd. at p. 558. It is to be noted that the claim in suit, after setting forth the 
backing and the adhesive, concluded with the limitation, “. . . and the adhesive 
and backing being of such kinds that the back surface of the backing is inactive 
to the adhesive coating to a degree permitting unwinding of the adhesive 
sheet from rolls thereof without delamination or offseting of adhesive.” 

42159 F. (2d) 972 (C. C. A. 7th, 1947) cert. den. 331 U. S. 834, 67 Sup. Ct. 
1515, 91 L. ed. 1847 (1947). 





478 THE GEORGE WASHINGTON LAW REVIEW 


advance with the enthusiasm shown in the Minnesota case. The 
court held that, at best, the patentee’s invention was an “old combi- 
nation with some of the elements somewhat varied,” or “a duplica- 
tion or aggregation of old elements.” ** Finally, after stating that the 
Halliburton decision “stressed again and again the need for clarity of 
the new element claimed,” the court proceeded to find that the pat- 
entee claimed not one “crucial” element but a plurality of them, each 
of which was described in terms of result, which, if the claims were 
held valid, would cover any conceivable means hereafter invented 
where the results stated were obtained! 

From these decisions, it can be readily seen that the application of 
the doctrine of indefiniteness by the Seventh Circuit Court of Ap- 
peals as applied to “combination” claims depends entirely on the 
court’s evaluation of the patentee’s contribution. Thus, if the court 
finds a substantial contribution, as in the Minnesota case, it is willing 
to hold that the functional language found in the claims are “ 
words of limitation which express the relationship of the structural 
elements only, and for this reason such claims are not to be consid- 
ered as functional.” * On the other hand, if the court visualized little 
advance in the patentee’s contribution, it is willing to venture into the 
field of “crucial” elements in combination claims in order to find the 
claims invalid. 

In City of Grafton v. Otis Elevator Co.,** the court had before it 
a patent relating to a control system for an elevator car, the claims of 
which set forth the structural elements of the combination in the form 
of “means plus function” clauses. The court found that the claims 
and disclosure fully complied with the requirements as to definiteness 
in the statutes, stating, 


Here the specifications describe at great length, and in minute 
detail, the precise mechanisms and the specific devices that are 
employed to bring about the results outlined in the claims.** 


The Fourth Circuit Court of Appeals, in effect, was holding that 
where the inventor fully and adequately disclosed an inventive “‘com- 
bination,” he was entitled to claim the elements of the combination 
broadly. It is to be further noted that nowhere in the decision is 
there any discussion of the “crucial” element of the combination. 
The Sixth Circuit Court of Appeals was faced with the problem of 
interpreting the Halliburton decision as applied to“‘combination” claims 





43 Td. at p. 976. The court then turned to semantics, stating, “There was in 
appellee’s alleged invention no new result—there was an allegedly improved 
result ... , which improvement the jury’s verdict established.” 

44 Supra note 15 at p. 558. 

45 166 F. (2d) 816 (C C. A. 4th, 1948). 

46 Jd. at p. 819. 
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in the case of Excel Auto Radiator Co. v. Bishop & Babcock Mfg. 
Co.** The patent involved in the suit related to a combination auto- 
mobile heater and windshield defrosting device comprising a radiator 
heated by the fluid from the cooling system of the engine and a pair 
of fans driven by a single motor, one fan being of the propulsion type 
for supplying a large volume of heated air, and the other being of the 
blower type for supplying a relatively smaller volume of air at a 
higher pressure to the surfaces to be defrosted. The court recognized 
that it was old to heat the automobile and old to convey heated air 
to the windshield for defrosting, but stated that the patentee’s device 
was “a highly integrated unit operated by a single motor . . ., the ele- 
ments coacting in performing the functions of both the heater and 
defroster.” ** This was, in the opinion of the court, a “new combi- 
nation.” 

The court, in overruling the contention that the claims in suit, 
which contained several “means” phrases, were invalid under the 
Halliburton doctrine, stated, 


Such phrases refer to simple and well understood mechanical 
contrivances which could hardly be called crucial elements in the 
combination. They are clearly defined by the specification and 
drawings.*® 


It is to be noted that the court in the Excel case refused to deter- 
mine which element, or elements, was the “‘crucial” one, and that each 
of the elements per se was old and well known. The court, in effect, 
having found that the patentee’s combination of old elements was new 
and patentable, saw no objection in defining these elements broadly, 
as by “means” clauses, so long as the specification clearly defined the 
combination. 

From these decisions, it can be concluded that where the invention 
resides in the combination of a number of elements, all of which are 
old, and this combination produces a new and patentable result, or 
an old result in a new and patentable way, the courts are willing 
to admit that each of these elements may be defined in the claims as 
“means” clauses, or other similarly broad designations, without con- 
sidering whether or not one or more of these elements is “crucial.” 
Where, however, the court is not convinced that the alleged combina- 
tion is “new”, it will proceed to apply the Halliburton doctrine and 
find “crucial” elements, rather than apply the well-established princi- 
ples as to old combination or aggregation. 


47 167 F. (2d) 962 (C. C. A. 6th, 1948), cert. den. 335 U. S. 823, 69 Sup. Ct. 
46 (1948). 

48 Jd. at p. 966. 

49 Ibid. 
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It is still uncertain what effect the Halliburton decision will have 
in a case where the patentee has added a single element, new or old, 
to a pre-existing combination to thereby produce a new combination. 
In the Halliburton decision, the court treated the resonator as being 
old while also considering that element to be “crucial.” If the added 
element is old, there is no reason for defining it specifically in the 
claims, since it is already well known. On the other hand, if the 
added element is new, the inventor should not be in any worse posi- 
tion than for having taken it from the prior art. It is the opinion of 
this writer that the recent decisions indicate a trend away from the 
harsh doctrine of the Halliburton decision, and that if the court is 
convinced that the combination is new and patentable, it will endeavor 
to avoid this strict application.*° 


(2) Doctrine of Equivalents in Infringement Suits 


In attempting to demonstrate the broadness of the claims in ques- 
tion, the Court in the Halliburton decision alluded to the doctrine of 
equivalents, stating as follows: 


For had he [Walker] accurately described the resonator to- 
gether with the Lehr and Wyatt apparatus, and sued for infringe- 
ment, charging the use of something else in combination to ac- 
cent the waves, the alleged infringer could have prevailed if the 
substituted device (1) performed a substantially different func- 
tion; (2) was not known at the date of Walker’s patent as a 
proper substitute for the resonator; or (3) had been actually in- 
vented after the date of the patent.®* 


The first of these three situations has been generally followed both 
before and after the Halliburton decision and needs no further expo- 
sition. It is the second and third alternatives which were considered 
to be comparatively new innovations in the doctrine of equivalents, 
and which provoked discussion both from theoretical and practical 
aspects. 

It is to be noted that in only two decisions rendered since the Halli- 
burton decision have these second and third alternatives been ad- 
vanced specifically, and in each of these decisions the proposition was 
overruled. In Matthews v. Koolvent Metal Awning Co.,"* the ma- 
jority of the court, in reversing the judgment of the lower court and 
holding the patent infringed, stated as follows: 


It is well settled that the grant of the later patent to Houseman 
(defendant’s licensor) does not license him to use plaintiff’s awn- 


50 - the opinion of Judge Hand in the Royal Typewriter case, cit. supra, 
note 

51 Supra note 2 at p. 13. 

52158 F. (2d) 37 tC. C. A. 5th, 1946). 
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ing if Matthews’ patent was valid . . . The device patented to 
Houseman may be an improvement on Matthews’ earlier patent, 
but this would not allow a license to infringe on Matthews. What 
is determinative here is whether the device claimed to be infring- 
ing comes functionally within the claims of the Matthews patent, 
that is, whether it does “the same work in substantially the same 
manner and accomplishes substantially the same result although 
it may differ in name, form or shape.” ** 


The dissent held that this was a combination claim which should 
be narrowly construed, stating, “On the other hand, if the substi- 
tuted element was new .. ., or was not known at the date of plain- 
tiff’s patent as a proper substitute for the one omitted, he does not 
infringe.” ** 

In Leeds & Northrup Co. v. Doble Engineering Co.,°* a motion 
was made for leave to file a bill of review for the purpose of intro- 
ducing new evidence to prove that one of the elements used by the 
infringer was invented subsequent to the date of the patent in suit and 
invoking the doctrine of the Halliburton decision. The court, in 
denying the motion, held that the patent in suit was “. . . not for a 
combination of two or more elements, but on the contrary is for his 
internal shielding system as a separable part, or subcombination of 
parts... .” °° and that the Halliburton doctrine was inapplicable. 

Other cases decided since the Halliburton decision clearly demon- 
strate that whether or not the substitution of the element results in 
an improvement which is patentable or patented, if the alleged in- 
fringer appropriates the patented invention or the substance thereof 
he remains liable.** 

In the final analysis, although there is a vast corpus juris in the 
field of the doctrine of equivalents from which the courts may pick 
and choose with some degree of latitude,®* the courts have recognized 
that perfect infringement is rarely found, and that infringement suffi- 
cient to constitute liability connotes, between the patent and the ac- 
cused device, merely correspondence as to the substantial, dominant 
and essential elements. Any other view would make of a patent a 


53 Jd. at p. 40. 
54 Td. at p. 41. 

55 160 F. (2d) 750 (C. C. A. Ist, 1947). 

56 Jd. at p. 751. 

57 Bianchi v. Barili, 168 F. (2d) 793, 801 (C. C. A. 9th, 1948); Florence- 
Mayo Nuway Co. v. Hardy, 168 F. (2d) 778, 784 (C. C. A. 4th, 1948); City 
of Grafton v. Otis Elevator Co., supra note 45; Zachos v. Sherwin-Williams 
Co., 164 F. (2d) 234 (C. C. A. Sth, 1947); Cissell v. Cleaners Specialties 
81 F. Supp. 71 (W. D. Mo. 1948); Finnerty v. Wallen, 77 F. Supp. 508, 511 
(N. D. Cal, 1948) ; Duncan Meter Corp. v. M. H. Rhodes, Inc., 68 F Supp. 89, 
92 (Del. 1946), aff’d 161 F. (2d) 1022 (C. C. A. 3d, 1947). 


58 Forstner Chain Corporation v. Margrove Mfg. Co., 78 F. Supp. 351, 353 
(N. J. 1948). 
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foolish and fatuous thing, and would violate the mandate of the consti- 


tution, namely the promotion of the progress of science and the useful 


arts. 
SEyMouR M. ROSENBERG. 


TAXATION OF PATENTS 
Taxation of the Patent Right 


The granting of a patent in all countries is predicated upon the 
payment of certain fees, such as filing fees, etc. In most of them, 
except the United States and Canada, additional taxes or fees are 
required to be paid at scheduled intervals during the life of the pat- 
ent; these are in the form of annuity or renewal fees, which gener- 
ally increase from year to year. In England, for example, the pat- 
ent is granted for a sixteen year period, but at the beginning of the 
fifth year a fee is required to be paid; if this fee is not paid, the pat- 
ent lapses and is no longer in force.?, A non-payment of taxes and 
consequent lapse of a British patent does not affect the relevancy of 
its disclosure as an anticipation, however.’ In Germany a patent is 
granted for a term of eighteen years with the renewal fee beginning 
with the third year ; here the taxes are greater in amount and increase 
much more rapidly than in England.‘ 

In the United States the patent right is not taxable, under the pres- 
ent laws, by the national or state governments. Previous to about 
1930 the decisions held that a state could not tax patent rights or 
income derived from patent rights,® on the ground that they were 
immune from taxation as federal instrumentalities created in further- 
ance of federal purposes under Article I, Section 8 of the Constitu- 
tion. A patent gives to the patentee a right of monopoly in the in- 
vention with which a state may not interfere without the consent of 
congress.° Copyrights stand on the same basis as patent rights, with 
respect to taxation by a state.’ Now the income from patents, in the 
form of royalties, is considered to be taxable by the state as ordinary 


1 Federico, Taxation and Survival of Patents (1937) 19 J. P. O. S. 671. 

2 [bid. 

3 De Cew v. Union Bag & Paper Corp., 57 F. Supp. 380, 62 U. S. P. Q. 
459 (1944). 

4 Supra note 1. 

5 Long v. Rockwood, 277 U. S. 142, 48 Sup. Ct. 463, 72 L. ed. 824, (1928) ; 
Webber v. Virginia, 103 U. S. 344, 26 L. ed. 565 (1881) ; M’Culloch v. Mary- 
land, 4 Wheat. 316, 4 L. ed. 579 (U. S. 1819); People v. Assessors, 156 N. 
Y. 417, 51 N. E. 269, Note (1898) 42 L. R. A. 290; Commonwealth v. West- 
inghouse Elec. & Mfg. Co., 151 Pa. 265, 24 Atl. 1107 (1892). 

6 Note (1928) 55 A. L. R. 928. 

7 People v. Roberts, 159 N. Y. 70, 53 N. E. 685, note (1899) 45 L. R. A. 126; 
Fox Film Corp. v. Doyal, infra note 8. 
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income of the patent owner.* A later section of the subject editorial 
note will deal with the topic of taxation of the income from patents 
in greater detail. 

The system of annual taxes, aside from the revenue to the govern- 
ment which is thereby produced, is mainly justified on the ground 
that it eliminates useless patents; another reason to justify the impo- 
sition of an annual tax is that the initial fees for obtaining a patent 
could be made very low, and the burden placed upon an inventor is 
made lighter at the time when he most needs this relief. The patent 
laws of the United States have never required the payment of period- 
ical fees during the life of a patent. If such a system were put into 
effect, the taxes could be so adjusted that the total income derived 
from filing and final fees and from the annual taxes would be approxi- 
mately the same as the income realized under the present system of 
no annual taxes; this would result in the successful and profitable 
patent paying more of the overall burden of expenses.’° 


Internal Revenue Code 


The Internal Revenue Code provides that the gross income of an 
individual shall have included within it, inter alia, “. . . rentals or 
royalties for the use of or for the privilege of using . . . patents, copy- 
rights, secret processes and formulas, good will, trade marks, trade 
brands, franchises, and other like property .. ..”; this applies to 
income from sources within or without the United States. The tax 
is on the individual’s net income which equals his gross income minus 
“. . . expenses, losses, and other deductions properly apportioned or 
allocated thereto... .”*? 

The inventor who sells his patent may fall into one or the other of 
two general tax categories, 1.e., a patentee who is in the business of 
selling or licensing patent rights where the payment received therefor 
would be considered to be taxable as ordinary income, or a patentee 
who merely obtains an occasional patent where the payment received 
would be considered to be taxable as a capital gain.’* The Internal 
Revenue Code allows a lower tax for “capital gain” transactions.’* 
If the taxpayer had been holding the property, which was sold, pri- 





8 Long v. Rockwood, supra note 5, was expressly overruled as to taxing in- 
come from copyrights by Fox Film Corp. v. Doyal, 286 U. S. 123, 52 Sup. Ct. 
546, 76 L. ed. 1010, 13 U. S. P. Q. 243 (1932). 

® Supra note 1. 

10 [bid. 

117, R. C. § 119 (1946). See Sanchez v. Commission, 162 F. (2d) 58, 74 
U.S. P. &. 7% CC. C. A. 2d 1967). 

12 Geller and Levitan, Tax Problems Relating to Patents (1947), 25 Taxes 


uJ 


13 Cowan and Padlon, Minimizing Taxes in Patent Transactions (1946) 28 
j. P. ©. &. 77%. 





484 THE GEORGE WASHINGTON LAW REVIEW 


marily for investment or use, the gains made on sales thereof are con- 
sidered to be “capital gains” ; the theory behind allowing a lesser tax 
in the case of capital gains seems to be that respecting the taxpayer’s 
position the property represents value to him whether he sells it or 
not, and unless a smaller tax is imposed, or the taxpayer has some 
extraneous compelling reason for selling the property, he will not 
otherwise sell, and the income tax collector will receive nothing.** 
Before the taxpayer may benefit from the lesser tax provisions 
available in the case of a capital gains transaction, the prerequisites 
established by the Code must be satisfied; there must be a sale of a 
capital asset, and a prescribed period for holding that capital asset 
must have been met.’® A patent is not a capital asset if it is part of 
the stock in trade of the taxpayer, or property of a kind which would 
properly be included in the inventory of the taxpayer if on hand at 
the close of the taxable year, or property held primarily for sale to 
customers in the ordinary course of the taxpayer’s trade or business.** 
Thus, if the transaction is merely a casual sale or is incidental to the 
taxpayer’s primary source of income, the patent sold will be consid- 
ered to be a capital asset and the payment received therefor will be 
taxable as a capital gain; otherwise, the patent will be considered to 
fall into one of the above categories which negative the finding of a 
capital asset and the transaction will be found to involve ordinary 
income and to be taxable as such.** The time that the capital asset 
had been held by the taxpayer before he sold it is a determining fac- 
tor. This holding period distinguishes between “long-term” capital 
gains and “short-term” capital gains; the distinguishing length of 
time for this has been six calendar months since 1942.1* The hold- 
ing period will commence with the date of acquisition by the taxpayer 
if the patent were obtained by him by purchase, but, if the taxpayer 
is the inventor, the date of actual reduction to practice by him, albeit 
no patent has issued on his application, will determine.*® Only a 
specified percentage of the gain realized is taken into account for the 
purpose of determining taxable net income, this percentage in the case 
of a non-corporation taxpayer is 100% for short-term capital gains, 
and 50% for long-term capital gains.”° One of the differences be- 
tween a corporate taxpayer and an individual taxpayer is that the 
former may allow deductions only for capital gains received, whereas 


14 Altman, Federal Tax Course (1949) paragraph 501, p. 1111. 

157. R. C. § 117(a) (1946). 

16 [bid; Harvey v. Commissioner, 80 U. S. P. 87 (C. A. 9th, 1949). 
17 Supra note 13. 

18 Supra note 14 at paragraph 505, p. 1112; supra note 15. 

19 Supra notes 12 and 13. 

20 Supra note 14 at paragraph 505, p. 1112; I. R. C. § 117(b) (1946). 
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the latter may allow deductions for both capital gains and capital 
losses.”* 

If the patent represents property which is actually used in the tax- 
payer’s trade or business, it is a “non-capital” asset and subject to 
depreciation as a wasting asset; this depreciation is allowable as a 
cost of operation and may be deducted when computation of net in- 
come is made.** The life of a patent is limited to seventeen years 
from its date of issue, and at the end of this time is of no value to its 
owner respecting protection of his business interests thereunder ; thus, 
amortization of the patent as a wasting asset is desirable from its date 
of acquisition by the taxpayer by purchase or issuance. 

The cost of the patent to the taxpayer includes Patent Office fees, 
expenses attendant to reduction to practice, costs of developing the 
invention, and other costs such as certain legal expenses and ordi- 
nary and necessary expenses; if the taxpayer is a purchaser of the 
patent, his costs will include some of the above costs and in addition 
the purchase price. Development costs are deductible as business 
expenses when paid or incurred.** 

Legal expenses, including attorney’s fees and litigation expenses, 
are considered to be capital expenditures if incurred in defending the 
title to the patent, and are not deductible in computing net income as 
ordinary and necessary business expenses.** But legal expenses in- 
curred in the defense of royalties or patent assignments are deducti- 
ble.*® A taxpayer corporation was allowed to deduct as ordinary and 
necessary business expense payments made to its stockholders for the 
use of their secret process.** Royalties paid by the taxpayer may be 
deductible as business expenses,?? but not where the taxpayer paid 
the royalties to an inventor for an assignment of patents from the 
inventor who was already bound by contract to assign the patents, 
on the theory that the agreement to pay the royalties was without 
consideration and the royalty payments were therefore not necessary 
business expenses.** Also, if the royalty payments are made by a 
corporation to its stockholders in an effort to avoid taxation, they may 


21 Supra note 14 at paragraph 507, p. 1119. 

22 Supra note 12; supra note 14 at paragraph 325, pp. 827-828; Commissioner 
of Internal Revenue v. Stephens-Adamson Mfg. Co., 51 F. (2d) 681, 10 U. S. 
P. Q. 78 (C. C. A. 7th, 1931). 

23 Mathey v. Commissioner, 77 U. S. P. Q. 671 (Tax Ct. 1948). 
wae” Tube Corp. v. Commissioner, 78 U. S. P. Q. 312 (C. C. A. 6th, 
25 Falls v. Commissioner, 7 T. C. 66, 69 U. S. P. Q. 557 (Tax Ct. 1946). 

26 Wall Products v. Commissioner, 78 U. S. P. Q. 217 (Tax Ct. 1948). 

27 Seattle Brewing & Malting Co. v. Commissioner, 6 T. C. 856, 69 U. S. P. 
Q. 266 (Tax Ct. 1946). 


28 Thomas Flexible Coupling Co. v. Commissioner, 158 F. (2d) 828, 70 
U. S. P. O. 515 (C. C. A. SS, BOMB). 
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not be deducted as ordinary and necessary business expenses.*® A 
sum paid as federal income taxes may not be deducted, as the tax is 
on profits and is not a cost of production.*® An American licensor 
was not allowed credit against his American income taxes for amounts 
withheld from his royalties by a British licensee due as British income 
taxes; the British tax was not the licensor’s tax, and not paid by 
him.** 

Beginning in 1941, there is a tax limitation with respect to income 
derived by an individual from his inventions and compositions, where 
the work on them covered a long period of time.**? To become eligible 
for this tax limitation, the taxpayer must have worked over 36 cal- 
endar months on his invention, and earned at least 80% of the com- 
pensation received by him within a one year period. By means of 
this provision, this large taxable income may be attributable as if it 
had been ratably received over a period of up to 36 calendar months 
of the work period preceding the close of the taxable year with this 
great income.** Long-term capital gain received is excluded from 
this computation. 


Income from Patents 


The leading case on this topic seems to be that of Fox Film Corp. 
v. Doyal.** There a licensee of certain copyrighted motion pictures 
brought suit to restrain the imposition of a Georgia state income tax 
upon the gross receipts of royalties under such licenses. The said 
licensee challenged the tax upon the ground that copyrights are instru- 
mentalities of the United States. The Gross Receipts Tax Act of 
Georgia ** described the tax as laid “upon the privilege of engaging 
in certain occupations” and “upon certain business and commercial 
transactions and enterprises.” The licensee contended that the tax 
operated, in its application to gross receipts, to impose a direct charge 
upon the royalties. The Court held, through Mr. Chief Justice 
Hughes, that copyrights are not such instrumentalities of the federal 
government as to be immune from state taxation, and that a non- 
discriminatory state tax on the royalties received from copyrights 
does not hamper the execution of the policy of the copyright statute. 

In the above case the Court also held that royalties from copy- 


29 Granberg Equipment v. Commissioner, 79 U. S. P. Q. 242 (Tax Ct. 1948). 

30 John B. Stetson Co. v. _— L. Stetson Co., 58 F. Supp. 586, 64 U. S. 
P. Q. 153 (S. D. N. Y. 1944). 

81 Irving Air Chute Co. v. Commissioner, 143 F. (2d) 256, 62 U. S. P. Q. 
441 (C. C. A. 2d, 1944); Cleveland Graphite Bronze Co. v. Commissioner, 
77 U.S. P. Q. 548 (Tax Ct. 1948). 

827, R. C. § 107 (1946). 

83 Supra note 14 at paragraph 234, pp. 631-632. 

34 Supra note 8. 

35 Georgia Laws, 1929, p. 103. 
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rights stand in the same position as royalties from patents with re- 
spect to state taxation, and that the governmental purposes in grant- 
ing copyrights and in granting patents are the same, generally speak- 
ing, as they are both granted under the same constitutional authority. 

In the above case the court also help that royalties from copyrights 
stand in the same position as royalties from patents with respect to 
state taxation, and that the governmental purposes in granting copy- 
rights and in granting patents are the same, generally speaking, as 
they are both granted under the same constitutional authority. 

The court went into a discussion of the principle that federal instru- 
mentalities are immune from state taxation, and correspondingly that 
state instrumentalities are immune from federal taxation, on the 
theory that such immunity is essential to the maintenance of our 
systems of government. In McCulloch v. Maryland,** Mr. Chief 
Justice Marshall deduced from the Constitution by “necessary impli- 
cation” this principle which was considered to be necessary to pre- 
serve our governmental structure of dual sovereignties. But this im- 
munity does not extend “to anything lying outside or beyond govern- 
mental functions and their exertion.”** It does not exist where no 
direct burden is placed upon the instrumentality, but, in lieu, only a 
remote, if any, influence results upon the exercise of some govern- 
mental function.** 

Under Art. I, Sec. 8, cl. 8 of the Constitution, Congress has the 
power to confer upon “Authors and Inventors the exclusive 
Right to their respective Writings and Discoveries.” This effects the 
creation of a new right which did not previously exist in the con- 
feree. In creating this right, Congress does not reserve to the United 
States government any interest in the copyright or in the profits that 
may be derived therefrom. The owner of the copyright may, if he 
so desires, merely exclude others from using his production without 
gaining any other benefit from his property therein.*® The sole inter- 
est of the government is in the general benefit to the public derived 
from the disclosure by authors and inventors of their works. 

Property of the United States is not subject to state taxation,*® but 
the property of individual owners, although derived from the United 
States by grant, etc., may be taxed. A property right, even though 
created by statute to fulfill a governmental purpose, is subject to tax 


36 Supra note 5. 

87 Indian Motorcycle Co. v. United States, 283 U. S. 570, 576, 51 Sup. Ct. 
601, 75 L. ed. 1277 (1931). 

38 Willcuts v. Bunn, 282 U. S. 216, 51 Sup. Ct. 125, 75 L. ed. 304 (1931). 

89 Continental Paper Bag Co. v. Eastern Paper Bag Co., 210 U. S. 405, 28 
Sup. Ct. 748, 52 L. ed. 1122 (1908). 
(1s86 Brocklin v. Tennessee, 117 U. S. 151, 6 Sup. Ct. 670, 29 L. ed. 845 
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when it is held in private ownership and exercised for private advan- 
tage.** The advantage to the public is gained merely from the carry- 
ing out of the general policy in making such grants, and not from any 
direct interest which the government has in the use of the property 
which is the subject of the grant. So a tax placed upon the gains 
derived from the exercise of the rights conferred by a copyright or 
patent exclusively for the owner’s private profit and advantage, is 
not a tax upon the exertion of any governmental function. 

The Fox Film Corp. v. Doyal** case expressly overruled the previ- 
ous case of Long v. Lockwood.** The latter case had held that as a state 
could not tax the patent right itself, it could not tax the gain or royal- 
ties received from the use of the patent, i.e., what the state could not 
do directly, it could not do indirectly. In the latter case the Court 
seemed to fear that the rights derived under a patent could be im- 
paired or even destroyed if subjected to taxation by a state, and that 
if the royalties derived from the patent could be taxed, the patent 
right itself might thereby be destroyed. The Long case was a five- 
to-four decision, with the dissent favoring the tax on the ground that 
patents are not instrumentalities of the federal government. The 
said dissent, through Mr. Justice Holmes, believed that patents would 
be valueless to the patent owner without the organized societies con- 
stituted by the states, and that patents should contribute the same as 
other property to maintain that without which the patents would be 
of little use. This argument would seem to be more sound in support 
of a federal tax, but its tenor is correct. The fundamental problem 
seems to be to effect a workable balance between the interest of the 
state in having an unrestricted taxing power and the interest of the 
federal government in promoting the “progress of Science and Use- 
ful Arts” by issuing patents and copyrights.** 

One of the first things that a prospective taxpayer must determine 
is whether a given transaction involved a royalty agreement or a sale 
of a capital asset; the latter is taxable on a different basis than the 
former. Where the copyright or patent owner transfers substantially 
less than the “entire bundle of rights” originally conferred upon him, 
such a transfer is regarded as a license and any payment therefor 
constitutes royalties taxable as ordinary income.*® On the other hand, 

41 See Susquehanna Power Co. v. State Tax Commission (No. 1), 283 U. S. 
291, 51 Sup. Ct. 434, 75 L. ed. 1042 (1931). 

42 Supra note 8. 

43 Supra note 5. 

44 Chadburn, Taxation of Patents and Ne yey ox" 14 e Le O. S. 421. 

45 Rohmer v. Commissioner, 153 F. (2d) 61, yr. oo 4 €.. C. A. 
2d, 1946). On licenses, see: Southern Textile L$ 58 Co. v. Fay Stocking 
Co., 243 Fed. 917 (N. D. Ohio 1917); see also Adams v. Burke, 17 Wallace 


453, 21 L. ed. 700 (U. S. 1873) ; Mitchell v. Hawley, 16 Wallace 544, 21 L. ed. 
322 (U. S. 1873). 
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where the patentee held the patent rights as a capital asset for over 
eighteen months, then gave an exclusive license to make, use and vend 
with the right to sublicense others it was held that a sale was effected, 
and the payment received therefor was not taxable as ordinary income 
constituting royalties but rather as long term capital gains.** Unless 
the title to the patent or copyright is assigned, no sale of the prop- 
erty is made, and the payments received therefor are royalties and 
taxable as ordinary income.*? Where the licensor is entitled to re- 
ceive royalties and accepts a definite lump sum payment instead of 
installment payments, it has been held that he merely accepted a defi- 
nite amount instead of an indefinite amount, and the lump sum pay- 
ment was taxable as ordinary income.** But the lump sum payments 
under different circumstances may involve a sale of property, and not 
be taxable as income.*® The purchase price of the patent rights may 
be paid by way of installments in lieu of a definite and fixed sum.°*° 
In one case where the employment contract provided that the em- 
ployee would assign to the employer any patents obtained on improve- 
ments made in the development of a device which the employer hoped 
to make and sell, it was held that no sale of patent rights or capital 
assets was involved, and the sums received by the employee were tax- 
able as ordinary income and not as gains from the sale of capital 
assets.°* An amount received as consideration for an agreement not 
to compete is taxable as ordinary income.*? 

Respecting the determination of whether a given transaction in- 
volves capital gain or ordinary income, an interesting analogy can be 
posed for taxation purposes between natural resources exploitation 
agreements and patent agreements with regard to payments of 
amounts measured by fractions or percentages of profits or produc- 
tion thereunder. The assets represented by both the patents and the 
natural resources, such as oil and gas, may be considered in this re- 
gard as exhaustive assets; in the case of patents, the running of time 
will exhaust them, and in the case of natural resources, production or 
drainage will exhaust them. 


46 Myers v. Commissioner, 6 T. C. 258, 68 U. S. P. Q. 346, ee: Ct. 1946). 

47 Goldsmith v. Commissioner, 143 F. (2d) 466, 62 U. S. P. 9. 112 (C. C. A. 
2d, 1944) ; Commissioner of Internal Revenue v. Celanese Corp., 78 App. D. C. 
292, 140 F. (2d) 339, 61 = S. P. Q. 14 (1944); Ehrlich v. Higgins, 52 F. 
Supp. 805, 60 U. S. P. Q. 446 (S. D. N. Y. 1943). 

48 Federal Laboratories v. Commissioner, 8 T. C. 1150, 73 U. S. P. Q. 453 
(Tax Ct. 1947) ; Supra note 27. 

49 Wodehouse v. Commissioner, 77 U. S. P. Q. 3 (C. C. A. 4th, 1948). 

50 Dreymann_v. Commissioner, 78 U. S. P. Q. 302 (Tax Ct. 1948); Elrod 
Slug Casting Machine Co. v. Commissioner, 77 U. S. P. Q. 284 (Tax Ct. 
1948 

51 ‘sen vy. Commissioner, 78 U. S. P. Q. 272 oe Ct. 1948). 

52 Rainier Brewing Co. v. Commissioner, 7 T. C. 162, 70 U. S. P. Q. 12 
(Tax Ct. 1946). 
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Under present natural resources law, the lessor, or assignor, is held 
to have retained an economic interest in the natural resources if he 
can look only to the extraction of them for his possibility of profit, or 
the payments are measured by a fraction or percentage of the produc- 
tion therefrom; if the lessor has retained an economic interest, any 
payments made to him are taxed as ordinary income and not as cap- 
ital gain.** Thus, it may be contended that, by analogy, certain patent 
royalty payments, if contingent upon the future use or exploitation 
of patents, may not be within the capital gain statute. To be a sale, 
with payment therefor taxable as a capital gain, there must be a trans- 
fer of all the incidents of ownership, including the right to receive any 
income which may subsequently arise therefrom; retention of the lat- 
ter right may involve an incident of ownership which makes any pay- 
ment of said income to the transferor taxable as ordinary income. 
The above principle of “retention of an economic interest” was first 
fully appreciated in the case of Palmer v. Bender,** wherein it was 
stated : 

It is enough if, by virtue of the leasing’ transaction, he has 
retained a right to share in the oil produced. If so, he has an 
economic interest in the oil . . . [although] ownership of the 


minerals, in place, passed from the lessor upon execution of the 
lease.** 


Tax evasion schemes, such as anticipatory agreements, whereby 
attempts are made to prevent income from vesting in the man who 
earned it, are generally discovered and held to be unsuccessful. The 
income tax statute is intended to tax the income of the person who 
earned it.°* In a United States Supreme Court case on this point, the 
patentee licensed a corporation under his patents and assigned to his 
wife as a gift his right to receive royalties thereunder ; it was held that 
the assignments to his wife were mere anticipatory agreements where- 
by an attempt was made to insulate the assignor from income tax lia- 
bility by diverting his income to his wife, and that the assignor re- 
mained liable for the tax so long as he actually earned the income or 
was otherwise the source of the right to receive it ;°* the assignor re- 


53 Kirby Petroleum Co. v. Commissioner, 326 U. S. 599, 66 Sup. Ct. 409, 90 
L. ed. 343 (1946) ; Thomas v. Perkins, 301 U. S. 655, 57 Sup. Ct. 911, 81 L. 
ed. 1324 (1937) ; Palmer v. Bender, 287 U. S. 551, 77 L. ed. 489, 53 Sup. Ct. 
225 (1933); Bankers Pocahontas Coal Co. v. Burnet, 287 U. S. 308, 53 Sup. 
Ct. 150, 77 L. ed. 325 (1932) ; Burnet v. Harmel, 287 U. S. 103, 53 Sup. Ct. 74, 
77 L. ed. 199 (1932). 

54 Supra note 53. 

55 Id. at pp. 557 and 558. 

56 Lewis v. Rothensies, 61 F. Supp. 862, 67 U. S. P. Q. 138 (E. D. Pa. 1944), 
aff'd. 150 F. (2d) 959, 67 U. S. P. Q. 360 (C. C. A. 3d, 1945). 

57 Commissioner of Internal Revenue v. Sunnen, 333 U. S. 591, 68 Sup. Ct. 
715, 77 U. S. P. Q. 29 (1948). 
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tained the patents and had control over the royalties. The same rule 
applies where income from property is assigned without assignment 
of the source; the fruit cannot be attributed to a different tree from 
that on which it grew.*® 


Franchise and Privilege Taxes 


The grant of a patent for an invention is said to be a franchise, i. ¢., 
a special privilege conferred by the government on an individual, and 
which does not belong to the citizens of the country generally by 
natural right.*® It is not, however, a franchise or privilege to be ex- 
ercised on behalf of the government or in performing a function of 
the government.*° Where a state sought to tax a franchise granted 
by the United States, it was held that the state did not have such 
power ; the Court saying, through Mr. Justice Bradley: 


Recollecting the fundamental principle that the Constitution, 
laws and treaties of the United States are the supreme law of 
the land, it seems to us almost absurd to contend that a power 
given to a person or corporation by the United States may be 
subjected to taxation by a state.** 


It has later been held that a state has the power to tax the fran- 
chises of a corporation, and this may be done at a different rate from 
tangible property in the state so far as the United States Constitu- 


tion is concerned.*? A corporate franchise tax, though measured by 
the amount of capital and surplus, is laid on the mere privilege to do 
business, and not on the doing of that business.** Capital stock issued 
by a corporation in consideration of the right to use a patented article 
within a certain territory is not capital invested in patent rights, and 
is subject to taxation by the state.°* The franchise tax may be meas- 
ured by the capital stock of the corporation, although practically the 
whole of that capital stock is represented by patent rights.** 

In 1931 the United States Supretne Court, in Educational Films 
Corp. v. Ward,®* upheld the levy of a New York franchise tax on 
corporations for the privilege of doing business there based in part on 


58 Supra note 14 at paragraph 246, pp. 636-637. 

59 Bouvier’s Law Dictionary, Vol. II, p. 1302. 

60 Supra note 8. 
oy — v. Pacific Railroad Co., 127 U. S. 141, 8 Sup. Ct. 1073, 32 L. ed. 

62 Coulter v. Louisville & Nashville Railroad Co., 196 U. S. 599, 25 Sup. Ct. 
342, 49 L. ed. 615 (1905). 

63 Michigan vy. Michigan Trust Co., 286 U. S. 334, 52 Sup. Ct. 512, 76 L. ed. 
1136 (1932). 

64 People v. Knight, 174 N. Y. 475, 67 N. E. 65, note (1903) 63 L. R. A. 87. 

65 Commonwealth v. Central District & Printing Telegraph Co., 145 Pa. 121, 
22 Atl. 841, 27 A. S. R. 677 a . Smith, Patents as a Base for State 
Franchise Tax (1934), 16 J. P. 466. 

66 282 U. S. 379, 51 Sup. Ct. 170. 98 L. ed. 400, note (1931) 71 A. L. R. 1226. 
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royalties derived from copyrights, such inclusion merely resulting 
from the application of the general language of the statute." This 
franchise tax was held to be allowable before the time that the income 
from patent rights was held to be taxable. Such a franchise tax as 
this was considered to be only incidental, and not to substantially af- 
fect the operation of tax-exempt federal instrumentalities. 

Since M’Culloch v. Maryland, federal and state instrumentalities 
have been deemed to be reciprocally immune from taxation. This 
doctrine was followed in many decisions respecting patents and copy- 
rights until the Fox Film Corporation case wherein it was held that a 
state tax, in its operation upon gain derived from an exercise of the 
rights conferred by a copyright or patent, is not invalid as a tax upon 
an instrumentality of the Federal Government.*® The grant of a pat- 
ent is in furtherance of a governmental policy of the United States, 
and the effect of a tax upon royalties received through the patent, or 
a state franchise tax upon capital including patent rights as intangible 
personal property, is too remote and unsubstantial respecting the op- 
eration of the Federal Government to warrant an immunity. 


Patented Articles 


By long established rule it has been held that a patented article 
may be taxed as tangible personal property at its full market value, 
although its value is enhanced by reason of a patent.” Thus, to tax 
an article protected by a patent is not taxing the patent process or 
combination by which it is produced; the tax on such article is not a 
tax on the privilege granted to the patentee."* The right to exclude 
others from making, using or selling the patented article is not inter- 
fered with by a tax on the patented article when manufactured.’? For 
similar reasons a lessee of patented articles from a non-resident pat- 
ent owner, may be taxed upon such articles as property; and the ex- 
clusive right to use a patented article within the state, the patent 
remaining the property of the original patentee, is subject to taxation 
by the state.” 

In Weber v. Virginia ™* it was held that the right conferred by the 
patent laws of the United States to inventors to sell their inventions 
and discoveries does not take the tangible property in which the in- 
vention or discovery may be exhibited or carried into effect from the 


67 Chadbourn, supra note 44. 

68 Supra note 5. 

695] Am. Jur., TAXATION, § 248. 

7026 R. C. L. § 79, Taxation of Patents and Copyrights, p. 104. 
71 Weitzel v. Kayser, 103 U. S. 344, 26 L. ed. 321 (1881). 

72 Webber v. Virginia, supra note 5. 

73 Supra notes 1 and 69. 

74 Supra note 5. 
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operation of the tax and license laws of the state. Several cases have 
held that a state cannot subtract from the right conferred upon a pat- 
entee and his assigns by the federal laws.** Thus, it would seem that 
the substantive patent laws protect the patent owner against infringe- 
ment by others without his consent of his patented combination or 
process, but once the patented article has been manufactured, for the 
purposes of taxation, it is without the protection of the patent laws. 


Conclusion 


The common law did not provide for patent rights. Article 1, 
Section 8, of the Constitution forms the basis for the government 
granting a limited monopoly to inventors. A patent must have issued 
before a property interest in an invention is created.** Patents when 
granted are considered to be personal property.”’ 

All major countries of the world which have recognized patent sys- 
tems, except the United States and Canada, require the payment of 
renewal fees or taxes, usually on an annual basis. In the United 
States the patent right itself is not currently taxable by the national 
or state governments, although the imposition of an annual tax is 
strongly recommended mainly to help alleviate the initial necessary 
expenses of obtaining a patent and to help eliminate useless patents. 

The Internal Revenue Code provides that the income from pat- 
ents, such as rentals and royalties, shall be taxable. Allowances are 
made for ordinary and necessary business expenses such as legal ex- 
penses incurred in defense of income and development expenses, etc. 
A distinction is made between ordinary income and capital gain, the 
latter being favored by a lower tax; capital gain results from the sale 
of a capital asset, whereas ordinary income generally results when title 
is reserved in the previous patent owner in a transaction. 

It was in 1932 that the Supreme Court expressly overruled the 
prior decisions to hold that the income from patents could be taxed 
without hampering thereby the operation of federal instrumentalities 
or governmental functions. A patent was deemed to be held more for 
private advantage, and not exercised in behalf of the government. 

A corporation franchise tax on the privilege of doing business may 
be in part determined by the capital of a corporation, including that 
represented by patent rights or returns therefrom. A patent has been 


75 Rubber Tire Wheel Co. v. Milwaukee Rubber Works, Co., 154 Fed. 358 
(C. C. A. 7th, 1907). 


76 Marsh v. Nichols, Shepard & Co., 128 U. S. 605, 9 Sup. Ct. 168, 32 L. ed. 
538 (1888). 


77 De La Vergne Machine Co. v. Featherstone, 147 U. S. 209, 13 Sup. Ct. 
283, 37 L. ed. 138 (1893). 
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held not to be such a federal instrumentality as to preclude taxation 
on constitutional grounds. 
Patented articles are considered to be free of the immunity granted 
the patent per se, respecting taxation. 
RayMonp G. BRoDAHL. 


CONSTITUTIONAL RIGHTS AND MuNIcIPAL Laws 


During the past decade the Supreme Court of the United States 
has re-examined and enlarged its concept of the scope of protection 
which the Constitution asserts over the freedoms of speech, press, 
religion and assembly. This note will be limited to the problem which 
arises when these fundamental rights conflict with municipal regula- 
tions enacted in furtherance of the public welfare and convenience. 


The Historical Background 


The protection of the First Amendment was originally limited to 
infringements by Acts of Congress, state governments being immune 
to its prohibitions. After the enactment of the Fourteenth Amend- 
ment the Supreme Court was reluctant to interfere with the suprem- 
acy of the states in this field.2 The subsequent trend of the Court’s 
decisions was foretold however by Mr. Justice Harlan, speaking 


through the dissent in Patterson v. Colorado, where he stated: 


. the privileges of free speech and of a free press, belonging 
to every citizen of the United States, constitute essential parts 
of every man’s liberty, and are protected against violation by 
that clause of the Fourteenth Amendment forbidding a state to 
deprive any person of his liberty without due process of law.* 


This theory of federal intervention was adopted by the majority of 
the Court in Gitlow v. New York.* It has since become undisputed 
law.® 

The Supreme Court’s first interpretation of the proper balance of 
free speech as against the general welfare and municipal rights came 
as early as 1897 in Davis v. Massachusetts.® The case concerned a 
municipal ordinance of the City of Boston,’ which provided that no 
one might speak on public grounds except by specific permit from 


1 Permoli v. New Orleans, 3 How. 589, 11 L. ed. 739 (U. S. 1854). 

2 Patterson v. Colorado, 205 U. S. 454, 27 Sup. Ct. 556, 51. L ed. 879 (1907). 

3 Jd. at p. 465 

4 Gitlow v. New York, 268 U. S. 652, 45 Sup. Ct. 625, 69 L. ed. 1138 (1925). 

5 Hague v. Committee for Industrial Organization, 307 U. S. 496, 519, 59 
Sup. Ct. 954, 83 L. ed. 1423 (1939) ee | aaa Near v. Minnesota, 283 
U. S. 697, 51 Sup. Ct. 625, 75 L. ed. 1357 (1931). 

6167 U. S. 43, 17 Sup. Ct. 731, 42 L. ed. 71 (1897). 

7 Rev. Orv. City or Boston Ch. 43 § 66 (1892). 
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the mayor. In upholding the constitutionality of the statute, the 
Court closely followed the state court’s decision written by Justice 
Holmes.® It held that as the Boston Commons was owned by the 
City, the denial of a member of the public a right to speak there was 
no more infringement of his rights than for the owner of a private 
home to forbid such speaking in his parlor. As the right of the city 
to forbid any speaking was absolute, the Court further reasoned, the 
petitioner could not complain that the ordinance allowed the mayor 
to issue permits in a discriminatory manner. The decision by its 
concept of property ownership, exempted to a large extent municipal 
ordinances from the restrictions imposed upon their scope by the 
Fourteenth Amendment. Other ordinances of doubtful constitution- 
ality received preferential treatment throughout this period, as the 
courts also inferred a strong presumption in favor of any federal,’ 
state,!° or municipal ** legislation attacked on the basis of the Four- 
teenth Amendment. 

During this era Justice Holmes, who had become a member of the 
bench since the Davis decision '* undertook to propagate a general 
rule of law as to the relative right of free speech per se. The opinion 
stated : 

The question in every case is whether the words used are used 
in such circumstances and are of such a nature as to create a 
clear and present danger that they will bring about the substan- 


tive evils that Congress has a right to prevent. It is a question 
of proximity and degree.* 


That the Court had difficulty in agreeing with the liberal concepts of 
Justice Holmes as to what constitutes a “substantial evil” and “clear 
danger” is amply shown by its later opinions." 


The Modern Concept 


During the 1930’s a religious sect known as Jehovah’s Witnesses 
became active litigants in the nation’s courts. Holding no regular - 


s Davis v. Massachusetts, 162 Mass. 510, 39 N. E. 113 (1895). 
® Fox v. Washington, 236 U. S. 273, 35 ‘Sup. Ct. 383. 59 L. ed. 573 (1915). 
10 “This Court, by an unbroken line of decisions from Chief Justice Marshall 
to the present day, has steadily adhered to the rule that every possible pre- 
sumption is in favor of the validity of an act of Congress until overcome beyond 
rational doubt.” Adkins vy. Children’s Hospital, 261 U. S. 525, 544, 43 Sup. Ct. 
394, 67 L. ed. 785 (1923), (holding unconstitutional a minimum wage law). 
11 City and County of San Francisco v. Market St. Ry. Co., 98 F. (2d) 
28 (C. C. A. 9th, 1938), cert. den. 305 U. S. 657, 59 Sup. Ct. 357, 83 L. ed. 426 
(1938) ; Marblehead Land Co. v. City of Los Angeles, 47 F. (2d) 528 (C. C. 
A. 9th, 1931). 
12 Supra note 6. 
wa v. United States, 249 U. S. 47, 52, 39 Sup. Ct. 247, 63 L. ed. 470 
14 Thornhill v. Alabama, 310 U. S. 88, 60 Sup. Ct. 736, 84 L. ed. 1093 (1940) ; 
Schaefer v. United States, 251 U. S. 466, 40 Sup. Ct. 259, 64 L. ed. 360 (1920) ; 
Abrams v. United States, 250 U. S. 616, 40 Sup. Ct. 17, 63 L. ed. 1173 (1919). 
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services this group considers each member of their sect a minister of 
the only true religion. Their method of proselyting was, and still is, 
the active conversion of others; accomplished by door-to-door distri- 
bution of literature sold for a moderate sum, the passing of hand bills, 
the playing of phonograph records and street parades. The aggres- 
siveness of their methods is described in detail by the dissenting opin- 
ion of Justice Jackson in Douglas v. City of Jeannette. This group 
often has come into direct conflict with various city laws, relating to 
street parades, monetary solicitation, hand bill distribution, peddling, 
door bell ringing and compulsory flag salutes in the public schools. 
Although rejecting allegiance to earthly governments, the Witnesses 
do not hesitate to legally dispute the constitutionality of those ordi- 
nances restricting their endeavors, on the basis of the fundamental 
freedoms of the First Amendment. Thus through a series of opin- 
ions, mostly resulting from litigation in which this sect has been con- 
cerned,'* the changing concept of constitutional rights as related to 
city ordinances can be traced. 


I 


In 1938 Lovell v. City of Griffin, Georgia," the first of the Jeho- 
vah’s Witness cases, reached the Supreme Court. In that case, the 
defendant had been convicted under a municipal ordinance which pro- 
hibited the distribution of all types of literature by hand unless a li- 
cense had been previously procured from the city manager. A unani- 
mous Court ?* held the ordinance unconstitutional on its face. It rea- 
soned that whatever the motive for which the ordinance was enacted, 
the power of the city manager to grant or refuse a license created a 
previous restraint on publication..® The opinion, in weighing the 
convenience to the public as against the abridgement of the right 
asserted, pointed out that the license was not limited to obscene or 
immoral literature or that which advocated unlawful conduct. It was 


15 319 U. S. 157, 63 Sup. Ct. 877, 87 L. ed. 1324 (1943). 

16 Waite, The Debt of Constitutional Law to Jehovah's Witnesses (1944) 28 
Minn. L. Rev. 209. For an excellent discussion of the origins and beliefs of the 
Jehovah’s Witnesses see, Mulder and Comisky, Jehovah's Witnesses Mold Con- 
stitutional Law (1942) 2 Brit or Ricuts Rev. 262. 

17 303 U. S. 444, 58 Sup. Ct. 666, 82 L. ed. 949 (1938). 

18 Mention should be made of what was perhaps the turning point case in the 
Supreme Court’s viewpoint. Near v. Minnesota, cit. supra note 5. There, 
by a majority opinion of five, the Court held unconstitutional a statute which 
provided for abatement as a public nuisance the business of regularly publishing 
malicious, scandalous and defamatory matter, unless the publisher proved its 
truth and that it was published with good motives and for justifiable ends. The 
majority found such to be a previous restraint on publication. The dissent 
viewed the statute as a proper legislative suppression of a public nuisance which 
threatened morals, peace and good order. 

19 The Court cited Ex Parte Jackson, 96 U. S. 727, 24 L. ed. 877 (1878), for 
the point that the term publication includes the right of circulation as well as 
the printing itself. 
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not enacted to prevent molestation of the inhabitants or the littering 
of the street, nor was it limited as to time or place of distribution. 
This dictum gave some guidance to municipalities in search of pos- 
sible constitutional alternatives. 

One year later the Court in Schneider v. State of New Jersey * 
restated the rule in formal terms, which it had applied in practical 
effect in the Lovell case,”* as follows: 


In every case, therefore, where legislative abridgement of the 
rights is asserted, the courts should be astute to examine the 
effect of the challenged legislation. Mere legislative preferences 
or beliefs respecting matters of public convenience may well sup- 
port regulation directed at other personal activities, but be in- 
sufficient to justify such as diminishes the exercise of rights so 
vital to the maintenance of democratic institutions. And so, as 
cases arise, the delicate and difficult task falls upon the courts to 
weigh the circumstances and to appraise the substantiality of the 
reasons advanced in support of the regulation of the free enjoy- 
ment of the rights.?? 


The Schneider decision ** held unconstitutional ordinances preventing 
the distribution of hand bills in the streets, if such encouraged litter- 
ing. It felt the purpose of keeping the streets clean did not justify 
the denial of the right of distribution ; stating there were other meth- 
ods of preventing litter, such as the punishment of those who actually 
threw the papers into the streets. The Court thus set as one test of 
“substantiality of reasons” the possibility of alternative methods of 
achieving the same results. 

In the same opinion the Court struck down an ordinance whose 
purpose was the prevention of fraudulent appeals to charity and reli- 
gion. The ordinance required a license, the issuance of which de- 
pended on proof satisfying the chief of police that the solicitation was 
for a worthy cause. It also entailed submission to fingerprinting and 
photographing. The Court held such methods to be susceptible to 
discrimination, as well as being a previous restraint on religion and 
speech, for it left to the discretion of the police chief alone the deter- 
mination of the merits of the cause. 

The case marked a sharp turning point in the law, and checked the 


20 308 U. S. 147, 60 Sup. Ct. 146, 84 L. ed. 155 (1939). 

21 Supra note 17. 

22 Supra note 20 at p. 161. This quotation assuredly narrows the Court's 
former presumption of a legislative act’s constitutionality when attacked on the 
basis of the First Amendment, supra notes 9, 10 and 11. It is questionable if it 
creates a presumption of unconstitutionality. For a discussion of this point see, 
Justice Frankfurter’s dissenting opinion in Kovacs v. Cooper, 69 Sup. Ct. 448 
(Jan. 31, 1949) ; also as applied to the instant case see, Note (1940) 40 Coto. 
L. Rev. 531. 

23 Supra note 20. 
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use of permits for activities concerned with speech. Its doctrine may 
some day serve as valuable precedent for the protection of motion 
pictures and radio from oppressive censorship. The broad language 
voiced by the opinion of the Court makes it clear that constitutional 
free speech is not limited to the ancient forms of expression. 

In a subsequent case ** the Court refused to recognize the defense 
that a person discriminated against in the acquisition of a license 
might procure judicial review of the decision. It conceded however 
that the municipal authorities might check a stranger’s identification 
and his authority to solicit for the cause he represented. 

With this background, on May 3rd, 1943, eleven cases dealing with 
the activities of Jehovah’s Witnesses were decided by the Court through 
four decisions. Martin v. City of Struthers,?> Murdock v. Pennsyl- 
vania,?* (and 7 other cases) Douglas v. City of Jeannette,?* and Jones 
v. City of Opelika.** These cases held by a majority of five as fol- 
lows: (1) a municipal ordinance may not constitutionally prohibit 
the ringing of door bells or otherwise summoning the inmate of the 
residence to the door for the purpose of receiving hand bills or circu- 
lars, unless the householder has appropriately indicated that he is un- 
willing to be disturbed,” (2) a municipal ordinance may not impose 
a license tax on the solicitation of funds or the sale of religious liter- 
ature by itinerant preachers even though such tax is nondiscrimina- 
tory and is reasonable to support the proper regulation of such prac- 
tices,*° (3) injunctive relief to restrain criminal prosecutions under 
such a license tax is not proper.** 

The dissent vigorously argued. (1) The general police power 
should outweigh the individual’s civil rights in these situations. (2) 
It failed to find an infringement of the First Amendment in the pro- 
hibition of the right to call a householder to the door, there being no 
abridgement of distribution as such. (3) It felt the people speaking 
through their municipal governments could rightfully supress such 
invasions of their privacy.*? (4) It found no precedents excluding 
itinerant ministers from occupational taxation necessary to defray the 
additional cost to the municipality by reason of their activities. (5) 


24 Cantwell v. Connecticut, 310 U. S. 296, 60 Sup. Ct. 900, 84 L. ed. 1213 
(1940). 

25 319 U. S. 141, 63 Sup. Ct. 862, 87 L. ed. 1313 (1943). 

26 319 U. S. 105, 63 Sup. Ct. 870, 87 L. ed. 1292 (1943). 

27 Supra note 15. 

28 319 U. S. 103, 63 Sup. Ct. 890, 87 L. ed. 1290 (1943); overruling on 
rehearing, 316 U. S. 584, 62 Sup. Ct. 1231, 86 L. ed. 1691 (1942). 

29 Supra note 25. 

380 Supra note 26. 

31 Supra note 15. 

32 Points 1, 2, and 3 are from the dissenting opinion of Justice Jackson (with 
whom Justice Frankfurter concurred) in the Douglas case, supra note 15 
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It considered the denial of this right to tax created in effect subsidiza- 
tion by the state and an infringement upon the doctrine of separate 
church and state. (6) It reiterated the theory previously advanced 
that such a power might be abused or lead to discrimination, but that 
the question was not before the court until it occurred.** 

The scope of discretion allowed the property owner was further 
narrowed by the Court in Marsh v. Alabama.** There an Alabama 
code provision ** provided for criminal prosecution of trespassers who 
remained on private property after proper warning. This statute the 
Court held unconstitutional when applied to a Jehovah’s Witness who 
although forewarned by local officials continued to distribute religious 
literature within a privately-owned company town. The Court stated: 


Many people in the United States live in company-owned 
towns. These people just as residents of municipalities, are free 
citizens of their State and country. Just as all other citizens they 
must make decisions which affect the welfare of community and 
nation. To act as good citizens they must be informed. In order 
to enable them to be properly informed, their information must 
be uncensored . . . When we balance the constitutional rights of 
owners of property against those of the people to enjoy freedom 
of press and religion, as we must here, we remain mindful of the 
fact that the latter occupy a preferred position.*® 


The courts have distinguished from the above situations those ordi- 
nances directed against purely commercial advertising, holding in such 
cases that the constitutional restraints are not applicable.** Billboards 
are included within this category.** 


II 


The Jehovah’s Witnesses have also contested the constitutionality 
of numerous state statutes and primary school regulations requiring 
participation in the flag salute ceremony *® as a requisite to school 


33 Points 4, 5, and 6 are from the dissenting opinion of Justice Reed (with 
whom Justices Jackson, Frankfurter and Roberts concurred) in the Jones case, 
supra note 28. 

34 326 U. S. 501, 66 Sup. Ct. 276, 90 L. ed. 265 (1946). The same reasoning 
has been held applicable to federal housing ae, Tucker v. Texas, 
326 U. S. 517, 66 Sup. Ct. 274, 90 L. ed. 274 (1946). 

85 Ara. Cope, Tit. 14, § 426 (1940). 

36 Supra note 34 at pp. 508-9. 

37 Valentine v. Chrestensen, 316 U. S. 52, 62 Sup. Ct. 920, 86 L. ed. 1262 
(1942) ; San Francisco Shopping News Co. v. South San Francisco, 69 F. (2d) 
“aay C. A. 9th, 1934), cert. den. 293 U. S. 606, 55 Sup. Ct. 122, 79 L. ed. 697 

38 Perlmutter v. Greene, 259 N. Y. 327, 182 N. E. 5 (1932). 

89 The Jehovah’s Witnesses regard the flag as an “image.” The salutation of 
which would be a violation of Exopus, Ch. 20. Verses 4 and 5 “Thou shalt 
not make unto thee a graven image. . . 
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attendance.*® These regulations were applicable in some states to 
public schools only, while in others they were made applicable to all 
schools.** In West Virginia State Board of Education v. Barnette ** 
the Supreme Court held such compulsory measures by a school board 
transcended the constitutional limitations of its powers. This deci- 
sion overruled the Court’s holding three years previously in the Go- 
bitis case.** The Court in that decision, based its reasoning on the 
theory that the country’s need for national unity demanded certain 
sacrifices of the individual freedoms “our present task, then, as so 
often the case with courts, is to reconcile two rights in order to pre- 
vent either from destroying the other.”** The Barnette decision 
found the Court with a changed viewpoint as to the achievement of 
national unity by compulsory measures which conflict with the First 
Amendment.*® The Court stated: 


If there is any fixed star in our constitutional constellation, 
it is that no official, high or petty, can prescribe what shall be 
orthodox in politics, nationalism, religion, or other matters of 
opinion or force citizens to confess by word or act their faith 
therein.*® 


The Court refused to distinguish between local and state regulations 
as a consideration of constitutionality.*7 It once again applied the 
“clear and present danger” test and found such danger lacking.** The 


decision stood well in line with the general trend of the Court’s ex- 
panding concept of the First Amendment *® and was strongly ap- 
proved by both the general public °° and the legal periodicals.** 


40 The question was first raised in Hering v. State Board of Education, 117 
N. J. L. 445, 189 Atl. 629 (1937); aff'd. 118 N. J. L. 566, 194 Atl. 177 (1937), 
303 U. S. 624, 58 Sup. Ct. 752, 82 L. ed. 1087 (1938) (dismissed for want of 
substantial federal question). The issue had been litigated in thirteen states 
before the Barnette decision, infra note 42. 

*1 Idaho, IpaHo Cope ANN. (1932), 32-2218, and West Virginia, W. Va. 
Cone, (1937), ch. 18 § 1734, made the salute compulsory i in all schools. 

42 319 U. S. 624, 63 Sup. Ct. 1178, 87 L. ed. 1628 (1943). 

48 Minersville School District v. Gobitis, 310 U. S. 586, 60 Sup. Ct. 1010, 84 
L. ed. 1375, Note (1940) 127 A. L. R. 1502. The decision was severely criti- 
cized. See (1940) 15 Cauir. S. B. J. 161-165; (1940) 26 Corn. L. Q. 127- 
130; (1940) 29 Geo. L. J. 112-114; (1940) 39 Mic. L. Rev. 149-152; 
(1940) 18 N. Y. U. L. Q. Rev. 124-127; (1940) 15 Sr. Joun’s L. Rev. 95-97; 
(1940) 14 So. Carr. L. Rev. 57-58, 73-76; (1940) 15 Wasu. L. Rev. 265-266. 

44 Minersville School District v. Gobitis, supra note 43 at p. 594. 

45 Justices Black and Douglas wrote concurring opinions as an explanation 
of their change of view since the Gobitis case. Justices Roberts and Reed dis- 
sented on the basis of the Gobitis case. Justice Frankfurter dissented on inde- 
pendent grounds. 

46 Supra note 42 at p. 642. 

47 Supra note 43 at p. 597; supra note 42 at p. 637. 

48 Supra note 13. 

49 See Note (1943) 12 Geo. Wasu. L. Rev. 70. 

50 (1943) 41 Time 16; (1943) 22 Newsweek 81-82. 

51 (1943) 42 Micu. L. Rev. 319, 321. 
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III 


The right of freedom of assembly ** has conflicted at various times 
with: (1) legislative acts against criminal syndicalism,®* (2) munici- 
pal ordinances requiring licenses for assemblies conducted on public 
property.™ 

Syndicalism statutes are in part concerned with assemblies per se 
and are to be distinguished from acts concerned with the place of such 
meetings or acts concerned with the effect of an assembly upon the 
peace of the community. It is undisputed that criminal syndicalism 
statutes are constitutional.°° However in De Jonge v. Oregon *® 
the Supreme Court, limited their scope in holding that a person can- 
not constitutionally be convicted of a crime merely for participating 
in the conduction of a meeting held under the auspices of the Com- 
munist party. The principle of the decision appears to be that pun- 
ishment can constitutionally be based only on what was said or done 
by the speaker himself. In determining to what extent the speakers 
remarks are protected by the right of freedom of speech, the Court 
has recently reiterated, inter alia, the principle of the Schenck case,** 
that is, do the utterances come close enough, all circumstances being 
considered, to create “the clear and present danger” which Congress 
has the right to prevent? ** 

The requirement of licensing of assemblies confronted the Court in 
Hague v. Committee for Industrial Organization.*® There a munici- 
pal ordinance of Jersey City, New Jersey, forbade parades or public 
assemblies on city property unless a license was first secured from the 
director of public safety. The director was authorized to refuse per- 
mits only for the purpose of preventing riots, disturbances or dis- 
orderly conduct in assemblage. The defendants justified their re- 
peated denials of permits to plaintiffs on the grounds, not only that 
they disapproved of the plaintiffs, but also that certain persons and 
organizations of Jersey City threatened disorder if the meetings were 
held. This brought sharply into issue the question whether threat- 
ened disorder, not on the part of those desiring to speak but on the 


52.On freedom of speech generally see: Dicey, LAW oF THE CONSTITUTION 
8th Ed. (1923); Chaffee, Freedom of Assembly 2 Enyc. Soc. Scr. 275 (1930). 

58 For surveys of such legislation see: Note (1936) 84 U. or Pa. L. Rev. 
390; Note (1935) 35 Cot. L. Rev. 917. 

54 Supra note 6. 

55 Whitney v. State of California, 274 U. S. 357, 47 Sup. Ct. 641, 71 L. ed. 
1095 (1927); Abrams v. United States, supra note 14. 

56 209 U. S. 353, 57 Sup. Ct. 255, 81 L. ed. 278 (1937). 

57 Cit. supra note 13. 

58 Bridges v. State of California, 314 U. S. 252, 62 Sup. Ct. 190, 86 L. ed. 
192 (1941). 

59 Cit. supra note 5; An outline of the amicus curiae brief filed by the Ameri- 
can Bar Association may be found in 25 A. B. A. J. 7 (1939). 





502 THE GEORGE WASHINGTON LAW REVIEW 


part of their opponents, constituted such a threat to the general wel- 
fare as to validate the denial of the right to public assembly. The 
Court declared the ordinance unconstitutional on its face as it per- 
mitted discrimination in the issuance of permits. It left open the 
question whether an ordinance carefully drawn or interpreted in such 
a manner as to require a genuine fear based on substantial evidence, 
before the right of assembly could be denied, would be constitutional ; 
or whether any abridgement of speech even though founded on such 
apprehension of disorder is unconstitutional. It is submitted that the 
results in borderline cases concerned with this problem will depend 
on the attitude of the individual court in its stress on either personal 
liberty of free speech, or on the governmental power to restrict it. 
The recent decisions by the present Supreme Court justify the belief 
that the burden there will de definitely on those who seek to discover 
through indirect causation the dangers which justify suppression. 
The Court’s holding in the Davis case *° forty years previously was 
asserted by the defense. Although distinguishing the case on the 
grounds that the Boston ordinance had a different purpose than the 
one in issue,** the Court repudiated the Davis decision’s theory of 
absolute property control by the local governing body. It stated: 


Wherever the title of streets and parks may rest, they have 
immemorially been held in trust for the use of the public, and, 
time out of mind, have been used for purposes of assembly, com- 
municating thoughts between citizens, and discussing public ques- 
tions. . . . The privilege of a citizen of the United States to use 
streets and parks for communication of views on national ques- 
tions may be regulated in the interests of all . . . but it must not, 
in the guise of regulation, be abridged or denied. 


The municipalities’ right of legislation upon the subject of public 
assemblies in their parks were thus limited to reasonable regulation. 

The problem of what constituted such “reasonable regulation” came 
before the Court in Saia v. New York.** A municipal ordinance of 
the city of Lockwood, New York, forbade the use of sound amplifica- 
tion systems on its streets or parks unless permission was first ob- 
tained from the chief of police. The appellant, a minister of the Jeho- 
vah’s Witnesses, obtained permission to use sound equipment in giv- 
ing a series of lectures in a public park on Sundays. When the per- 
mit expired, his application for its renewal was refused on the basis 


60 Supra note 6. 

61 Justice Butler dissented on the grounds that the Davis case was not dis- 
tinguishable. 

. Hague v. Committee for Industrial Organization, supra note 5 at pp. 
515-6. 

63 334 U. S. 558, 68 Sup. Ct. 1148 (1948). 
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of complaints made by the users of the park. The appellant contin- 
ued nevertheless to use his equipment as planned on four different 
occasions but without a permit. His conviction for violation of the 
ordinance was reversed. 

The Court, following the reasoning of the Cantwell,°* Lovell * and 
Hague * cases, held the ordinance established a previous restraint on 
the right of free speech. It declared that the possible abuses created 
by loud speakers might be controlled by “narrowly drawn” statutes. 
It gave as an example the control of decibels and the hours of broad- 
casting. 

The dissent, written by Justice Frankfurter, stated that such mod- 
ern devices for the amplification of tli range and volume of the voice 
afforded too easy an opportunity for oral aggression and if uncon- 
trolled resulted in intrusion into cherished privacy. It pointed out 
that a person may not shut out a loudspeaker as he may close a book, 
turn off a radio or remove himself beyond the powers of a human 
voice. Thus unwilling people might be forced to listen. On the facts 
presented, the dissent considered it not beyond constitutional limits 
to refuse appellant’s request entirely. It felt the rights of those in- 
habitants of the park, who sought quiet and other recreations afforded, 
outweighed the appellants contentions. 

The effect of the decision was to place the use of loud speakers in 
public streets and parks on the same constitutional level as freedom 
to speak on the streets without such devices, freedom to speak over 
the radio, and freedom to distribute literature. It eliminated from 
the categorical scope of reasonable regulation of public parks the right 
to prohibit amplifiers therein. 


Kovacs v. Cooper 


The Supreme Court’s latest decision dealing with the problem was 
announced on January 31, 1949, in the case of Kovacs v. Cooper. * 
There the appellant was convicted under a municipal ordinance of 
the City of Trenton, New Jersey, which prohibited on public thor- 
oughfares the use of sound trucks, loud speakers, sound amplifiers “or 
any instrument of any kind” which emitted therefrom “loud and 
raucous” noises. The appellant admitted to the operation of a sound 
truck and speaking into its amplifier. No affirmative evidence was 
introduced that the sounds so produced were “loud or raucous.” The 
decision, although failing further to elucidate the area within which a 


64 Cit. supra note 24. 

65 Supra note 17. 

66 Cit. supra note 5. 

6769 Sup. Ct. 448 (Jan. 31, 1949). 
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municipal regulation will not transcend the boundaries of constitution- 
ality, perhaps distinguished itself for the number of individual state- 
ments offered. 

Five separate opinions were rendered. There being no majority 
opinion Justice Reed announced the judgment of the Court through 
an opinion in which Chief Justice Vinson and Justice Burton joined. 
Justice Frankfurter concurred by separate opinion as did Justice 
Jackson. Justice Black dissented with whom Justices Douglas and 
Rutledge concurred. Justice Murphy dissented without opinion. 
Justice Rutledge dissented by separate opinion. 

A majority of the Court believed the ordinance prohibited the use 
of sound trucks entirely.** Th majority did not control the case’s 
ultimate decision, however, as its members were in disagreement as to 
the legal results of such construction. 

This dispute created another majority, which determined the con- 
stitutionality of the ordinance. It was composed of: (1) two mem- 
bers who considered absolute prohibition constitutional and that the 
ordinance in question did so absolutely prohibit,°* (2) two members 
who believed absolute prohibition constitutional but that the ordi- 
nance only regulated loud sound trucks *° and (3) one member who 
believed that absolute prohibition was unconstitutional but that the 
statute only regulated loud sound trucks which he considered consti- 


tutional."* This result Justice Rutledge summarized in his dissent 
as follows: 


In effect Kovacs stands convicted, but of what it is impossible 
to tell, because the majority upholding the conviction do not 
agree upon what constituted the crime. How, on such a hashing 
of different views of the thing forbidden, Kovacs could have 
known with what he was charged or could have prepared a de- 
fense, I am unable to see. How anyone can do either in the 
future, under this decision, I am equally at loss to say." 


A minority of the Court dissented on the basis that the ordinance 
absolutely prohibited sound trucks and was therefore unconstitu- 
tional.”* 

The opinion of Justice Reed recognized that unrestrained use 
throughout a municipality of sound amplification devices would be 
intolerable, but also that absolute prohibition was undesirable and 





68 Justices Jackson, Frankfurter, Black, Douglas, Rutledge and Murphy. 

89 Justices Jackson and Frankfurter. 

70 Justices Reed and Burton (This assumption is made on the basis of their 
dissent in the Saia case, supra note 63). 

71 Chief Justice Vinson (This assumption is made on the basis of the major- 
ity opinion in the Saia case, supra note 63). 

72 Supra note 67 at p. 462 (Sup. Ct.). 

73 Justices Black, Douglas and Rutledge. 
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probably unconstitutional. It sanctioned the municipal regulation of 
sound trucks by ordinance, if such ordinance contained the limiting 
standard of “loud and raucous.” It distinguished the ordinance struck 
down in the Saia case,"* on the grounds that this ordinance contained 
no discriminatory clauses of qualification. It did not consider whether 
an officer enforcing such an ordinance as this might not discriminate 
between parties in determining what constitutes a “loud or raucous” 
noise. 

The concurring opinion of Justice Frankfurter reaffirms his previ- 
ous statements in the Saia case.** In addition it reviews all previous 
opinions in the field wherein the Court had spoken of “the preferred 
position of freedom of speech.” This analysis resulted in the conclu- 
sion that the Court had never adopted the concept that any legislation 
was presumptively unconstitutional which touched the field protected 
by the First Amendment, but rather treated such issues with respect 
lacking when appeal was made to protection of property derived from 
shifting economic arrangements. After expressing abhorrance for 
such a sterile formula of mechanical jurisprudence the opinion inti- 
mated that the problem of the instant case raised issues beyond the 
contemplation of the framers of the Constitution and should therefore 
not have been adjudicated on that basis. It concluded: 


Only a disregard of vital differences between natural speech, 


even of the loudest spellbinders, and the noise of sound trucks 
would give sound trucks the constitutional rights accorded to the 
unaided human voice. Nor is it for this Court to devise the 
terms on which sound trucks should be allowed to operate, if at 
all. These are matters for the legislative judgment controlled by 
public opinion. So long as a legislature does not prescribe what 
ideas may be noisly expressed and what may not be, nor discrimi- 
nate among those who would make inroads upon the public 
peace, it is not for us to supervise the limits the legislature may 
impose in safeguarding the steadily-narrowing opportunities for 
serenity and reflection. Without such opportunities freedom of 
thought becomes a mocking phrase, and without freedom of 
thought there can be no free society.*® 


Justice Frankfurter’s opinion asserts for the first time the concept of 
judicial restraint in this field. The reasoning is analogous to his 
dissenting opinion in the Columbia Broadcasting case.” 

The dissent by Justice Black regarded the ordinance as absolutely 
prohibitory and approached the issue exclusively from that viewpoint. 
It therefore did not consider the constitutionality of the limitation of 





74 Supra note 63. 

75 Jd. at p. 562 et seq. 

76 Supra note 67 at pp. 458, 459 (Sup. Ct.). 

77 316 U. S. 407, 62 Sup. Ct. 1194, 86 L. et 1563 (1942). 
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“loud or raucous” amplifiers, although it recognized the constitution- 
ality of reasonable restrictions. It contended that the First Amend- 
ment applied to all present means of communication, as well as those 
which inventive genius may bring into being at some later date. Any 
other doctrine, it pointed out, would favor competing channels, which 
by reason of their cost or through economic necessity, were under the 
guidance and control of a limited number of people, thus possibly de- 
priving any other persons who might wish to do so, from the privi- 
lege of the dissemination of their views. 

It is submitted that the Kovacs case was incorrect in its adjudica- 
tion of the individual rights involved. If the statute’s correct inter- 
pretation limited prosecution to “loud or raucous” sound trucks, then 
appellant was convicted on a record barren of proof that the amplifier 
appellant operated was in any way “loud or raucous.” ™* If the stat- 
ute absolutely prohibited sound trucks, then the decision was incor- 
rect on the basis of the Saia case.** The contentions of Justice Reed 
rest on the hypotheses that, (1) the ordinance prohibited only “loud 
or raucaus” sound trucks, and (2) the appellant’s conviction was 
properly sustained by proof. Assuming these, the holding concretely 
establishes the minimum extent of the community’s right to regulate 
sound trucks. The Court thus for the first time supports the often- 
conceded right of reasonable regulation by a direct holding. This 
should serve as a guide to the scope of the municipality’s powers in 


the enactment of future ordinances in this and related fields. It repre- 
sents the viewpoint of Justice Reed and Chief Justice Vinson and as 
such the controlling majority of the Court. 


Conclusion 


The Supreme Court cases which have dealt with the conflict of 
interest arising from the inherent police power of the state as dele- 
gated to the municipality and enacted in the form of ordinances, as 
opposed to the freedoms guaranteed under the First Amendment, 
have decidedly favored the latter concept. This has entailed the re- 
versal of state decisions in the majority of instances.*° 

The municipalities of the United States today may neither tax nor 
prohibit hand bill distribution or religious solicitations on private or 
public property. No citizen is obligated to salute the national flag. 
The right of informational picketing may not be abridged by legis- 


78 Appellant’s petition for rehearing on this basis has been denied. 17 L. W. 
3259 (March 1, 1949). 

79 Supra note 63. 

80 Of the 31. decisions of the Supreme Court discussed in this note, before 
1930 all state and lower federal court decisions were affirmed, after 1930 only 5 
decisions were affirmed while 17 were reversed. 
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lation. A public speaker is liable for only those statements “clearly 
dangerous” to the public welfare. The right to speak in the munici- 
pality’s parks may not be limited. The use of amplifying systems 
whether stationary or mobile, may be subjected to only reasonable 
regulation. An ordinance requiring the acquisition of a license as a 
condition precedent to the citizen’s right to assert any of the above 
actions is void on its face. 

It is submitted that the present Court’s interpretations of the scope 
of the First Amendment as indicated by the decisions considered in 
this note are truly judicial windowpanes of the cultural and educa- 
tional advances of the American people. Zealous guardianship of a 
disfavored minority’s rights granted to them by the First Amendment 
recognizes the true concept of democratic government. That the same 
educational revolution has created an ever-increasing influx to the 
urban centers, resulting in a constantly diminishing of the opportuni- 
ties for quietness and privacy is recognized. However, it is felt that 
this fact as an argument for the absolute prohibition of modern meth- 
ods of mass communication is not sufficient in itself to outweigh the 
right of free speech. This conclusion is derived from the belief that 
the Court’s statement in the Schneider case,*! that constitutional 
rights of this type should not be infringed upon when the desired 
results may be achieved by alternative methods, is applicable to this 
problem. As such alternative solution, it is submitted that the pub- 
lic’s interest in peace and quiet could be fully protected through pro- 
hibitory ordinances, reasonably regulating the decibels of volume 
and the hours of use of sound amplifiers. No doubt alternatives will 
also be found to nullify the evils connected with future inventions as 
well. It is therefore felt that the Kovacs case, although perhaps sub- 
ject to criticism on the facts as presented by Justice Reed’s opinion, 
was correctly decided in principle. 


Dona_p K. KIn«. 


Tue Conriict BETWEEN THE FEDERAL Priority STATUTE AND 
LATER FEDERAL LEGISLATION IN THE SOCIAL ECONOMIC FIELD 


In 1939 an insolvent corporation, formerly doing business in 
Massachusetts, made a common law assignment for the benefit of 
creditors. The United States Commissioner of Internal Revenue filed 
with the assignee a claim against his assignor for 1938 and 1939 
federal insurance contributions taxes and for 1938 federal unem- 
ployment compensation taxes under Titles 8 and 9 respec- 


81 Supra note 20. 
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tively of the Social Security Act... The Commonwealth of Massa- 
chusetts filed with the assignee a claim for state unemployment taxes 
under the Massachusetts Unemployment Compensation Act.? The 
assignee realized the sum of $1,135.11 from the sale of the assets of 
the assignor. Of this sum $803.72 was paid to the Commonwealth of 
Massachusetts in full satisfaction and final settlement of its claim. 
The remainder was paid to the Collector of Internal Revenue and was 
credited to Title 8 taxes due for 1938. There remained unpaid the 
sum of $1,342.74 with interest. The United States brought suit in 
the District Court for the District of Massachusetts against the as- 
signee to recover the sum paid to the Commonwealth. The Common- 
wealth of Massachusetts, Division of Employment Security, filed an 
intervening petition. Massachusetts agreed to pay over the above- 
mentioned $803.72 to the United States if payment to it was in dis- 
regard of the priority of the United States under Rev. Stat. (1875) 
§ 3466. The United States agreed that if it prevailed the judgment 
should be limited to $803.72. In the district court the claim of the 
United States as to the full amount of the Title 8 taxes due it was 
upheld, but the court denied the priority of the United States for the 
90 per cent of its Title 9 tax claim.* On cross appeals, the Circuit 
Court of Appeals affirmed the judgment of the district court as to 
Title 8 taxes, but reversed as to Title 9 taxes holding that the United 
States was entitled to priority for the full amount of both claims.° 
The Supreme Court of the United States granted certiorari. It was 
held that tax claims of the United States against an insolvent debtor’s 
estate under Title 8 and Title 9 of the Social Security Act, or other 
taxing provision, must be paid in full, prior to the payment of a 
state’s claim for unemployment taxes under the provisions of a state 
statute conforming to the requirements of the Social Security Act.® 

The issue developed in the instant case arises from an apparent 
confusion as to the meaning of the decisions of the Court in two 
recent cases involving similar questions of law.‘ The controlling 
question before the Court in J/linois ex rel. Gordon v. United States * 
and Massachusetts v. United States * was not whether Congress had, 





149 Stat. 636, 639 (1935), 42 U. S. C. § 1001 et seq., 1101 et seq. (1946). 

2 Ann. Laws of Mass. Ch. 151A (1942). 

$31 U. S.C. § 191 (1946). * 

+ United States v. Spencer, 65 F. Supp. 763 (D. Mass. 1946). 

5 Massachusetts v. United States, 160 F. (2d) 614 (C. C. A. Ist, 1947). 

6 Massachusetts v. United States, 333 U. S. 611, 68 Sup. Ct. 747 (1948). 
(Jackson, Frankfurter, Douglas, and Burton, JJ., dissenting. ) 

7 Illinois ex rel. Gordon v. United States, 328 U. S. 8, 66 Sup. Ct. 841, 90 
L. ed. 1049 (1946); Illinois ex rel. Gordon v. Campbell, 329 U. S. 362, 67 Sup. 
Ct. 340, 91 L. ed. 348 (1946). 

8 Cit. supra note 7. 

9 Cit. supra note 6. 
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in enacting the Social Security Act, and in particular section 902 
thereof, granted to a taxpayer under Title 9 of that Act an option to 
pay 90 per cent of the taxes imposed by that title to the state or the 
Federal Government, but whether that option, which is admitted to 
exist, was nullified by the provisions of Rev. Stat. § 3466 when the 
taxpayer became insolvent. 

In Illinois ex rel. Gordon v. United States, the Court held (1) that 
the priority claimed by the United States rested on the provisions of 
Rev. Stat. § 3466, which provides in part: “Whenever any person 
indebted to the United States .. . , not having sufficient property to 
pay all his debts, makes a voluntary assignment” of his property, “the 
debts due to the United States shall be first satisfied,” and (2) that 
the claims of the United States for taxes due under Title 8 and Title 
9 of the Social Security Act were entitled to priority over the state’s 
claim for taxes under its unemployment compensation statute. The 
companion case, I/linois ex rel. Gordon v. Campbell presented a ques- 
tion not decided in arriving at the decision rendered in Illinois ex rel. 
Gordon v. United States, namely, Was the lien of the state so specific 
and perfected under the law of the state as to defeat the priority, if 
any, afforded to the claim of the United States under Rev. Start. 
§ 3466? The Court held that the state lien was not sufficiently spe- 
cific or perfected to defeat the priority of the United States. In view 
of this holding, it is not difficult to understand the failure of Massa- 
chusetts in the instant case to bottom its claim on the priority of such 
a lien, even though such a lien is provided for in cases of this nature 
by the laws of the state.?° 

In addition, Massachusetts was undoubtedly aware of the fact that 
the Court has had numerous opportunities to decide the degree of 
specificity and perfection required of a lien acquired under state law 
upon the assets of the debtor at the time of insolvency or voluntary 
assignment in order to defeat the priority of the United States under 
Rev. Stat. § 3466 and has consistently refrained from affirmatively 
meeting the challenge thus posed. 

Nevertheless, the Court, despite its reluctance to resolve an ever- 





10Ann. Laws of Mass. Ch. 151A, § 16 (1942) (overdue contributions to the 
unemployment compensation fund shall, until collected, be a lien against the 
assets of the employer, subordinate, however, to claims for unpaid wages and 
prior recorded liens). 

11 United States v. Waddill Co., 323 U. S. 353, 355, 356, 65 Sup. Ct. 304, 89 
L. ed. 294 (1945); United States v. Texas, 314 U. S. 480, 485, 486, 62 Sup. 
Ct. 350, 86 L. ed. 356 (1941); New York v. Maclay, 288 U. S. 290, 294, 53 
Sup. Ct. 323, 77 L. ed. 754 (1933) ; Spokane County v. United States, 279 U. S. 
80, 95, 49 Sup. Ct. 321, 73 L. ed. 621 1929); Brent v. Bank of Washington, 10 
Pet. 596, 611, 612, 9 L. ed. 547 (U. S. 1836); Conrad v. Atlantic Insurance 
Co., 1 Pet. 386, 7 L. ed. 189 (U. S. 1828). 
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recurring issue of obvious importance, has affirmatively stated that 
the yuestion is a matter of federal law.’2 The Court has approached 
this federal question in a manner leading to the formulation of cer- 
tain requirements which must be fulfilled in order for the lien to affect 
the priority granted by Rev. Stat. § 3466, without deciding whether 
the federal priority could be off-set by such a lien. 

The language employed at the conclusion of the Court’s opinion 
in Illinois ex rel. Gordon v. Campbell would indicate that judicial 
formulation of such requirements is not properly a matter within the 
cognizance of the judiciary and should be left to the legislative branch 
of the government. Therefore, it appears reasonable to assume that 
the Court will continue to avoid, insofar as is possible, a determina- 
tion that a lien created by state statute is sufficiently specific and per- 
fected to raise questions as to the applicability of the provisions of 
Rev. Stat. § 3466 to claims of the United States. 

Although the decisions in the J/linois cases taken together seem to 
point out with sufficient clarity that tax claims of the United States 
against an insolvent under Title 8 and Title 9 of the Social Security 
Act are entitled to priority over the claims of a state for state un- 
employment taxes, the opinion handed down by the district court in 
the instant case reaches the conclusion that the Supreme Court did 
not, in the J/linois cases, consider the question of an option granted to 
the taxpayer by the statute to pay 90 per cent of the Title 9 taxes due 
to the state or to the United States."* It is too well settled to admit 
of argument that tax claims of the United States are debts due the 
Federal Government within the meaning of Rev. Start. § 3466. There- 
fore, it would appear that the provisions of Rev. Stat. § 3466 were 
held by the Court in the Jilinois cases to operate so as to cut off the 
tax claim of the state regardless of the provisions of the Social Secur- 
ity Act and thus nullify any option granted to a taxpayer under Title 9 
of that Act prior to his becoming insolvent. 

Nevertheless, in the instant case, Massachusetts broadly contends 
that the insolvent taxpayer may make payment of the state unemploy- 
ment tax to the exclusion of the claim of the United States for Title 
8 and Title 9 taxes due. This broad argument is based on the con- 
tention that the Social Security Act reflects the Congressional intent 
to free state unemployment tax claims from the general priority pro- 


12 United States v. Waddill Co., Spokane County v. United States, both cit. 
supra note 11; United States v. Oklahoma, 261 U. S. 253, 260, 43 Sup. Ct. 
295, 67 io = 638 (1923); Field v. United States, 9 Pet. 182, 201, 9 L. ed. 94 
(U. S. 1835). 


18 Note 11 supra; United States v. Knott, 298 U. S. 544, 550, 551, 56 Sup. Ct. 
902, 80 L. ed. 1321 (1936). 


14 United States v. Spencer, cit. supra note 4. 
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visions of Rev. Stat. § 3466. This Congressional intent is said to be 
found in the credit provision of section 902 of the Social Security Act 
which, as originally enacted, allowed the taxpayer to credit against 
Title 9 taxes due the United States 90 per cent of his payments under 
an approved state program, and in amendments to section 902 which 
are urged to indicate a legislative intent to waive in certain situations 
the original limitations of section 902 upon obtaining credit. 

The historical reasons underlying the enactment of the Social Se- 
curity Act need not be related at this time. It is sufficient to notice 
that the Social Security Act and state statutes enacted in conformity 
therewith represent legislative cooperation on the part of the states 
and the Federal Government in an effort to provide adequate unem- 
ployment relief in time of economic peril.‘* However, it was not the 
intent of the Congress in drafting this legislation to provide for joint 
administration of the federal and state systems." 

Congress has indeed promulgated relaxations regarding the condi- 
tions allowed for taking credit against Federal Unemployment Taxes, 
but such relaxations apply only to carefully defined situations. 

In sections 602(a) (3) and 602(b) of the Revenue Act of 1943, 
the Congress has provided for a credit allowance for the specified 
years in the case where the assets of the taxpayer are in the custody 
or control of a court-appointed official."7 Morever, the priority of the 
United States over all other claimants in bankruptcy proceedings in 
the federal courts remained undisturbed until the advent of the Bank- 
ruptcy Act of 1898.'* Section 64 thereof established an order of dis- 
tribution for the assets of bankrupts in which certain wage claims 
were to be preferred over non-tax claims of the United States. How- 
ever, it has been consistently held that section 64 of the Act applied 
only to federal bankruptcy proceedings and that the priority of claims 
of the United States established by Rev. Stat. § 3466 in non-bank- 
ruptcy proceedings was not affected.'® 

A long line of cases sustain the priority of tax claims of the United 
States in accordance with the provisions of Rev. Stat. § 3466, the 
purpose of which is to secure revenue for the Federal Government. 
In these cases there is no conflict between two federal statutes such 
as is present in the instant cases. The claims of the United States 


15 Illinois ex rel. Gordon v. United States, cit. supra note 7; Steward Machine 
Co. v. Davis, 301 U. S. 548, 588, 57 Sup. Ct. 883, 81 L. ed. 1279 (1937); Car- 
michael v. Southern Coal & Coke Co., 301 U. S. 495, 515, 526, 57 Sup Ct. 868, 
81 L. ed. 1245 (1937). f 

16 T]linois ex rel. Gordon v. United States, cit. supra note 7. 

177. R. C. 602(a)3 and 602(b) (1946). 

18 30 Stat. 544 (1898), 11 U. S. C. 1 (1946). 

19 Spokane County v. United States, cit. supra note 11; Kupshire Coats 
v. United States, 272 N. Y. 221, 5 N. E. (2d) 715 (1936). 
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presented therein rested firmly on the logical interpretation to be 
made of the language of Rev. Stat. § 3466, which language is ad- 
mitted to be clear and unambiguous. 

There are decisions of the Court in two other cases which do pre- 
sent a conflict between the provisions of Rev. Stat. § 3466 and fed- 
eral statutes designed to alleviate distress among the peoples of the 
United States and provide for the economic development of the na- 
tion. In United States v. Remund the United States’ claim for an 
unpaid loan made to a farmer pursuant to the Acts of February 23, 
1934, and June 19, 1934,?* was upheld.2? The Court was of the 
opinion that the purpose of the aforementioned Acts under which the 
loan was made is not inconsistent with the provisions of Rev. Start. 
§ 3466, and held that the purpose of these Acts was not to restore the 
credit status of farmers, but merely to give emergency relief to dis- 
tressed farmers. 

United States v. Emory ** involved the application of § 3466 of the 
REvIsED STATUTES to a claim of the United States under the National 
Housing Act.** The Court again denied the argument that the broad 
purposes of this Act would be thwarted if the priority established by 
Rev. Stat. § 3466 were not deemed to have been surrendered by the 
Congress in enacting the Act, and upheld the claim of the United 
States for a sum due on a note executed to a bank in accordance with 
the provisions of the National Housing Act. 

The language of the Acts of February 23, 1934, and June 19, 1934, 
as well as that of the National Housing Act, clearly indicates that in 
enacting these laws the Congress has neither expressly nor impliedly 
granted away the priority of the United States with respect to claims 
arising under them. The Court fails to find an implied grant away 
of this priority for the reason that no patent inconsistency is said to 
exist between the purposes of the Acts, the National Housing Act, 
and Rev. Stat. § 3466. 

Such a conclusion is reached in spite of the fact that these later 
federal statutes do not seek to obtain revenue for the Federal Govern- 
ment as does Rev. Stat. §3466.2* Moreover, it is admitted that the 
Acts of February 23, 1934, and June 19, 1934, and the National 
Housing Act, were enacted at a time when the United States was 


48 Strat. 354 (1934). 
48 Strat. 1021 (1934). 
330 U. S. 539, 67 Sup. Ct. 891, 91 L. ed. 1082 (1947). 
314 U. S. 423, 62 Sup. Ct. 317, 86 L. ed. 315 (1941). 
2448 Stat. 1246 (1934), 12 U. S. C. 1702 (1946). 
25 United States v. Remund, supra note 22; United States v. Emory, supra 
note 23. 
26 United States v. Bank of North Carolina, 6 Pet. 29, 35, 8 L. ed. 308 (U. S. 
1832). 





EDITORIAL NOTES 513 


endeavoring to recover an economic balance, and that these statutes 
were to give emergency relief to distressed farmers and to stimulate 
the building trades and increase employment in the construction in- 
dustry respectively, is not questioned.27 Nevertheless, the Court 
adopts the narrow view that these later federal statutes were not in- 
tended to bolster the general credit of either the farmers or property 
owners, nor did the statutes provide specific means to insure repay- 
ment of money advanced other than the priority provision of Rev. 
Stat. §3466. It seems that this narrow view overlooks completely 
the real purpose of these advanced forms of legislation in the social- 
economic field, and is rested entirely upon the age-old concept that 
when in doubt precedents must prevail. 

The loans made to farmers provided for a first lien on crops grow- 
ing or to be grown and on livestock.** Furthermore, it was brought 
out in the legislative hearings on the bill which later became the Na- 
tional Housing Act that Congress contemplated that the Federal Gov- 
ernment would lose some money in extending credit pursuant to the 
provisions of the bill.*® Therefore, it is apparent that Congress was 
fully aware of the possibility that loss would accrue to the Federal 
Government in the administration of these statutes, and it is submitted 
that the Court erred in holding that the provisions of these later stat- 
utes were not inconsistent with those of Rev. Stat. § 3466. 

The Court has considered this same question in United States v. 
Guaranty Trust Co.,®° and held that indebtedness arising under §§ 207, 
209 and 210 of the Transportation Act of 1920, was intended by the 
Congress to be excluded from the scope of Rev. Stat. § 3466. The 
Court in reaching this conclusion determined the purpose of the Act 
to be the furtherance of the credit of the railroads in order to main- 
tain a strong system of transportation so necessary to the economic 
health of the nation. Other facts influencing the decision in this case 
appear to be the requirement in the statute that railroads obtaining 
federal financial aid were to give adequate security and that the inter- 
est rate required was higher than that which ordinarily accompanies 
a business loan carrying such assurance of repayment as would have 
resulted from an application of the priority rule. 

It should be obvious that the primary reason for the enactment of 
each of these statutes, the Transportation Act of 1920, the Acts of 
February 23, 1934, and June 19, 1934, and the National Housing 


27 United States v. Remund, supra note 22; United States v. Emory, supra 
note 23. 

28 Supra note 20. 

2978 Cong. Rec. 11981 (1934). 

30 280 U. S. 478, 50 Sup. Ct. 212, 74 L. ed. 556 (1930). 

31 41 Strat. 456, 457-469. 
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Act, was a desire on the part of the Congress of the United States to 
improve the economic well-being of the nation by extending financial 
aid to industries capable of making large contributions to the general 
economic recovery of the nation. A consideration of this primary 
purpose alone and apart from any other express provisions of the 
statutes concerned should be sufficient to convince the judicial mind 
that the federal policy expressed by the Congress was entirely incon- 
sistent with the application of Rev. Stat. § 3466 to any debts in- 
curred by these industries and owing the Federal Government. The 
federal policy expressed in these statutes was “pump priming” and 
not the accumulation of federal revenue. 

However, the pattern developed from the cases examined indicates 
a reluctance on the part of the Court to trample on the provisions of 
a most-ancient federal statute even though these provisions may be in 
direct conflict with the purpose, spirit, and scope of later federal stat- 
utes, and even though Congress has indicated, by relaxing amend- 
ments to the earlier statute, that its provisions are not inviolate. In 
maintaining the force and effect of Rev. Stat. § 3466, the Court, how- 
ever, is not reluctant to ignore the provisions of legislation enacted 
by an enlightened Congress in view of the radical changes and: prog- 
ress made by this nation in the social-economic field. This reluctance 
is even more evident and pointed in the Court’s treatment of cases 
arising under the Social Security Act. 

The Jilinois cases and the instant case afford excellent examples of 
the tendency of the Court to exhaustively analyze any later federal 
statutes so as to discover a technical provision of the respective stat- 
utes to be used as a basis for maintaining the prestige of Rev. Srar. 
§ 3466. The technical provision seized upon by the Court in the 
Massachusetts case appears to be that an insolvent taxpayer, even if 
he could pay to the state the 90 per cent of Title 9 taxes due and thus 
obtain a credit on the amount due the Federal Government, is pre- 
vented from doing so by the absolute priority given to the United 
States when Rev. Star. § 3466 attaches at the moment of insolvency. 
In effect, Rev. Stat. § 3466 is held to operate so as to freeze the 
assets of the insolvent.*? 

The specific policy announced by the Federal Government in enact- 
ing the Social Security Act was definitely not to collect revenue, but 
to stimulate the creation of and payment to state unemployment com- 
pensation funds in order that the states and the United States might 


32 Mr. Justice Rutledge speaking for the majority in the Massachusetts case 
cit. supra note 6 at p. 626 stated: “But if credit can be taken after § 3466 
attaches, i.e., after insolvency, effective to set aside the federal priority up to 
90 per cent of the Title 9 claim, the priority to that extent becomes conditional, 
not absolute.” 
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together overcome a tremendous obstacle in the nation’s path toward 
economic security.** The reasons for arriving at a result contrary to 
that reached by the Court in the J/linois and Massachusetts cases are 
well expressed by the Supreme Court of Rhode Island in applying 
this avowed federal policy to adverse claims for taxes arising under 
Title 9 of the Social Security Act. That court has held that employer 
contributions under the State Unemployment Compensation Act were 
entitled to equal consideration with all federal taxes notwithstanding 
Rev. Stat. § 3466, and that such claims of the United States and of 
the state should be given parity and treated as claims of equal dignity 
and importance. The holding of course may not be considered au- 
thoritative following the decision of the United States Supreme Court 
in the Illinois cases. 

However, the highest court of the State of Rhode Island in 1942 
was thus able to penetrate the fog which surrounds the legal issues 
in cases of this nature. In reaching its decision, the state supreme 
court relied on previous interpretations of the purpose of Title 9 of 
the Social Security Act made by the Supreme Court of the United 
States. The following language from the opinion of the Rhode Island 
court is pertinent : 


Under Title IX the United States levies a tax on employers in 
every state, but if the employer’s state has enacted an unemploy- 
ment compensation act in accordance with the conditions set out 
in that title, the employer is granted a credit of 90% of such tax. 
In this way Congress seeks to invite the cooperation of the sev- 
eral states with the United States in effectuating this part of the 
national policy of the Social Security Act. It was because of this 
cooperative feature of the act that the United States Supreme 
Court could say, as it did in Steward Machine Co. v. Davis, 301 
U. S. 548, 57 S. Ct. 883, 81 L. Ed. 1279, 109 A. L. R. 1293, 
that the needs of the federal treasury could be cared for as well 
by payment of unemployment compensation contributions to the 
states as by payment of taxes to the United States.** 


The Supreme Court of Rhode Island was also of the opinion that 
the United States Supreme Court, speaking through Mr. Justice 
Byrnes in United States v. New York,** entertained a view of the 
scope and purpose of Title 9 that was not inconsistent with their view. 
The following language from United States v. New York is pertinent: 


Either the state or the federal government must provide the 
money to meet the requirements of relief to the unemployed. By 


33 United States v. Spencer, supra note 4; Steward Machine Co. v. Davis, 
supra note 15; Rivard v. Bijou Furniture Co., 68 R. I. 358, 27 A. (2d) 853, 
(1942). 

34 Td. at p. 854. 

35 315 U. S. 510, 62 Sup. Ct. 712, 86 L. ed. 998 (1942). 
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his contributions to the State, an employer has diminished the 


demand upon the financial resources of the Federal Govern- 
ment.*° 


Apparently the view of the Supreme Court of the United States 
adopted in 1942 and expressed in the above-quoted language was 
recognized and rejected when the Court was called upon to decide 
the Illinois cases and Massachusetts v. United States. It can hardly 
be doubted that the claims of these states were bottomed on the credit 
provision of section 902 of the Social Security Act, but their claims 
were denied because the Court was reluctant to read into Title 9 an 
implied exception to the applicability of Rev. Stat. § 3466. 

The question of a lien acquired under state law being of sufficient 
specificity and perfection so as to overcome the force and effect of Rev. 
Stat. § 3466 in cases of this nature has been shown to be not of 
paramount importance. The Supreme Court of Rhode Island in 
Rivard v. Bijou Furniture Co.,*" has attempted to point out the path 
that decisions in cases of this nature should follow in accordance with 
the expressed intent of the Congress. The marshaling of assets as 
usually employed in courts of equity in receivership proceedings 
would permit the Title 9 claims of the Federal Government and the 
claims of the states to be treated with equal dignity and importance. 
For reasons hereinbefore stated, it is urged that the Court, in reach- 
ing its decisions in the Jilinois cases and in Massachusetts v. United 
States, erred in not giving primary consideration to the scope and 
purpose of the provisions of this later federal statute, the Social Se- 
curity Act, which was intended by the Congress to provide the states 
with ample funds for the administration of state unemployment bene- 
fits, and not to provide a source of federal revenue. 


Louis P. Gray, 3rp. 


PERMISSIBLE LIMITS OF “RELEASED TIME” IN PuBLic SCHOOLS 


The First Amendment as written into the federal constitution * was 
designed to serve as “the wall of separation between the church and 
the state.” ? It was to prevent any ecclesiastical establishment which 


36 Jd. at p. 517. 

387 Cit. supra, note 33. 

1 The first ten amendments were proposed by Congress on September 25, 
1789, when they passed the Senate. 1 ANN. Conc. (1st Cong. Ist Sess.) 88. 
These had been previously passed by the House on September 24, 1789. Id. at 
p. 913. They appear officially in 1 Stat. 97. The eleventh state, Virginia, 
there then being 14 in all, ratified them December 15, 1791. 2 Doc. Hist. 
Const. 325-90. 

2 Reynolds v. United States, 98 U. S. 145, 164, 25 L. ed. 244 (1879); 8 
Works oF THOMAS JEFFERSON 113 (Ford’s ed. 1904). But see McCollum 
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would give to any hierarchy the exclusive patronage of the national 
government.’ This was a unique feature of our constitution which 
had never in any government of any country been so prominently or 
extensively applied. This dual prohibition of encouragement of any 
particular religion ® and of personal religious interference* gave to 
religious liberty the character of a political right.’ This political 
right making religion a personal matter, totally removed from gov- 


ernmental control, has become the basis of our concept of religious 
freedom.® 


“So far as religion is concerned the /aissez faire theory of govern- 
ment has been given the widest possible scope” * and has become one 
of masterful inactivity, of hands off, of fair play and no favors.’° The 
general applications of these principles were soon clearly defined in 
the federal field and have continued with only slight modifications as 
(1) state support and encouragement, other than incidental, is for- 
bidden,™ and (2) religious interference by the state permits only such 
restraint as affects religious practices which are inimical to public 
safety, health, good order, and morals.’? The interpretation was 
made narrow and to cover “exactly what it said and no more.” ** It 
was a restraint on the action of Congress and was not a restriction on 


v. Board of Education of School District No. 71, Champaign County, IIl., 333 
U. S. 203, 244-47, 68 Sup. Ct. 461 (1948) (dissenting opinion by Reed, J.) where 
the view is presented that the present interpretation commonly given this 
often quoted metaphor of Jefferson does not reflect the opinion of its author; 
19 THE WriTINGS OF THOMAS JEFFERSON 408-9 (Memorial ed. 1904). 

3 Zollman, Religious Liberty in the American Law in 2 SeLecrep Essays 
on CONSTITUTIONAL Law 1108, 1111 (1938); 5 Writincs or JAMEs Mapr- 
son 176 (Hunt. ed. 1904) ; Curti, THe GrowrH oF AMERICAN THOUGHT (1943) 
pp. 135, 306. 

4Nibuhr, Sectarian Education in 5 ENcycLopepIA OF SocraL SciENcE 421, 
422-4 (1931). 

5“Congress shall make no law respecting . . . religion, or prohibiting the 
free exercise thereof... .” Unirep States ConstirutTion, Amend. I. 

6“Congress shall make no law respecting an establishment of religion. . . 
UNITED STATES CONSTITUTION, Amend. I. 

7 Permodi v. First Municipality, 3 How. 589, 609-10; 11 L. ed. 739 (U. S. 
1845) ; Murphy and Glover Test Oath Cases, 41 Mo. 339, 367 (1867). 

8 Reynolds v. United States, supra note 2 at p. 164-5; Beard and Beard, 
Basic History oF THE UNITED StatTEs p. 14 (1944) ; Cooley, ConsTITUTIONAL 
LIMITATIONS, p. 663-4 (7th ed., Lane, 1903) ; 2 Story, COMMENTARIES ON THE 
ConstitTuTION, p. 615 (5th ed., Bigelow 1891); Zollman, loc. cit. supra note 3. 

9 State v. Scheve, 65 Neb. 853, 878, 93 N. W. 169 (1903). 

10 Zollman op. cit. supra note 3 at p. 1149. 

11 Everson v. Board of Education, 330 U. S. 1, 15, 67 Sup. Ct. 504, 91 L. ed. 
711 (1947) ; Meyer v. Nebraska, 262 U. S. 390, 399, 43 Sup. Ct. 625, 67, L. ed. 
1042 (1923). 

12 Cantwell v. Connecticut, 310 U. S. 296, 303, 60 Sup. Ct. 900, 84 L. ed. 1213; 
(1940) ; Hamilton v. Regents of the University of California, 293 U. S. 245, 
265, 55 Sup. Ct. 197, 79 L. ed. 343 (1934); Turner vy. Williams, 194 U. S. 279, 
292, 24 Sup. Ct. 719, 48 L. ed. 979 (1904). 

18 Zollman op. cit. supra at p. 1116. 





518 THE GEORGE WASHINGTON LAW REVIEW 


the powers of the various state legislatures. The duty of restraint on 
the latter was left to the state ** as was evidenced by consistent deci- 
sions of the courts*® in which special reliance was placed on the 
particular wording of the Tenth Amendment.’® For some time after 
the adoption of the constitution not only did existing state religious 
establishments continue to flourish but additional ones were fostered 
by the states.’ Many established state churches to which all were 
required to contribute ** and in a majority of decisions these state 
actions were upheld.’* Religious tests for certain offices were an 
actual part of the constitutions of most of the thirteen original col- 
onies.*° Massachusetts ** and Maryland ** required only a declara- 
tion of belief in the Christian religion but Georgia, New Hampshire, 
New Jersey, and North Carolina ** were more particularized and lim- 
ited the belief to the Protestant religion. Delaware, North Carolina 
and Pennsylvania ** went to the extent of requiring acknowledgment 
of both the Old and New Testaments as being given by Divine inspira- 
tion. Remnants of such tests were destined to long remain as in 
Arkansas, Maryland, Mississippi, North Carolina, Pennsylvania, 
South Carolina, Tennessee, and Texas *® which required acknowledg- 
ment of a Supreme Being for certain offices. Pennsylvania and 
Tennessee at a much later date required belief in a future reward and 
punishment.* 


It was not long, however, until the spirit of the First Amendment, 


14 Permodi y. First Municipality, cit. supra note 7 at p. 609; Dodd, Consti- 
TUTIONAL Law p. 803 (3rd ed. 1941). 

15 Green, THE DEVELOPMENT OF RELIGIOUS LIBERTY IN CONNECTICUT p. 163 
(1905). 

16“The powers not delegated to the United States by the Constitution, nor 
prohibited by it to the States, are reserved to the States respectively, or to the 
people.” Unitep States ConstTITuTION, Amend. X. 

17 Zollman, AMERICAN CHURCH Law p. 4 (1933) (Connecticut, Maryland, 
Massachusetts, New Hampshire and South Carolina actually established state 
churches although they did allow minority religious groups to continue). 

18 Note 17 supra; Barnes v. Falmouth, 6 Tyng. 401, 406 (Mass. 1810). 

19 Note 47 Cor. L. Rev. 1346, 1347 (1947). 

20 Hale v. Everett, 53 N. H. 9, 112, 16 Am. Rep. 82 (1868). 

21 MassacHusetts Const. Ch. 6, Art. 1, “I Believe in the Christian religion 
and have a firm persuasion of its truth.” 

22 MARYLAND Const. OF 1776—DEcLARATION OF RiGuts, Art. 35. 

23 GrorGIA Const. OF 1777, Art. 6; New Hampsuire Const. or 1784, Part 
2, Subtitle House of Representatives; New Jersey Const. or 1776, Art. 19; 
NortH CAROLINA Const. oF 1776, Art. 32. 

24 DELAWARE CONST. oF 1776, Art. 22; NortH CaAroLiINa Const. oF 1776, 
Art. 32; PeENNsyLvania Const. oF 1776, Sec. 10. 

25 ARKANSAS Const. oF 1874, Art. 19, Sec. 1; MAryLANnp Cons’. or 1867— 
DECLARATION OF RiGHTs, Art. 37; Mussissipp1 Const. oF 1890, Sec. 265; 
NortH CaroLtina Const. oF 1876, Art. 6, Part. 8; PENNSYLVANIA CONST. OF 
1873, Art. 1, Sec. 4; Sourn Carotina Const. or 1895, Art. 17, Sec. 4; TEen- 
NESSEE Const. oF 1870, Art. 9, Sec. 2; Texas Const. or 1876, Art. 1, Sec. 4. 

26 — Const. or 1873, Art. 1, Sec. 4; TENNESSEE Const. or 1870, 
Art. 9, Sec. 2. 
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with its theory of religious liberty as a political right, began to per- 
meate the states and gradually many states began the process of elim- 
inating religious establishments and requirements ** and many adopted 
constitutional changes which were either copied from, or closely re- 
sembled, the First Amendment.?® The choice, however, remained 
one exclusively in the discretion of each individual state.”* 

The Civil War brought the practice of a federal “compact” being 
imposed by congress on all territories applying for statehood which 
among other things prevented state action in the establishment of 
religion.*° As a result nine states incorporated into their constitu- 
tions ordinances recapitulating the requirements of their enabling 
statutes and reciting that such ordinances could not be changed or 
abrogated in whole or in part by any future constitutional amendment 
without the consent of congress.** Colorado, Montana, and Okla- 
homa accepted the ordinance by an independent document attached to 
their constitutions.*? Since this “compact” idea applied only to states 
admitted after 1860, it was not by congressional compulsion made a 
part of the constitutions of Texas, California, Oregon, Kansas, and 
states east of the Mississippi River.** However, even before 1860 
many states had amended their constitutions to conform with the 
spirit of the federal constitution.** But even so the real force, in 
either instance, that could secure religious freedom from the indi- 


vidual state rested not with the federal government but exclusively 
with each state.*® 

Out of the Civil War a control similar to the “compacts” already 
referred to but which has become more compelling in enforcement 
took form in the words of the Fourteenth Amendment to the federal 
constitution which prohibits all states of depriving any person “of 


27 Cooley, op. cit. supra note 6 at p. 660. 

28 ConNEcTICUT CoNnsT. oF 1818, Art. 1, Sec. 3, 4 and Art. 7, Secs. 1, 2; 
Iowa Const. oF 1857, Art. 1, Sec. 3; Marne Const. or 1819, Art. 1, Sec. 3; 
MassacuHusetTts Const., 1lth Amend, (passed 1833). Commonwealth v. Knee- 
land, Thatchers Credit Cases, 20 Pick. 206 (Mass. 1838). 

29 Notes 13, 14, & 15 supra. 

80 The validity of such compacts has been seriously questioned; Coyle v. 
Smith, 221 U. S. 559, 31 Sup. Ct. 688, 55 L. ed. 853 (1911). Be that as it may, 
the desire of Congress to exert federal control in this field is thus demonstrated 
and probably adds weight to the view that through the Fourteenth Amendment 
the congressional intent was to accomplish this result. 

31 ArIzonA Const. oF 1912, Art. 20; IpAHOo Const. oF 1889, Art. 21, Sec. 19; 
Nevapa Const. or 1864, “Preliminary Action’; New Mexico Const. or 1912, 
Art. 21, Sec. 1; Norta Daxota Const. or 1889, Art. 16, Sec. 203; SoutH 
Dakota Const. or 1889, Art. 22; Utan Const. or 1895, Art. 3; WASHINGTON 
Const. or 1889, Art. 26, Wyominc Const. or 1889, Art. 21. 

82 Zollman, op. cit. supra note 3 at p. 1113. 

83 Notes 13, 14, 15 supra. 

34 Notes 27 and 28 supra. 

35 Note 16 supra. 
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life, liberty, or property without due process of law.” ** In recent 
decisions the Supreme Court has begun to hold that the First Amend- 
ment to the federal constitution was made applicable to the states by 
the Fourteenth Amendment *’ and that the general principles for- 
merly binding only on the federal government now apply with equal 
force to the states.** 

Under the impetus of this new approach the “wall” now breaks its 
former confines of the federal field and begins to be built to effect the 
separation of the church and the individual state.*® 

Before the recent intervention of the federal courts however the 
states had developed by their own decisions relatively consistent pro- 
hibitions against (1) any preference of any church over another (2) 
any compulsory attendance at any religious worship and (3) any tax- 
ation in support of any religious organization.*° Now to be super- 
imposed on the prohibitions established by states are the prohibitions 
formerly applied by the federal courts only on the federal govern- 
ment. These general principles are clear and unmistakable. How- 
ever in their specific application, especially in certain aspects of state 
activities in which the federal government has had limited or no ex- 
perience, no adequate outline of the “wall” is discernible. In no field 
is this more true than in the field of education. As a result of the 
lack of former decisions of the federal courts *? in this field and a 


hesitancy now to draw the definite and specific limits of the “wall,” 


86 Unitep STATES CONSTITUTION, Amend. 14. 


87 Cantwell v. Connecticut, cit. supra note 12; Everson vy. Board of Educa- 
tion, cit. supra note 11. 


38 “Due process under the Fourteenth Amendment now applies a national pro- 
tection as against state action with respect to certain of the guarantees also in 
the First Amendment . . . cases make it clear that it protects religious free- 
dom,” Dodd, op. cit. supra note 14. 

89 McCollum v. Board of Education, cit. supra note 2; Everson y. Board of 
Education, cit. supra note 11. 


40 Zollman, op. cit. supra note 3 at p. 1149. 


41 Federal activities in the field of education through educational institutions 
have been limited to the U. S. Military Academy, the U. S. Naval Academy, 
and the U. S. Coast Guard Academy. 


42 Although the three Academies maintained and supported by the Federal 
Government provide for a number of religious activities, none of these practices 
has come to the attention of the court. Typical of these activities are: (1) 
U. S. Navat Acapemy Recutations, Art. 4301 (a): “Daily, except on Sun- 
days, a chaplain will conduct prayers in the messhall, immediately before break- 
fast.” Jd. 4301 (b): “Midshipmen shall attend church services on Sunday at 
the Naval Academy Chapel or at one of the regularly established churches in the 
city of Annapolis”; (2) RecuLations For U. S. Corps or Capets (1947) 47, 
“Attendance at chapel i is part of a cadet’s training; no cadet will be exempted. 
Each cadet will receive religious training in one of the three principal faiths: 
Catholic, Protestant, or Jewish.” If any of these regulations had been challenged 
by a pioneering midshipman or cadet, the problem of religion in the field of state 
education as raised by the First Amendment might be simpler of solution today. 
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much confusion remains with little prospects of its subsiding ** and 
every prospect of increasing litigation in this field.** 

Suits involving religion and public school education principally 
fall into three categories: (1) suits involving the use of the public 
school system as a means of religious instruction but designed as an 
integral part of the school program; (2) suits concerning state assist- 
ance and toleration of private sectarian schools; and (3) suits con- 
cerning “released time” *° in which the school cooperates with reli- 
gious groups in having the latter furnish the instruction. Much has 
been written on the subjects of direct religious instruction by the 
school ** and on the subject of aid for sectarian schools.*7 Primary 
attention is here centered upon the subject of “released time.” In 
spite of its widespread practice only six cases can be found in which 
its constitutionality has been challenged.** The problem of “released 
time” has recently become prominent because of the Supreme Court 
holding in People of the State of Illinois ex rel. McCollum v. Board 
of Education of School District No. 71 ** in which no definite or pre- 
cise standard was given while holding that the First Amendment, as 
made applicable to the states by the Fourteenth, bars the use of the 
state school system to aid religious education and a more recent deci- 
sion by Mr. Justice Elsworth, in People ex rel. Lewis v. Spaulding *° 
which appears to be in conflict with or at best to limit or fence in the 
McCollum decision by holding the New York system of “released 
time” to be constitutional. 


43 “Tf with no surer legal guidance we are to take up and decide every varia- 
tion of this controversy . . . we are likely to have much business of the sort.” 
McCollum v. Board of Education, cit. supra note 2, at p. 238 (concurring 
opinion by Jackson, J.) 

44 McCollum v. Board of Education, cit. supra note 2 at pp. 252-3. 

45 Note 48 infra. 

46 Confrey, SECULARISM IN AMERICAN Epucation: It’s History (1931) ; 
Keesecker, Legal Status of Bible Reading and Religious Instruction in Public 
Schools (U. S. Office of Education, Bulletin No. 14, 1930). See also Note 19 
supra. For compilation of cases see Notes, 5 A. L. R. 866 (1920), 141 A. L. R. 
1144 (1942). 

47 Note (1947) 60 Harv. L. Rev. 793; Note (1947) 22 Norre Dame Law. 
192; Note (1942) 18 Norre Dame Law. 170; Note (1941) 50 Yate L. Rev. 
917; Note (1930) 25 Int. L. Rev. 547. For compilation of cases see note 46 
supra. 

48 Cases which have specifically raised this question are: 

(1) McCollum v. Board of Education, cit. supra note 2. 

(2) People ex rel. Lewis v. Spaulding, 85 N. Y. S. 682 (1948). 

(3) Gordon v. Board of Education, 178 P. (2d) 488, 493 (Cal. App. 
4 


1947). 
(4) People ex rel. Latimer v. Board of Education, 394 Ill. 228, 68 N. E. 
(2d) 305 (1946). 
(5) People ex rel. Lewis v. Graves, 245 N. Y. 195. 156 N. E. 663 (1927). 
(6) Stein v. Brown, 125 Misc. 692, 211 N. Y. S. 822 (1925). 
49 Cit. supra note 2. 
50 -, supra note 48. 
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A clear distinction exists and is recognized by the courts between 
“released time” and “dismissed time.” ** The latter system, some- 
times called the French system,** provides that one school day each 
week is shortened to allow all children to go where they please.** 
There is no regular class schedule and permissible absence from the 
school during such time is not contingent upon attendance at reli- 
gious classes. It is free time for all not dissimilar to Saturdays or 
after school hours. ‘Released time” is a system whereby public school 
students are released from regular attendance at school for the pur- 
pose of religious instruction. The scheme was first adopted ™ by the 
public school system of Gary, Indiana, in 1914.55 That year found 
619 pupils leaving the public schools of that city to attend church 
schools during one period a week. Today, 2,000,000 pupils in over 
2,000 communities participate in “released time” programs of various 
types.°° When it is also recalled that the practice exists of providing 


51 McCollum v. Board of Education, cit. supra note 2 at pp. 230-1. 

52 This plan was instituted by the Third Republic of France. It should be 
noted however that this action was supported in France by its leaders as a part 
of a struggle to emancipate the school from the control of the church. Law No. 
11, 696, March 28, 1882, Bulletin des Lois, No. 690, provided that “Public ele- 
mentary schools will be closed one day a week in addition to Sunday in order to 
permit parents, if they so desire, to have their children given religious instruc- 
tion outside of school buildings.” This approach to the movement for separation 
of the school from the control of the church is fully discussed in Muzzey, State, 
Church and School in France, The School Review, March through June (1911). 
It is interesting to note that the Vichy Government attempted to set up a true 
“released program” but the officials of the church successfully opposed it be- 
cause they feared it as a step toward domination of the state over the church. 
See Schwartz, Religious Institutions Under Petain, (Sept. 24, 1941) 58 Christian 
Century 1170. 

53 See Davis, Weekday Classes in Religious Education, U. S. Office of Educa- 
tion Bulletin, No. 3, 22 (1941); Shaver, The Movement for Weekday Religious 
Education, (January-February 1946) 41 Religious Education 6, 9. 

54 Dr. George U. Wenner initiated the movement for the “released time” 
system in America through the Interfaith Conference on Federation in 1905 
when he suggested that the public schools monopolized the child’s time and 
proposed that the church was by right entitled to its proper share of that time. 
He cited the system of the Third Republic of France and suggested that churches 
provide “Sunday school on Wednesday and that the public school excuse pupils 
for such purpose upon request of the parents” Wenner, Reticious Epucation 
AND THE Pustic ScHoots (Rev. ed. 1913). His system would have those who 
did not desire to attend “Sunday school” continue with their normal classes but 
he appealed to the school authorities not to offer particularly attractive, inter- 
esting, or important courses or activities during those Wednesday “release” 
periods. 

55 The Gary system was inaugurated by Superintendent of Schools Wirt. 
The plan called for religious instruction in the churches with the school exer- 
cising no control as to supervision, instruction, methods of teaching, or subject 
matter. The school did not even concern itself with actual attendance of the 
“released” pupil at the church since this period would otherwise have been a 
play period. Brown, The Week-Day Church School of Gary, Indiana (1916) 
11 Religious Education 5; Wirt, The Gary Public School and the Church, id. 
at p. 221. 

o0 1947 Year Book, International Council of Religious Education, p. 76 
(1947) ; New York Times, p. 22, col. 1 (Sept. 21, 1947). 
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religious education in cooperation with the public schools in all but 
two states *’ the importance of the problem becomes apparent. 

The details of “released time” programs are so divergent that it is 
unusual to find any two systems exactly alike.** Even within a single 
state a variety of plans are usually in operation.*® However, diversi- 
fied may be the plans they have been universally supported by all reli- 
gious sects and for that reason few cases have arisen challenging 
their validity. 

When the “released time” programs were first introduced, the im- 
mediate reaction was that such a scheme was clearly unconstitutional 
because the required separation of church and state clearly prohibited 
sectarian instruction in public schools and this release program would 
in effect accomplish that prohibited objective by allowing required 
school attendance laws to be used in aiding sectarian training by the 
unlawful substitution of such sectarian instruction for that instruc- 
tion contemplated through compulsory school attendance laws." It 
was not long however until this reasoning of the state courts gave 
way to the view that “aid” was not given to religions by this program 
since no compulsion was used in requiring attendance at religious 
education classes since it was purely optional and those who did not 
choose to attend merely continued with a regular school schedule.*? 
Thus in People ex rel. Lewis v. Graves,°* New York set the pattern 
for the constitutional sanction to “released time.” This view has 
since been consistently followed by other states in the few instances 
in which the question has been presented to the courts. The Illinois 
court was following this established pattern in the McCollum case * 
when it held that the Champaign “released time” program was not 
constitutionally objectionable. However, when that case was re- 
viewed by the United States Supreme Court the reason for holding 
the plan a violation of the First Amendment was not clear and by 
implication it appeared that all “released time” programs would fall 
beyond the constitutional limitations.®* As a result of a refusal to point 


57 Shaver, op. cit. supra note 53 at p. 6. 

58 Davis, op. cit. supra note 53 at p. 24. 

59 Shaver, op. cit. supra note 53 at p. 8. 

60 See pp. 521-22 supra and note 48 supra. 

61 Stein v. Brown, cit. supra note 48. 

62 People ex rel. Lewis v. Graves, cit. supra note 48 at p. 198. 

63 It is interesting to note that the same plaintiff in the case was to 22 years 
later again appear as plaintiff in People ex rel. Lewis v. Spaulding, cit. supra 
note 48, to test the same issue anew in the New York Courts. 

64 McCollum v. Board of Education, cit. supra note 2. 

65 This appears to be the reason for the concurring opinion of Frankfurter, 
J. in which Jackson, J., Rutledge, J., and Burton, J., joined. McCollum vy. 
Board of Education, supra note 2 at p. 231. 

66 McCollum v. Board of Education, cit. supra note 2 at p. 234 (concurring 
opinion of Jackson, J.), “If, however, jurisdiction is found to exist, it is im- 
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to the specific features which made the Champaign plan objectionable, 
a reasonable assumption might be that the basic idea of “releasing” 
students for religious instruction was to be prohibited. Indeed such an 
inference may be drawn from certain wordings of the court’s deci- 
sion.** Sparked by this apparent return to the views expressed in 
the Stein case * and also in a beginning of the fulfillment of the 
prophecy by Mr. Justice Jackson * the same plaintiff in the People 
ex rel. Lewis v. Graves™ after twenty-two years revived his objec- 
tion to the “released time” program as it is in operation in New York 
and relied largely on the McCollum case to force the New York 
courts to return to its views expressed in its Stein decision. How- 
ever, New York Supreme Court Judge Elsworth refused to accept 
the McCollum decision as being indicative that the Supreme Court 
holds that “released time” is per se unconstitutional. He reasons 
that a reasonable interpretation of the entire opinion of Mr. Justice 
Black, in speaking for the court in the McCollum case, is that he had 
no real intention of passing in blanket terms upon the abstract issue 
of “released time” in general, but only to a set of facts found to exist 
in Champaign."* Even if that had not been the personal interest of 
Mr. Justice Black, Judge Elsworth holds that the dissent of Mr. 
Justice Reed, which holds the Champaign system constitutional, 
together with the concurring opinion of Mr. Justice Frankfurter, in 


which Mr. Justice Jackson, Mr. Justice Rutledge, and Mr. Justice 
Burton joined, which clearly indicates that there should be limits 
upon the scope of the decision and implies that “released time” is 
constitutional unless it is characterized by elements rendering it 


portant that we circumscribe our decision with some care,” and again at p. 235, 

...a danger signal which warns . . . if we do not place appropriate limita- 
tion on our decision. ” Also see dissenting opinion of Reed, J., at p. 240 “From 
the tenor of the opinion I conclude that their teachings are that any use of a 
pupil’s school time, whether that use is on or off the school grounds, with the 
necessary school regulations to facilitate attendance, falls under the ban.” 

67 McCollum v. Board of Education, cit. supra note 2 at p. 209-210. “Pupils 
compelled by law to go to school for secular education are released in part from 
their legal duty upon the condition that they attend the religious classes. This 
is beyond all question a utilization of the tax-established and tax-supported 
public school system to aid religious groups to spread their faith. And it 
falls squarely under the ban of | the First Amendment (made applicable to the 
States by the Fourteenth). 

68 Stein v. Brown, cit. supra note 48. 

89 See note 43 supra. 

70 Cit. supra note 48. 

71 McCollum vy. Board of Education, supra note 2 at p. 209. “The foregoing 
facts, without reference to others that appear in the record, show the use of 
tax-supported property for religious instruction and the close cooperation be- 
tween the school authorities and the religious council in promoting religious 
education.” Perhaps this language led to the view expressed by Elsworth, J. 
but see note 68 supra. 

72 McCollum v. Board of Education, cit. supra note 2 at p. 238. 
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otherwise,” is proof that at least five of the nine Justices of the United 
States Supreme Court were in agreement upon the proposition that 
“released time” as such is not unconstitutional per se.* As Mr. Jus- 
tice Frankfurter’s concurring opinion points out, a program is not 
unconstitutional which does no more than recognize the religious 
mores of a community and dismiss all students during regular school 
hours to provide an opportunity for those who wish to receive reli- 
gious education.** The New York plan is probably as close to the 
program Mr. Justice Frankfurter holds permissible as any “released 
time” program can be.”* The Champaign system on the other hand 


73 Jd. at p. 231 (concurring opinion of Frankfurter, J.) “We do not consider, 
as indeed we could not, school programs not before us which, though colloquially 
characterized as ‘released time,’ present situation differing in aspects that may 
well be constitutionally crucial. Different forms which ‘released time’ has taken 
during more than thirty years of growth include programs which, like that 
before us, could not withstand the test of the Constitution; others may be 
found unexceptionable.” 

74 People ex rel. Lewis v. Spaulding, cit. supra note 48. 

75 McCollum v. Board of Education supra note 2 at p. 230. 

76 In 1940 the legislature of New York in recognition of the then widespread 
practice of varying “released time” practices and with the hope of securing 
statewide rules governing the same which would provide some degree of uni- 
formity enacted Education Law, Sec. 3210, subdivision 1-b (L. 1940 chap. 305). 
“1(b). Absence for religious observance and education shall be permitted under 
rules that the commissioner shall establish.” Pursuant to such statutory au- 
thority, the State Commissioner of Education on July 4, 1940, adopted the fol- 
lowing regulations which are currently in effect in New York: “(1) Absence 
of a pupil from school during school hours for religious observance and edu- 
cation to be had outside the school building and grounds will be excused upon 
the request in writing signed by the parent or guardian of the pupil. (2) The 
courses in religious observance and education must be maintained and operated 
by or under the control of duly constituted religious bodies. (3) Pupils must 
be registered for the courses and a copy of the registration filed with the local 
public authorities. (4) Reports of attendance of pupils upon such courses shall 
be filed with the principal or teacher at the end of each week. (5) Such ab- 
sence shall be for not. more than one hour each week at the close of a session at 
a time to be fixed by the local school authorities. (6) In the event that more 
than one school for religious observance and education is maintained in any 
district, the hour for absence for each particular public school in such district 
shall be the same for all such religious schools” (Regulations of the Commis- 
sioner of Education, art. 17, sec. 154; State of New York, Official Compilation 
of Codes, Rules and Regulations, vol. 1, p. 683). Thereafter the Board of 
Education of the City of New York promulgated the following rules governing 
the operation of a “released time” program in that city which have remained 
in effect and unchanged since 1941: “(1) A program for religious instruction 
may be initiated by any religious organization, in cooperation with the parents 
of pupils concerned. There will be no announcement of any kind in the public 
schools relative to the program. (2) When a religious organization is prepared 
to initiate a program for religious instruction, the said organization will notify 
parents to enroll their children with the religious organization, and will issue 
to each enrolled pupil a card countersigned by the parent and addressed to the 
principal of the public school, requesting the release of the pupil from school 
for the purpose of religious instruction at a specific location. The said cards 
will be filed in the office of the public school as a record of pupils entitled to be 
excused, and will not be available or used for any other purpose. (3) Religious 
organizations, in cooperation with parents, will assume full responsibility for 
attendance at the religious center and will file with the school principal, weekly, 
a card attendance record and in cases of absence from religious instruction, a 
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is far removed from this program since the school system there is 
closely associated with the operation of the entire program even to 
the extent that the school facilities and administrative machinery are 
used directly to aid in the religious program.”’ A careful analysis of 


statement of the reason therefor. (4) Upon the presentation of a proper request 
as above prescribed, pupils of any grade will be dismissed from school for the 
last hour of the day’s session on one day of each week to be designated by the 
Superintendent of Schools. A different day may be designated for each borough. 
(5) Pupils released for religious instruction will be dismissed from school in the 
usual way and the school authorities have no responsibility beyond that assumed 
in regular dismissals. (6) There shall be no comment by any principal or 
teacher on the attendance or non-attendance of any pupil upon religious 
instruction.” 

77 The Champaign system was based on no underlying enabling act. Its 
development and salient aspects have been thus described: “In 1940 interested 
members of the Jewish, Roman Catholic, and a few of the Protestant faiths 
formed a voluntary association called the Champaign Council on Religious 
Education. They obtained permission from the Board of Education to offer 
classes in religious instruction to public school pupils in grades four to nine 
inclusive. Classes were made up of pupils whose parents signed printed cards 
requesting that their children be permitted to attend; they were held weekly, 
thirty minutes for the lower grades, forty-five minutes for the higher. The 
council employed the religious teachers at no expense to the school authorities, 
but the instructors were subject to the approval and supervision of the superin- 
tendent of schools. The classes were taught in three separate religious groups 
by Protestant teachers, Catholic priests, and a Jewish rabbi, although for the 
past several years there have apparently been no classes instructed in the Jewish 
religion. Classes were conducted in the regular classrooms of the school building. 
Students who did not choose to take the religious instruction were not released 
from public school duties; they were required to leave their classrooms and go 
to some other place in the school building for pursuit of their secular studies. 
On the other hand, students who were released from secular study for the 
religious instructions were required to be present at the religious classes. Re- 
ports of their presence or absence were to be made to their secular teachers.” 
McCollum v. Board of Education, cit. supra note 2 at pp. 207-9. 

The following is the parental consent card used. Mae Chapin was not a 
— employee although the cards were distributed and collected by school 
officials : 


“CHAMPAIGN COUNCIL OF RELIGIOUS EDUCATION 
1945-1946 
Parent’s Request Card 
Please permit in Grade 
School to attend a class in Religious Education one period a week under 
the Auspices of the Champaign Council of Religious Education. 
(Check which) 
( ) Interdenominational 
( ) Protestant 
( ) Roman Catholic 
( ) Jewish 
Signed 


Parent’s Church 


Telephone No. ............ Address 
A fee of 25 cents a semester is charged each pupil to help cover the cost 
of material used. 
If you wish your child to receive religious instruction, please sign this 
card and return to the school. 

Mae Chapin, Director.” 
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these two programs shows variances and contrasts.”* These con- 
trasts were pointed out by Judge Elsworth who states that the real 
finding in the McCollum case was predicated upon the finding that 
the Champaign plan was in aid of religion and declares: “This court 
can not so find. It believes the New York plan free from the objec- 
tionable features which motivated the United States Supreme Court 
to declare the Champaign plan unconstitutional.” *® Then, after rely- 
ing on the dicta of Everson v. Board of Education ® Justice Elsworth 
asserts that the state must be neutral and concludes with the appar- 
ent irrelevant observation that “Fundamental is the right of the par- 
ent to rear his child in a particular religious faith, or to rear him as 
a non-believer if he so elects. Denial of this fundamental right to 
the parents now exercising the same through the medium of the New 
York ‘released time’ programs should certainly not be made on 
speculative grounds.” * 


78 The principal distinguishing features of the two programs were: (1) The 
Champaign plan had no state enabling statute; the New York City Plan had as 
an enabling statute, Education Law, sec. 3210. See note 76 supra. (2) In the 
Champaign plan, religious training took place on school property in the school 
buildings; in the New York City plan religious training took place off school 
property and outside school buildings. (3) the Champaign plan provided segrega- 
tion by school authorities according to religious faiths of the pupils; the New 
York City plan provided no segregation by school authorities as pupils left the 
school property and chose their destination. (4) In the Champaign plan the 
school authorities designated the place of instruction; in the New York City 
plan school authorities had no part in designating the place of instruction as 
this was controlled by the religious organizations. (5) Under the Champaign 
plan school authorities approved and supervised the religious instructors; under 
the New York City plan no approval or supervision by school authorities was 
provided. (6) In Champaign pupils were solicited in school buildings for 
religious instruction by school authorities; in New York City school authorities 
have no part in soliciting pupils for religious instruction and no solicitation 
occurs in school buildings. (7) Under the Champaign plan registration 
cards were distributed by the school; under the New York City plan registra- 
tion cards were not distributed by the school. (8) At Champaign, at least in 
one instance, registration cards were printed at school expense; at New 
York City registration cards are never provided by the school. (9) In the 
Champaign school non-attending pupils were isolated or removed to another 
room used as a study hall; in the New York City schools non-attending pupils 
remained in regular classrooms and significant educational schedules were 
continued. (10) Under the Champaign plan public school buildings were used, 
registration cards were furnished by the school, registration cards were dis- 
tributed and collected by school officials, school officials supervised the pro- 
gram and approved the instructors and school officials arranged for the places 
for religious instruction, all of which might be construed to involve expenditure 
of school funds in “aid” of religious instruction; under the New York City 
plan no activity was performed by school officials nor was school property used 
in any way to be construed to involve expenditure of any school funds in “aid” 
of religious instruction. 

78 People ex rel. Lewis v. Spaulding, cit. supra note 48 at p. 689. 

80 Everson v. Board of Education, cit. supra note 11 at p. 15. “Neither a 
state nor the Federal Government . . . can pass laws which aid one religion, 
aid all religions. or prefer one religion over another. Neither can force nor 
influence a person to go to or to remain away from church against his will.” 

81 People ex rel. Lewis v. Spaulding, supra note 48 at p. 690. 





528 THE GEORGE WASHINGTON LAW REVIEW 


Whether this Lewis holding will serve to blueprint the future 
“wall” in the field of “released time” is problematical. It is to be 
hoped, however, that some moderate interpretation will be given the 
McCollum decision which will neither on the one hand declare all 
such programs unconstitutional nor yet on the other hand allow un- 
due use of the influence of the public school system to be used in aid 
of religious education.*? The blueprint suggested by the Lewis deci- 
sion would suggest a “wall,” on the constitutional side of which would 
be a system such as that of New York, with the McCollum view so 
modified (or clarified) as to permit the employment of the compul- 
sory school system to aid in proselyting students for the religious 
education classes of the church ** and on the unconstitutional side of 
which would be every positive aid given by the school other than the 
release of the student.** 

But assuming that such an interpretation is given the McCollum 
decision, a second hurdle that must be cleared is the dicta of the Ever- 
son case which holds that in the absence of any serving of a “public 
purpose” there can be no aid to religion however small.** That “pub- 


82““One may hope that Justice Elsworth is right .. . it will be a bad day 
for this country if he is not upheld. It will be ironic indeed if a prohibition 
of the ‘free exercise of religion’ in the form of voluntary religious instruction 
during the hours set aside for school, comes from our courts. The First 
Amendment and subsequently the Fourteenth making it applicable to the states, 
had the legislative bodies in mind in guaranteeing that ‘Congress shall make no 
law respecting an establishment of religion or prohibiting the free exercise 
thereof. ..’.” The Evening Star, Washington, D. C., p. 8, col. 2. (Nov. 17, 1948) 

83 This ‘could be considered as a continuation of 'the ‘ “laissez-faire” theory of 
inaction even carrying it to the extent of refusal to strictly enforce the com- 
pulsory school laws if such enforcement was to constitute an interference with 
personal religious freedom. From those who are skeptical of even the slightest 
suggestion of aid to religion from the school there should come no complaint 
if waiver of compliance with compulsory attendance were allowed where it was 
needed to strengthen that “wall of separation” for which they so strongly insist. 
The New York City system seems to coincide with this minimum program. 
See note 76 supra. 

84 Perhaps any single one of the features of the Champaign plan listed in note 
78 supra should fall within this ban. There would appear to be a vast difference 
in and a logical “wall” between a purely negative approach by a school which 
refused to prohibit or prevent attendance at religious instruction classes outside 
the school and a positive approach which played a part in encouraging or ar- 
ranging programs for religious education. 

85 Everson v. Board of Education, cit. supra note 11. The majority of the 
court speaking through Mr. Justice Black upheld the validity of the school 
district’s paying transportation charges for these students attending parochial 
schools, even though they admitted that it undoubtedly facilitated attendance at 
parochial schools of students who otherwise might have attended elsewhere, on 
the basis that it did no more than “. .. help parents get their children, re- 
gardless of religion, safely and expeditiously to and from accredited schools” 
and on the basis of this “public purpose” being served even though there was 

“incidental” aid to religion stoutly declared “That wall must be kept high 
and impregnable. We could not approve the slightest breach. New Jersey has 
not breached it.” Jd. at p. 18. 
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lic purpose” could be served by any program of “released time” is 
highly improbable. It would seem that avoidance of the Everson dicta 
could be evaded only by a modification of that dicta. Mr. Justice 
Reed in his dissent in the McCollum case suggests a modification 
which would not require a “public purpose” with aid to religion as 
an incident thereto as suggested by the Everson dicta but would 
sanction any aid to religion where it is only “. . . incidental advan- 
tages that religious bodies, with other groups similarly situated, ob- 
tain as a by-product of organized society [and not] purposeful assist- 
ance directed to the church itself or to some religious group. . . per- 
forming ecclesiastical functions.” ** 

A second modification of the Everson dicta which might permit 
“released time” to square with it would be to substitute for the test 
of “public purpose” the test of “public benefit” and then allow each 
individual case to be determined by a weighing of the “public benefit” 
against the extent of religious aid. It has been suggested *’ that the 
inculcation of moral principles could be viewed as a public benefit 
which would so outweigh aid thus given to religion by a minimum 
program of “released time” that the incidental aid thus given would 
not render the program an unconstitutional violation of the First 
Amendment in a similar way to which “public purpose” in the Ever- 
som case was so great as compared with the slight (though admitted) 
aid to religion that the incidental aid did not render it an unconsti- 
tutional violation of the First Amendment.** 

The modification suggested by Mr. Justice Reed, in view of the 8-1 
decision over his dissent, seems highly improbable. However, the 
latter modification suggested seems a reasonable and desirable ap- 
proach by which the Supreme Court could maintain the fundamentals 
of the Everson case holding, and yet open the way to “released time” 
programs which accord with the blueprint for the “wall of separa- 
tion” suggested by the Lewis decision. 


W. B. PETTIGREW. 


86 McCollum v. Board of Education, cit. supra note 2 at pp. 248, 249. 
87 Note (1948) 57 Yate L. J. 1114, 1117. 


88 Undoubtedly the “public purpose” doctrine of the Everson case, also re- 
ferred to as the “child benefit theory,” is tantamount to an exception from 
complete separation of church and state. See note 85 supra. In the Everson 
case there was actual expenditure of public funds in aid to religion, but the 
“aid to the child” was held to be paramount. It would therefore seem reason- 
able and logical to believe that the Supreme Court, when confronted by a 
“released time’ program such as that of New York City where there is no 
expenditure of public funds and no positive aid given to religions, would find that 
“public benefit” was paramount. 





THE GEORGE WASHINGTON LAW REVIEW 


Use or APPLICANT’s OWN TEACHING OF EQUIVALENCY 
To Reyect CLAIMS 


It is axiomatic in patent law that an applicant’s disclosure cannot 
be used against him in the sense that his own teachings may not be 
combined with the prior art for purposes of anticipation. While the 
fairness and wisdom of the axiom have not been generally disputed, 
yet there is a marked and growing tendency of late in the Court of 
Customs and Patent Appeals to invert the axiom as applied to teach- 
ings of equivalency. It frequently occurs that an applicant discloses 
a functional equivalence between materials A, B and C while the prior 
art, failing to show or appreciate this equivalency, nevertheless dis- 
closes that C possesses the function. A question arises as to the pro- 
priety of rejecting claims solely to A and B. 


Precedents and Rationale in Support of the Axiom 


Basically, the axiom may be justified on broad equity principles of 
fair play. In effect, to reject an applicant’s claims on the basis of 
his own teaching of equivalency is tantamount to penalizing the appli- 
cant for disclosing too much. And, inasmuch as an inventor is en- 
couraged and rewarded for teaching the art all that he has in fact 
discovered, it would appear unfair and clearly violative of sound 
public policy to penalize him for submitting a full and complete dis- 
closure. 

That some appellate tribunals justify the axiom on this broad prin- 
ciple of fair play can be seen in Ex parte Shelton,’ wherein the Patent 
Office Board of Appeals, in reversing the examiner’s rejection of the 
claims, stated : ? 


We do not feel that a case of an applicant should be rejected on 
his own showing of equivalency. It is only where the equiva- 
lency of certain materials is known to the prior art that the sub- 
stitution of one for another is not invention. (Italics added). 


By the use of the word should, the Board of Appeals apparently 
wanted to convey the feeling that it would be improper and unfair 
to strike the applicant down for his teaching. 

It should be noted, here, that in this view of the axiom, the element 
of invention in discovering the equivalency is immaterial. Conse- 
quently, appellate tribunals employing the axiom as an equitable prin- 
ciple do not concern themselves with evidence of extensive research 
tending to prove that the discovery of the equivalency resulted from 
the exercise of inventive concept. 


149 U.S. P. Q. 36 (Pat. Off. Bd. App. 1940). 
2 Jd. at p. 37. 
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Thus in Ex parte Manor,’ applicant’s patent which was copending 
for about a month with the present application had a claim disclosing 
a container wall coating of polyvinyl alcohol and starch. Methyl 
cellulose does not appear in the patent as an equivalent of polyvinyl 
alcohol, although it was originally disclosed in that case and was can- 
celled out before the patent issued. In reversing the examiner’s 
rejection, the Board of Appeals stated: * 


No reference shows that at the time this application was filed 
polyvinyl alcohol and methyl cellulose were equivalents when 
admixed with starch as coatings for a fibrous container. We 


regard claim 9 as patentable over the art which includes appli- 
cant’s prior patent. 


As in the Shelton decision,® the Board of Appeals simply would not 
allow a transposition of the applicant’s teaching into the prior art. 
The Board of Appeals also was apparently unconcerned with whether 
or not inventive skill was exercised by the applicant in ascertaining 
the equivalency. The absence in the prior art of this teaching of 
equivalency is a conclusive presumption of patentability, in this view 
of the axiom. 

Some appellate tribunals justify the axiom on the rebuttable pre- 
sumption that the applicant’s discovery of the equivalency involves 
the exercise of invention.* Such tribunals approach the axiom from 
the viewpoint that it is merely a phase of the broader principle of 
substitution of materials? Thus the applicant’s own teaching of 
equivalency will not be employed to reject his claims unless a suffi- 
cient showing is made to rebut the presumption. In this view of the 
axiom, the element of invention in discovering the equivalency takes 
precedence over the equitable principle of fairness ; that is, the axiom 





871 U.S. P. Q. 271 (Pat. Off. Bd. App. 1945). 

4Id. at p. 272. 

5 Supra note 1. 

6 Ex parte Hentrich, 38 U. S. P. Q. 249 (Pat. Off. Bd. App. 1937) : 

“As a general proposition, chemical substances, even though quite sim- 
ilar in nature, cannot be assumed ito be equivalents. The equivalency can 
only be determined by experiment.” Ibid. 

7 Ex parte Taborsky 35 U. S. P. Q. 142, (Pat. Off. Bd. App. 1937) : 

“As a result of appellant’s teachings, we now know that the resistors of 
Nesbit, Evans and Strasser are the equivalent of, or perhaps superior to, 
the constant inductive resistors described by Hague, but constant inductance 
is a property of these resistors which the patents did not teach and which 
was only incidental in the organizations where these resistors were formerly 
employed. The present situation is analogous to one where a material is 
substituted in an old organization. Where in substituting one material for 
another some valuable property of the material, before unknown, is brought 
to light, the substitution may involve invention. In the present case, we 
think the characteristic of constant inductance sufficiently unobvious in the 
prior art disclosures to warrant the granting of a patent for the use of 
resistors of the Evans and Nesbit type in a bridge circuit such as described 
by Hague.” Id. at p. 143. 
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will be upheld unless the examiner can clearly show that the substi- 
tution of one material for another, despite the absence of such a teach- 
ing in the art, would involve no more than the expected judgment of 
one skilled in the art. In such a case, the fact that the applicant him- 
self taught the equivalency would be deemed lacking in patentable 
moment. 

By and large the majority of the appellate tribunals appear to favor 
the second, or rebuttable presumption approach to the axiom in favor 
of the first, or conclusive presumption approach. In reality, how- 
ever, the rebuttable presumption approach does not constitute a re- 
versal of the axiom but a limitation on its applicability. This ap- 
proach effects a re-definition of the axiom to read as follows: an 
applicant’s claims may not be rejected on his own teaching of equiva- 
lency provided that it can be shown that the equivalency could reason- 
ably be predicted from the prior art teachings and the nature of the 
materials by those skilled in the art. Thus, suppose an applicant pre- 
sents claims to a process employing compounds set forth in a true 
Markush group, and the prior art discloses substantially the same 
process using one of the compounds. Claims incorporating a re- 
stricted Markush group in which the prior art compound is absent 
could still be rejected and come within the re-definition stated herein- 
above. A true Markush group includes compounds that are not only 
functional equivalents but have a community of chemical and/or 
physical properties. Hence the degree of predictability as to func- 
tional equivalency between the Markush compounds would be ex- 
pectedly high and accordingly, it would not be unreasonable to hold 
that such equivalency would be obvious to those skilled in the art, 
despite any affirmative teaching in the prior art to that effect. By the 
same token, the degree of predictability of functional equivalency 
between widely-divergent materials or compounds set forth in a false 
Markush group would be necessarily low. In such situations, the 
applicant’s claims should not be rejected on his showing of equiva- 
lency inasmuch as the limitation in the re-definition as to predicta- 
bility and obviousness has not been met. 


8 Ex parte Lawson 30 U. S. P. Q. 240 (Pat. Off. Bd. App. 1935) : 


“The six carbon aliphatic hexahydric alcohols, to which appellant’s com- 
position is limited, are not closely related to the glycols of the patent. The 
usual rule in chemical cases is that the operation of a novel material sub- 
stituted in an old combination cannot be predicted. This rule is subject to 
some exceptions and in certain cases it has been held that, where the nature 
of the material substituted is such that a worker in the art might reasonably 
expect it to be an operative equivalent, the testing of the same for equiv- 
alency is not a matter of invention.” Ibid. 
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Precedents and Rationale in Opposition to the Axiom 


It should be here mentioned that the Patent Office Board of Ap- 
peals has fairly consistently maintained the position that the axiom 
will be upheld except where it can be clearly shown that the revealed 
equivalency could reasonably be predicted from the nature of the ma- 
terials and a recognition of the properties of the materials in the prior 
act. On the other hand, the Court of Customs and Patent Appeals has 
been attempting of late to eradicate the axiom and, as will be pointed 
out hereinafter, the axiom has received attack by this court by dicta 
in many situations where the applicability of the axiom was not in 
issue. 

The doctrine adopted by the Court of Customs and Patent Ap- 
peals appears to be that where the applicant has disclosed an equiva- 
lency between materials, he is not in a favorable position to argue 
for any invention in one as distinguished from the other shown in the 
prior art. While the court has not elaborated the reasons for invert- 
ing the axiom and adopting the above-mentioned doctrine, it is pos- 
sible to infer the reasons from the language employed by the court 
in certain cases. 

Most frequently, the court will treat applicant’s own teaching of 
equivalency as an admission against interest or an admission of non- 
criticality. Thus in In re Switzer,’° the appellants discovered, appar- 


ently after much experimentation, that carbon black was substantially 
inert to caustic soda and was greatly superior to any other finely- 
divided solid material in a coating composition for the purpose of 
providing prolonged protection to metal containers. However, the 
appellant in his specification stated: 


As a result of our investigations, we have discovered a method 

. . which involves coating the metal surfaces of the containers 
with a mixture containing a relatively high proportion of poly- 
styrene and a relatively small proportion of a finely-divided solid 
that is substantially inert to caustic soda. Preferably, the finely- 
divided solid is a pigment, and several pigments that are sub- 
stantially inert with respect to caustic soda may be employed 
among them, titanium dioxide and carbon black." 


The Patent Office rejected claims limited to carbon black on sev- 
eral references, one a patent to Hempel disclosing titanium dioxide 


®In re Yount, 171 F. (2d) 317, 80 U. S. P. Q. 141 (C. C. P. A. 1948): 
“Where appellant by his own specification teaches that small bags are the 
equivalent of large bags, he is not in a favorable position to argue for any 
invention in one as distinguished from the other.” Id. at p. 318. 
10166 F. (2d) 827, 77 U. S. P. Q. 156 (C. C. P. A. 1948). 
11 Jd. at p. 830. 
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as an inert filler in the composition. In affirming this rejection, the 
court stated: 


That material, by the terms of appellant’s own specification, is 
equivalent to the carbon black of the appealed claims. Accord- 
ingly, the claims limited to carbon black do not thereby define 
patentable subject matter. . . In view of the pertinent and obvi- 
ous disclosures of the prior art of record, together with the ad- 
missions made by appellants . . . we conclude that the appealed 
claims define no subject matter inventive or patentable over such 
art. (Italics added ).'* 


Evidently, the court considered the appellant’s own teaching of 
equivalency an admission against interest or an admission that there 
is no patentable or critical difference between carbon black and titan- 
ium dioxide. Once having declared such a teaching to be an admis- 
sion, it becomes simple thereafter to estop the applicant from deny- 
ing the uncriticality of the materials over the one shown in the prior 
art. This doctrine of estoppel based on the applicant’s admission can 
be discerned in In re McKee.** In that case, the appellant amended 
his specification to define the term “slicing” as the separation of a 
carcass into minor divisions in whatever manner may be employed, 
as for instance, by means of a knife, chopping tool, or saw. The prior 
art disclosed appellant’s method in which the carcass was subdivided 
by chopping, pulverizing and sawing. In affirming the patent office’s 


rejection of those claims limited to knife-blade slicing, the court said : 


Claim 6 recites, in part, that the slicing is done “by means of 
a knife-blade cutter,” and appellant contends that this constitutes 
a patentable limitation. .. The difficulty with this position is 
that the appellant, by his definition of the meaning of “slicing,” 
as expressed in his amendment, considers a knife, a chopping 
tool, and a saw as equivalents. If he so considers and treats 
them, then he can claim no patentable distinction between them 
upon this application.” ™* 


This same doctrine of estoppel based on an admission received the 
approval of the court in the oft-cited case of In re Withington.** 

The one case consistently cited by the court in support of this doc- 
trine is In re Ayres.1® Inasmuch as it is the author’s contention that 





127d. at p. 831. Accord In re Jagielky, 109 F. (2d) 662, 44 U. S. P. Q. 
475 (C. C. P. A. 1940). 

1875 F. (2d) 635 (C. C. P. A. 1935). 

147d. at p. 636. 

15104 F. (2d) 192; 41 U. S. P. Q. 742 (C.C. P. A. 1939): 

“Since appellant’s disclosure appears to treat intaglio and cameo marks 
as equivalents we are unable to see how he can successfully urge the 
patentability of a claim specific to one equivalent when the other is clearly 
shown in the prior art.” Jd. at p. 193. 

1683 F, (2d) 297, 29 U.S. P. Q. 424, 1936 C. D. 468 (C. C. P. A. 1936). 
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this case does not in fact establish this doctrine and hence has fre- 
quently been misapplied, a fairly detailed analysis of this case would 
be in order. 

A basic claim presented for appeal reads as follows: 


A normally gum forming cracked gasoline stabilized by con- 
taining a small amount of an antioxidant selected from a group 
consisting of alpha-naphthol, hydroquinone ammonia, pyrogallol, 
triphenyl phosphate, benzidine, orthotoluidine and paratoluidine, 
and also containing a small amount of a gum retarding agent 
selected from a group consisting of phenyl beta naphthylamine, 
diphenylamine, dimethyl aniline, alpha-naphthol-benzein, amyl 
alcohol, triphenyl carbinol, xylidene and meta toluidine.’” 

It will be noted that the functional equivalency between the anti- 
oxidants and gum retardants was set forth in Markush groups; and 
while it appears obvious that these groups are improper inasmuch as 
the elements therein do not possess a community of chemical proper- 
ties such as is found in a well-recognized scientific classification or 
category, the propriety of the Markush groups was apparently not at 
issue either before the Patent Office or before the court. 

The Patent Office rejected the claims on a British patent which 
disclosed that alpha-naphthol and alpha naphthylamine were able to 
combine with acids to reduce and prevent increase of gums in hydro- 
carbon oils and gasoline. Although the appellant conceded that all 
the anti-oxidants named in the claims were equivalent in function to 
alpha-naphthol and that all of the gum retardants were equivalent to 
alpha-naphthylamine, he nevertheless urged that these equivalencies 
were first taught and disclosed by him in the present application.*® 

In rejecting this argument, the court held that the British patent 
did in fact disclose the same function for alpha-naphthol and alpha- 
naphthylamine as shown by the appellant but that the appellant 
merely assigned the names “antioxidant” and “gum retardant” to the 
respective functions.’® 


17 Jd. at p. 298 ; . 
18 However, appellant after making such concession argues: 


“But prior to appellant’s researches these equivalencies were unknown. 
The effectiveness of alpha-naphthol as an anti-oxidant and of alpha-naphtyl- 
amine as a gum retardant was first disclosed in the present application. 
In fact the art did not know these tests whereby appellant discovered this 
equivalency. It follows that the rejection of the claim by reason of these 
equivalencies is a rejection upon appellant’s own disclosure.” Jd. at p. 300. 
19 “We are unable to concur in the soundness of the foregoing contention. It 
is true that the British patent does not refer to alpha naphthol as an ‘anti- 
oxidant’ nor to alpha-naphthylamine as ‘a gum retardant’; but, as shown by 
the above quotation from the specification, it clearly does teach the results of 
gum reduction and the prevention of gum increase by the use of a mixture of 
those two agents. While, therefore, appellant may have been the first to give 
names suggestive of the function of the respective agents, we cannot agree that 
the effectiveness of such agents to perform the ultimate functions which ap- 
pellant says they perform was not disclosed in the British patent.” Jbid. 
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What is more important, the court never agreed with the appel- 
lant’s assertion that he was the first to have disclosed the equiva- 
lencies, for the court clearly stated: 


As to the assertion that prior to appellant’s researches the 
equivalency of various agents to the respective agents named in 
the British patent was unknown, we are not cited to, nor have 
we found, anything in the record which seems to us to support 
it, and there is nothing in any of the claims which claims such 
equivalency as a new discovery.” (Italics added). 


How the court, therefore, can consistently cite the Ayres decision 
for the proposition that an applicant’s own teaching of equivalency 
may be employed to reject his claims is not understood. The court, 
in this landmark case, affirmatively stated that they did not believe 
the appellant’s to be the first to disclose the equivalency. In fact, 
the court clearly implies that had the appellant successfully shown 
that the equivalency was “a new discovery,” the holding would have 
been otherwise. Actually, the decision should be cited as authority 
in support of rather then in opposition to the axiom. From the lan- 
guage employed by the court, it would appear evident that the deci- 
sion can also be cited for the proposition that the first to give names 
suggestive of the functions of agents shown in the prior art is not 
necessarily the first to disclose equivalency between the agents on 
the basis of these named functions. 

Perhaps the present trend in the Court of Customs and Patent 
Appeals to invert the axiom results from an unwitting misinterpre- 
tation of the landmark Ayres case. Perhaps, on the other hand, this 
trend is being fostered deliberately notwithstanding the failure of 
adequate legal precedents. 

There is some indication that the trend is deliberate in the fact 
that the court has been including the inverted form of the axiom in 
dicta, apparently wherever possible. Thus in Jn re Yount,?* whether 
the applicant was the first to show equivalency between large and 
small bags was not at issue. In fact the claims on appeal did not 
specify large bags and the sole ground for rejecting the claims was 
that mere size without more was of no patentable moment. Never- 
theless, the court stated the inverted form of the axiom as an addi- 
tional ground for its decision, citing Jn re Ayres. Again, in In re 
Withington,”? the applicant disclosed and claimed a marking on handles 
made by depressing the material around the marking while the refer- 
ences showed depressed markings. The Board of Appeals rejected 


20 Tbid. 
21 Cit. supra note 9. 
22 Supra note 15. 
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the claims on the ground that it is immaterial whether the characters 
are depressed or appear to be raised by reason of the depressed sur- 
rounding substance. Besides affirming the Patent Office Board of 
Appeals on this ground, the court added the inverted form of the 
axiom, citing Jn re Ayres. Even in In re McKee,” the primary issue 
was whether the term “slicing” read on the prior art and not whether 
the applicant was the first to show the equivalency between a knife, 
chopping tool and saw in the claimed process. Yet the court again 
employed the inverted form of the axiom. 


Conclusion 


It is the author’s contention that to treat an applicant’s own dis- 
closure of equivalency as an admission against interest or a teaching 
of uncriticality is inequitable, contrary to sound public policy, and 
unsupported in law. It is inequitable in that it strikes the applicant 
down for an innocent disclosure of a feature of his invention. It is 
contrary to sound public policy in that it compels the inventor to 
secrete his discovery of equivalency whereas the patent laws are 
designed to extract a full and complete disclosure of one’s invention 
in exchange for the patent monopoly granted. It is unsupported in 
law since the basic and landmark Ayres decision does not in fact 
establish this unrealistic doctrine of admission. 


A more just and wiser approach would be to consider the appli- 
cant’s own teaching of equivalency as a presumption of invention in 
discovering the equivalency, rebuttable only by a clear and convinc- 
ing showing that the equivalency could be reasonably predicted by 
those skilled in the art on the basis of the nature of the materials and 
related considerations disclosed in pertinent prior art. 


Max R. MILLMAN. 


DIVISIONAL PRACTICE AND DouBLE PATENTING 


A requirement to divide is a decision by the Patent Office that at 
least two inventions are claimed in a single application for a patent 
and that, under the Rules of the Patent Office,’ the applicant must 
present each invention to the Patent Office in separate applications. 
It is said that the Patent Office practice is impliedly founded in the 


28 Supra note 13. 

1 Rules of Practice—United States Patent Office, Rule 141 “Two or more 
independent inventions can not be claimed in one application; but (a) where 
several distinct inventions are dependent upon each other and mutually contribute 
to produce a single result they may be claimed in one application, and (b) more 
than one species of an invention, not to exceed three, may be specifically claimed 
in different claims in one application, if that application also includes an allow- 
able aa generic to all the claimed species. 
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singular phraseology of the statutory language* which grants an 
inventor a right to obtain a patent for an invention. A second and 
more practical basis for the Patent Office divisional practice is that 
an inventor is entitled to an examination of but one invention for a 
single filing fee and that the Patent Office may establish its own rules 
and regulations which are not inconsistent with the spirit of the pat- 
ent statutes.* Another still more practical and more reasonable basis 
arises from the desire to prevent undue complexity in a single patent 
application thereby minimizing the indefiniteness in analysis of the 
scope of each patent. This basis is consonant with the general desire 
on the part of the courts that all rights and privileges be definitely 
ascertained in order to reduce to a minimum the innocent infringe- 
ment of those rights by parties uncertain as to the scope of those 
rights.* 

It has been stated that no patent has ever been held invalid because 
it claimed more than one invention * although one case intimated that 
it might be so held. The usual statement of the courts is that divi- 
sional requirements are solely Patent Office procedure and will not 
be interfered with except in those cases where there is clear abuse 
of discretion.’ 

Rule 141 as it existed in 1904 * was held void by the United States 
Supreme Court as to its third paragraph.® In a general review of 
the problem of joinder of more than one invention in a single patent 


229 Star. 692 (1897) as amended by 53 Star. 1212 (1939), 35 U. S. C. 
§ 31 (1946) which states “Any person who has invented or discovered any new 
and useful art... may... obtain a patent therefor.” 38 Strat. 958 (1915) 
as amended by 46 Stat. 376 (1930), 35 U. S. C. § 33 (1946) which states “Be- 
fore any inventor or discoverer shall receive a patent for his invention or dis- 
covery ... he shall particularly point out and distinctly claim the part, im- 
provement, or combination which he claims as his invention or discovery.” 

8 Rev. Stat. (1875) § 481, 483, as amended by 32 Star. 830 (1903), 35 U. 
S. C. §6 (1946) which states “He [ The Commissioner of Patents ] may, sub- 
ject to the approval of the Secretary of Commerce, from time to time establish 
regulations, not inconsistent with the law, for the conduct of proceedings in the 
Patent Office.” 

#Glascock & Stringham, PATENT SoLIcITING AND EXAMINING (1934) sec. 

3 


5 Walker, WALKER ON PateNTs—Deller’s Edition (1937) § 279. 

6 Wilkins Shoe-Button Fastener Co. v. Webb, 89 Fed. 982, 989 (C. C. N. D. 
Ohio 1898). 

7™In re Moss, 101 F. (2d) 536 (C. C. P. A. 1939). 

8 Rules of Practice—United States Patent Office, “Two or more independent 
inventions cannot be claimed in one application; but where several distinct in- 
ventions are dependent upon each other and mutually contribute to produce a 
single result, they may be claimed in one application. 

“Claims for a machine and its product must be presented in separate ap- 
plications. 

“Claims for a machine and the process in the performance of which the 
machine is used must be presented in separate applications. 

“Claims for a process and its product may be presented in the same 
application.” 

® Steinmetz v. Allen, 192 U. S. 543, 24 Sup. Ct. 416, 48 L. ed. 555 (1904). 
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application, the court pointed out that inventions which are wholly 
independent cannot be properly patented in a single application *° and, 
more important, that inventions which are not distinct must be con- 
sidered as a single invention and must be joined in a single applica- 
tion.** The decision further notes that inventions, which, although 
distinct, are for a common purpose or whose practice produces com- 
plementary results may be properly claimed in a single application ** 
although the Patent Office has an ill-defined discretion permitting it 
to require division between inventions of this type and that this dis- 
cretion is reviewable.'* The court then held that the reason for 
which the Patent Office Rule 141 of 1904 was void as to its third 
paragraph was that the rule arbitrarily compelled division between 
claims to an invention for a machine and claims to an invention em- 
bodying the process in the performance of which the machine was 
used without any proper consideration of the particular merits as to 
whether or not the claims drawn to each invention were distinct.’* 
This decision has often been cited as permitting discretion on the part 
of the Patent Office in the question of division between distinct yet 
related inventions and it is of fundamental importance since it pro- 
vides a judicial basis for the present Patent Office rules relating to 
division between inventions and also because it intimates that the dis- 
cretionary powers of the Patent Office are inherent in the patent sys- 
tem whereby those powers must be maintained in a reasonably flex- 
ible status most advantageous to encourage the advancement of the 
arts and sciences. 

Thus it is apparent that a requirement for division is based on a 
ruling by the Primary Examiner and, if the requirement is traversed, 
by the Classification Examiner that the application for a patent, as- 
suming the prerequisite novelty, utility, etc., contains claims drawn 
to two distinct inventions which may or may not be related and 
which, if claimed at all, must be claimed in two or more separate 
applications. The ruling would seem to be tantamount to adjudica- 
tion that the claims to one invention involve a concept which is pat- 
entably inventive over the concept of the claims drawn to the other 





10 Jd. at p. 558. 
11 Jd, at p. 557. 


12 Id. at p. 558; accord. Hogg v. Emerson, 6 How. 437, 12 L. ed. 505 (U. S. 
1848). An applicant may include in one application more than one invention 
where the inventions “. . . relate to a like subject, or are in their nature or 
operation connected together.” Jd. at p. 483. 


18 Steinmetz v. Allen, cit. supra note 9 at p. 561. 


14“. . . to establish a rule applicable to all cases is not to exercise discretion. 
Such a rule ignores the differences which invoke discretion, and which can 
alone justify its exercise... .” Id. at p. 563. 
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invention.** Thus, since the requirement to divide involves a deci- 
sion that one concept involves patentable invention over another con- 
cept, it is readily apparent that much reasonable difference of opin- 
ion can exist as to the propriety of the requirement for division when 
consideration is given to the elusiveness of an applicable definition for 
the term “‘patentable invention.” The reasonableness of such differ- 
ence of opinion is further emphasized by the fact that the Patent Of- 
fice has some evanescent discretion as to division between distinct 
yet related inventions which in view of the technological complexity 
of some of the arts, e.g., chemical, electrical, etc., has understandably 
led to considerable confusion in many specific cases as to how many, 
if any, inventions were actually being claimed in a single application. 


Effect of Improper Division 


If an inventor applies for a patent which is granted and later the 
same inventor applies for a patent claiming an invention not patent- 
ably distinct from that claimed in the patent, the Patent Office may 
properly reject the second application’s claims on the ground of 
double patenting in view of the applicant’s issued patent claims. The 
rationale of the rejection is that the inventor is not entitled to two 
patents for the same invention.** That is, an inventor is not per- 
mitted to extend the monopoly of his original grant by receiving a 
subsequent, later expiring, grant for the same invention so as to pre- 
clude the public from employing his single invention after the statu- 
tory grant of the original patent claiming it has expired.’* 

The same theoretical considerations are involved where an inventor 
after presenting an original patent application for that which he con- 
siders to be a single indivisible invention, is required by the Patent 
Office to divide out part of that invention into a continuation appli- 
cation upon the mistaken assumption that two distinct inventions are 
claimed in the original application whereas as a matter of fact, the 
claimed inventions are not distinct and if the claims in both the orig- 
inal and the divided-out continuation applications were granted, there 
would result an unlawful extension of the monopoly. To prevent 
such an extension, the claims of the pending application are rejected 


15 See Appellant’s brief to the Court of Customs and Patent Appeals, In re 
Kauffman, 152 F. (2d) 991 (C. C. P. A. 1946). 

16 Miller v. Eagle Manufacturing Co., 151 U. S. 186, 14 Sup. Ct. 310, 38 L. 
ed. 121 (1894); Mosler Safe Co. v. Mosler, 127 U. S. 354, 8 Sup. Ct. 1148, 
32 L. ed. 182 (1888); Century Electric v. Westinghouse Electric, 191 Fed. 350 
(C. C. A. 8th, 1911); Thomson-Houston Electric Co. v. Hoosic Ry. Co., 82 
Fed. 461 (C. C. A. 2d, 1897); Vapor Car Heating Co. v. Gold Car Heating 
& L. Co., 296 Fed. 188 (S. D. N. Y. 1920); Oval Wood Dish Co. v. Sandy 
Creek Mfg. Co., 60 Fed. 285 (C. C. N. D. N. Y. 1894); In re Robinson, 48 
F. (2d) 931 (C. C. P. A. 1931). : 

17 Miller vy. Eagle Manufacturing Co., cit. supra note 16. 
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by the Patent Office on the ground of double patenting in view of 
the claims of the issued application. The judicial authority for the 
rejection on double patenting after requirement for division is said 
to rest in the oft-cited case of In re Isherwood,* where the Court of 
Appeals of the District of Columbia considered an appeal from a deci- 
sion by the Commissioner of Patents to review the propriety of this 
procedure. The applicant had applied for a patent on a certain type 
of construction for a ship hull. The original application contained a 
generic claim and also claims drawn to two species under the generic 
claim. In accordance with the practice then in existence, the exam- 
iner required division between the species claims since they were 
distinct and separately patentable.*° The applicant complied and 
filed a copending continuation application. The parent application 
containing the generic claim and one species claim issued as a patent 
and the examiner then rejected the continuation application contain- 
ing the other species claim on the ground of double patenting in view 
of the issued parent patent’s claims. The court held on appeal that 
the species claim in the appealed application was adequately protected 
by the patented generic claim and that the examiner, although his 
actions were inconsistent, was not estopped from rejecting the appli- 
cation’s species claim on the ground of double patenting and as un- 
patentable over the applicant’s issued patent claims in view of the 
other prior art. The basis of the decision seems to rest on the propo- 
sition that a patentee is entitled to only one patent for a single inven- 
tion 7° and that although the species claim in the continuation may 
have been patentable in the parent application and although the appli- 
cant had been led into his perplexity by a mistake on the part of the 
Patent Office, the interest of the public in being free to use the inven- 
tion in its entirety upon expiration of the parent patent more than 
outweighed the equities favoring the applicant. 

While the doctrine of the sherwood case appears to work a hard- 
ship on an inventor and, from the standpoint of an inventor, is a 
definite failure of the constitutional mandate that the arts and sciences 
be encouraged, nevertheless it is still applicable today. The Court of 
Customs and Patent Appeals has adopted the view that the propriety 


1846 App. D. C. 507 (1917). 

19 Rules of Practice—United States Patent Office (1917), Rule 42—“If sev- 
eral inventions, claimed in a single application, be of such a nature that a single 
patent may not be issued to cover them, the inventor will be required to limit 
the description, drawing, and claim of the pending application to whichever 
invention he may elect. The other inventions may be made the subjects of 
separate applications, which must conform to the rules applicable to original 
applications. If the independence of the inventions be clear, such limitation will 
be made before any action on the merits; otherwise it may be made at any 
time before final action thereon, in the discretion of the Examiner.” 

20 Note 16 supra. 
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of the requirement for division by the Patent Office cannot influence 
the court’s decision on the question of patentability of the continua- 
tion claims.** The applicant’s own issued claims may be used as a 
reference against him, either singly or in combination with the prior 
art.” The requirement for division by the Patent Office is review- 
able on appeal ** and the applicant’s failure to litigate the requirement 
for division is at his peril.?* 

Thus, it is apparent that if an improper division is required by the 
Patent Office, that is, division between two inventions alleged to be 
distinct and yet which are not, the claims of the application pending 
in the Patent Office for the divided-out subject matter are properly 
rejectable over the claims of the issued patent on the ground of double 
patenting even though, had the Patent Office permitted the claims to 
remain in the parent application, the inventor would have been 
granted a patent containing all the claims.2* The only conclusion 
which may be drawn from such a factual situation is that the Patent 
Office has first decided that there were two inventions being claimed 
in a single application and after the applicant has irretrievably 
changed his position by allowing a patent to issue containing claims 
drawn to one of these inventions, it has then reversed its former 
stand by deciding that which it had originally supposed to be two 
properly divisible inventions are in reality two inventions not prop- 
erly divisible and not lawfully claimable in separate patents even 
though they would have been allowable in one. As a final result, the 
inventor has left the Patent Office with only a portion of the protec- 
tion to which he was entitled under the law. The resulting unhappy 
plight of the inventor was recognized by one court which stated: 


This court recognizes that much confusion and uncertainty 
have resulted from the adoption and enforcement in the Patent 
Office of divisional requirement rules which were intended to 
guide and direct patent applicants and Patent Office officials. 
One anomalous result, flowing from the enforcement of such 
rules, which has frequently happened, is that after division has 
been required and the applicant has complied therewith, the 
divided claims have been rejected on the ground of double pat- 
enting, although it is obvious that division was required upon 
the theory that the original application contained claims for more 
than one independent invention. See In re Cady, 77 F. (2d) 


21 In re Land, 109 F. (2d) 251 (C. C. P. A. 1940). 

22 In re Barge, 96 F. (2d) 314 (C. C. P. A. 1938); In re Slepian, 49 F. (2d) 
835 (C. C. P. A. 1931); In re Swan 46 F. (2d) 572 (C. C. P. A. 1931). 

23 Steinmetz v. Allen, cit. supra note 9; In re Ferenci, 83 F. (2d) 279 (C. C. 
P. A. 1936). 

24In re Kauffman, cit. supra note 

25 In re Copeman, 135 F. (2d) o (C. C. P. A. 1943); In re Mason, 62 F. 
(2d) 185 (C. C. P. A. 1932). 
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106, 22 C. C. P. A. (Patents) 1190, and In re Carlton, 77 F. 
(2d) 363, 22 C. C. P. A. (Patents) 1223. 

In cases like that at bar the possibility of the inventor, through 
no fault of his, but by reason of the uncertainty which exists, 
losing the reward of his efforts, is a matter of such serious and 
grave concern as to call for renewed efforts on the part of all 
concerned to remove as far as is humanly possible much of the 
uncertainly which exists. It was said in United States ex rel. 
Steinmetz v. Allen, supra, quoting from Bennett v. Fowler, 8 
Wall. 445, 19 L. Ed. 431: “It is difficult, perhaps impossible, 
to lay down any general rule by which to determine when a given 
invention or improvements shall be embraced in one, two, or 


more patents. * * * It is often a nice and perplexing ques- 
ten.” 


Subsequent Treatment of In Re Isherwood 


Two Circuit Court of Appeals cases have been found where the 
question of propriety of division was contended to be determinative 
of the issue of double patenting as between a parent patent and a 
divisional patent. The District Court in the fourth circuit held that 
it would be inequitable to hold void a later issued patent resulting 
from compliance with a divisional requirement by the Patent Office 
since the patentee was led to adopt this divisional course of action by 
the Patent Office itself.27 The Circuit Court of Appeals rejected this 
contention stating : 


The effect of such holding, however, would be to extend the 
patent for an additional period, since the issuing date of the first 
patent was July 27, 1926, while the second runs from September 
4, 1928. The patentee was not obliged to accept the ruling of 
the Patent Office, and may not lengthen the term of his monop- 
oly by the improper division of the patent which has resulted.** 


It should be noted that the court found that the two patents were 
clearly for the same invention and no doubt was raised as to the in- 
distinctiveness of the two alleged inventions. It appears that the 
applicant is bound to litigate the question of division when that action 
is required by the Patent Office and not resort to complaints of unfair 
treatment when the question of double patenting arises at a later date. 


Thus this court has apparently adopted the Jn re Isherwood doctrine 
in toto. 


26 In re Ferenci, cit. supra note 23 at pp. 282, 283. 


27 Acme Card System Co. v. Remington-Rand B. Service, 3 F. Supp. 254 
(Md. 1933). 


28 Remington Rand B. Service v. Acme Card System Co., 71 F. (2d) 628, 
633, 634 (C. C. A. 4th, 1934), cert. den. 293 U. S. 622, 55 Sup. Ct. 236, 79 L. 
ed. 710 (1934). 
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The same question was later raised in the second circuit and the 
court stated : 


The defendant says that the patentee should have resisted the 
requirement [of division] of the Patent Office as invalid on the 
ground that the method and the product involved but a single 
invention. However, and even though the applicant may appeal 
from a ruling of the Patent Office, he cannot “justly be blamed 
for acquiescing in a command by lawful authority, much less can 
he properly be made to suffer loss by obedience. American 
Laundry Machinery Co. v. Prosperity Co. (C. C. A.) 295 F. 
819, 821. Furthermore, as was said in that case: “It being 
‘difficult, perhaps impossible,’ to lay down general rules deter- 
mining when improvements should be embraced in ‘one, two, or 
more’ patents, discretion must be left to the Patent Office on this 
‘nice and perplexing question.’ ””° 


It is doubtful if many courts would approve of this statement in 
view of the well-settled rule that an inventor is entitled to only one 
patent for a single invention *° and cannot extend his monopoly by 
acquiring later granted patents for the same invention. 

The doctrine of In re Isherwood has been followed where neces- 
sary by the Court of Customs and Patent Appeals and by the Patent 
Office Board of Appeals; however, the latter tribunal in particular 
has hesitated to apply it except in very clear cases. The Court of 
Customs and Patent Appeals was undoubtedly influenced by the 
inequities of the situation when it announced in In re Cady*™ that 
when an applicant accepts a requirement for division which appears 
to the Patent Office to be proper and subsequently files a divisional 
application which is then rejected on the ground of double patenting, 
it becomes immediately apparent that applicant in acquiescing in the 
ruling of the examiners and following the rules of the Patent Office 
may have suffered a loss of substantial rights if his divisional appli- 
cation is denied him on the ground of double patenting and hence 
every reasonable doubt as to the double patenting issue should be 
resolved in the applicant’s favor. The court went further and said 
that before the Primary Examiner and the Classification Examiner 
could properly require division, they must necessarily find that the 
independence of the inventions is clear,** else the order for division 
would be improper and hence their judgment as experts is entitled to 
great weight.** The court expressly disclaimed any intent to modify 
the doctrines that an inventor is entitled to a single patent for a single 


29 National Tube Co. v. Steel & Tubes, 90 F. (2d) 52, 54 (C. C. A. 3d, 1937). 
30 Miller v. Eagle Manufacturing Co., cit. supra note 16. 
8177 F. (2d) 106 (C. C. P. A. 1935). 


32 Td. at p. 108. 
33 Ibid. 
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invention or that he cannot prolong his monopoly by claiming noth- 
ing more than the same invention in different language in a subse- 
quent application, but said that even though these doctrines are sound, 
where the Primary Examiner in requiring division was of the opin- 
ion that the inventive distinctness between the two inventions was 
clear, his opinion is not to be lightly overruled.** This case is not 
interpreted to imply that where the claims of the issued patent and the 
copending application were clearly for the same invention, the applica- 
tion should be granted solely because of the requirement for division 
but it simply holds that where there is doubt as to whether or not the 
concept of one set of claims involves patentable invention over the 
concept of another set of claims, that doubt is to be waived in favor 
of the applicant. In regard to determining the question of patentable 
invention it is interesting to note that it has frequently been urged 
that the celebrated case of Traitel Marble Co. v. U. T. Hungerford 
Brass & Copper Co.** is authority for the proposition that the differ- 
ence between the claims of a pending application and those of a pat- 
ent granted to the same patentee need not amount to invention. How- 
ever, the Court of Customs and Patent Appeals has specifically held 
that this contention, if valid, is not recognized by themselves or by 
the weight of authority and that an inventor is entitled to only one 
patent for one invention.** It is also noted that the Jn re Cady doc- 


trine does not apply where the applicant has not been required by the 
Patent Office to divide his inventions and in such cases, the question 
is simply one of double patenting per se.** 


Indirect Modifications of In Re Isherwood 


It is apparent that since the resolution of the question of double 
patenting at least partially hinges on deciding the question “What is 
invention ?”’, there is considerable flexibility in the pronouncement of 
the means employed to reach a judicial determination of the question 
depending upon the standard of invention adopted by each court. The 
exact standard of invention apparently varies from case to case and 
from court to court. For example, many decisions of the United 
States Supreme Court indicate that there must be a substantial step 
beyond the prior act of other patentees before a new patent can be 


34 Td. at p. 109. 

8522 F. (2d) 259 (C. C. A. 2d, 1927). 

36 In re Woodsome, 56 App. D. C. 138, 10 F. (2d) 1003 (1926); In re 
Hutter, 55 App. D. C. 210, 7 F. (2d) 176 (1925); In re Isherwood, supra 
note 18; In re Fischer, 57 F. (2d) 369 (C. C. P. A. 1932); In re Robinson, 
48 F. (2d) 931 (C. C. P. A. 1931); In re Peiler, 48 F. (2d) 405 (C. C. P. A. 
1931) ; In re Swan, 46 F. (2d) 572 (C. C. P. A. 1931). 

37In re McKee, 79 F. (2d) 905 (C. C. P. A. 1935). 
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supported as valid.** The standard of invention in the Patent Office 
in ordinary patent cases where no question of double patenting is 
raised is somewhat lower.*® In those cases where a divisional appli- 
cation has been required by the Patent Office and the applicant has 
subsequently been rejected on the ground of double patenting, the 
Patent Office standard of invention has occasionally been lowered 
below that required in the ordinary cases.*° It seems that apart from 
cases where the lack of invention between the claims of the patent and 
those of the continuation application is very clearly shown, the re- 
quirement to divide by the Primary Examiner is quite persuasive in 
influencing the Patent Office Board of Appeals’ viewpoint on the in- 
vention required to distinguish over-issued parent claims.** In those 
cases where there is a doubt in the question of double patenting, the 
doubt should be resolved in the favor of the applicant.*? One persua- 
sive test of the quantum of invention required to avoid double patent- 
ing is whether the invention of the parent patent’s claims could be 
practiced without infringing the claims of the continuation applica- 
tion or vice versa.** That is, the applicant must not, in the require- 
ment to divide or to elect species, be forced to elect which invention 





38 Textile Machine Works v. Hirsch Co., 302 U. S. 490, 58 Sup. Ct. 291, 82 

. ed. 382 (1938) ; Mantle Lamp Co. v. Aluminum Co., 301 U. S. 544, 57 Sup. 
S 837, 81 L. ed. 1277 (1937); Essex Blade Corp. v. Gillette, 299 U. S. 94, 
57 Sup. Ct. 68, 81 L. ed. 60 (1936) ; Permutit Co. v. Graver Corp., 284 U. S. 
52, 52 Sup. Ct. 53, 76 L. ed. 163 (1931); DeForest Radio Co. v. General 
Electric Co., 283 U. S. 664, 51 Sup. Ct. 563, 75 L. ed. 1339 (1931); Carbice 
Corp. v. Am. Patents Co., 283 U. S. 420, 51 Sup. Ct. 496, 75 L. ed. 1153 (1931) ; 
Smith v. Springdale Park, 283 U. S. 121, 51 o. Ct. 368, 75 L. ed. 878 (1931) ; 
Fruit Growers v. Brogdex Co., 283 U. S. 51 Sup. Ct. 328, 75 L. ed. 801 
(1931); Smith v. Magic City Club, 282 U. ry 784, 51 Sup. Ct. 291, 75 L. ed. 
707 (1931) : Saranac Mach. Co. v. Wirebounds Co., 282 U. S. 704, 51 Sup. Ct. 
232, 75 L. ed. 634 (1931) ; Powers-Kennedy Co. v. Concrete Co, 282 U. S. 175, 
51 Sup. Ct. 95, 75 L. ed. 278 (1930); Minerals Separation v. Magma Co., 280 
U. S. 400, 50 Sup. Ct. 185, 74 L. ed. 511 (1930). 

39 Ex parte Mallory, 39 U. S. P. Q. 503 (Pat. Off. Bd. App. 1938) ; Ex parte 
Ryan, 38 U. S. P. Q. 550 (Pat. Off. Bd. App. 1938); Ex parte Gutmann, 33 
U. S. P. Q. 291 (Pat Off. Bd. App. 1937); Ex parte Wilson, 32 U. S. P. Q. 
82 (Pat. Off. Bd. App. 1936) ; Ex parte Schmidt, 27 U. S. P. Q. 315 (Pat. Off. 
Bd. App. 1935) ; Otis Patent No. 1,627,450 granted May 3, 1927. 

40 Ex parte Taber, 19 U. S. P. Q. 323 (Pat. Off. Bd. App. 1933); Ex parte 
Richardson, 18 U. S. P. Q. 238 (Pat. Off. Bd. App. 1933). 

41 Ex parte Hickman, 61 U. S. P. Q. 531 (Pat. Off. Bd. App. 1943); Ex 
parte DeGroote and Keiser, 59 U. S. P. Q. 36 (Pat. Off. Bd. App. 1943); Ex 
parte Coberly, 56 U. S. P. Q. 422 (Pat. Off. Bd. App. 1942); Ex parte Bier- 
brauer, 54 U. S. P. Q. 275 (Pat. Off. Bd. App. 1941); Ex parte McCarthy, 50 
U. S. P. Q. 480 (Pat. Off. Bd. App. 1940); Ex parte Sturm, 49 U. S. P. Q. 
149 (Pat. Off. Bd. App. 1940); Ex parte Brandt, 47 U. S. P. Q. 144 (Pat. 
Off. Bd. App. 1940) ; Ex parte Kocour, 24 U. S. P. Q. 391 (Pat. Off. Bd. App. 
1934) ; Ex parte Uhle and Grunewald, 21 U. S. P. Q. 590 (Pat. Off. Bd. App. 
1934) ; Ex parte Taber, Ex parte Richardson, hak cit. supra note 40. 

42Ex parte Taber, cit. supra note 40; Ex parte Uhle and Grunewald, Ex 
parte Kocour, Ex parte DeGroote and Keiser, all cit. supra note 41. 

43 Ex parte Richardson, cit. supra note 40. 
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or species he will dedicate to the public.“* The decision of the Pri- 
mary Examiner and of the Classification Examiner will not be lightly 
overruled.*© The argument that there will be an extension of the 
monopoly is merely persuasive to a greater or a lesser degree depend- 
ing on the facts of the case.*® In fact, it has been held that a differ- 
ence in scope between the issued claims and the continuation claims 
may be enough to justify a refusal to affirm a rejection on the ground 
of double patenting.*7 The extent to which the Board of Appeals 
will go is demonstrated in Ex parte Peters ** where the applicant’s 
original application contained claims drawn to processes for produc- 
ing (1) furfural alcohol, (2) tetrahydrofurfuryl alcohol, (3) methyl 
furan, and (4) 1-tetrahydrofuryl butanol. The Examiner required 
division and applicant filed three additional continuation applications 
each containing one of the species enumerated above. After two of 
the applications had matured into patents, the examiner rejected the 
species methyl furan over the claims of the issued patents saying that 
all four species were produced in the process and that the original 
requirement for division was made through inadvertence. The Board 
of Appeals noted that no prior art had been cited and “‘. . . in view of 
the unfortunate history of the case. . . . all reasonable doubts... .” are 
waived in favor of applicant.*® It is noted that the allowed claim was 
quite broad and contained no specific limitation which excluded ob- 


taining the other three species of products as concomitantly produced 
products. 


Conclusion 


It is believed that an applicant who has been required by the Patent 
Office to divide a parent application for patent and whose continua- 
tion application’s claims are subsequently rejected in view of the 
issued parent patent’s claims will receive more favorable consideration 
in the Patent Office than in the higher tribunals. However, even if 
the applicant ultimately succeeds in obtaining the grant of his rejected 
application from the Patent Office, he still is faced by the same ques- 
tion of double patenting if the validity of the patent last to issue is 
raised in a suit for infringement thereof and many of the federal 
courts are not apt to be favorably disposed to affirm the judgment of 
the Patent Office since their standard of invention is higher. Hence, 


44 Tbid. 
45 Ex parte McCarthy, Ex parte Brandt, Ex parte Sturm, all cit. supra note 
41. 
46 Ex parte DeGroote and Keiser, cit. supra note 41. 
47 Ex parte Taber, cit. supra note 39; Ex parte Uhle and Grunewald, cit. 
supra note 41. 
48 33 U. S. P. Q. 623 (Pat. Off. Bd. App. 1936). 
49 Jd. at p. 624. 
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even though the applicant obtains his patent, it is probably only a 
source of expense to him and in the final analysis, the inventor has 
actually dedicated a part of his invention to the public without any 
reward therefor. In order to prevent such consequences, it is sub- 
mitted that the Patent Office should use its power to require division 
sparingly and not require such action except in those cases where 
there can be no reasonable doubt as to its propriety. On the other 
hand, the applicant must be vigilant to protect himself against erron- 
eous requirements to divide by litigating the question of their pro- 
priety when such requirements are first made and not by attempting 
to litigate the question of double patenting subsequent to the time 
when the propriety of the requirement to divide becomes moot by 
the grant of the parent patent. 


W. F. Hyer. 





RECENT CASES 


ADMIRALTY—CONFLICT OF LAws—PossIBLE APPLICATION OF 
Jones Act To Torts CoMMITTED ON HicH SEAS INVOLVING ALIEN 
SEAMAN AND VESSEL OWNED BY ForREIGN SUBSIDIARY OF AMERICAN 
CorporaTION.—A Danish seaman signed shipping articles at New 
York City for a voyage beginning and ending in New York on a 
tanker owned by a Panamanian corporation, registered under the 
laws of Panama, and under a voyage charter to the United States 
Navy. The seaman became ill during the voyage and, although the 
ship’s officers were given reason to suspect that he was suffering from 
tuberculosis, the seaman was required to continue working. Suit was 
brought in the Supreme Court of New York, Appellate Division, Sec- 
ond Department by the seaman against the foreign corporation seek- 
ing a recovery of damages under Section 33 of the Merchant Marine 
Act of 1920, 41 Strat. 1007 (1920), 46 U. S. C. § 688 (1946) (here- 
inafter referred to as the Jones Act) for alleged negligence in the 
failure of the defendant to furnish prompt and proper medical atten- 
tion to the plaintiff, and seeking a recovery for maintenance and cure. 
The jury found that the conduct of the defendant complained against 
was tortious. The lower court dismissed both causes of action on the 
ground that although the plaintiff alleged a sufficient cause of action 
under the general maritime law, apart from the Jones Act, there had 
been a failure of proof of negligence to support a recovery of dam- 
ages, and that the plaintiff had not established a present need for 
maintenance and cure beyond what he was then receiving without 
cost in a marine hospital. On appeal to the Court of Appeals of New 
York it was concluded that the jury was justified in finding that the 
failure of the defendant to furnish plaintiff prompt and proper med- 
ical attention was wrongful and tortious. Held, the Jones Act does 
not afford protection to a seaman of foreign residence and nationality 
suing a non-American shipowner for an alleged tort committed on a 
non-American ship on the high seas; new trial granted to determine 
whether plaintiff can establish under the law of Panama a substantive 
right to the remedies sought. Sonneson v. Panama Transport Co., 
298 N. Y. 262, 82 N. E. (2d) 569 (1948). 

On the facts as given in the opinion, the holding of the court is not 
disputable. A suit in admiralty involving aliens may be entertained 
in the discretion of a court of appropriate jurisdiction. Canada Malt- 
ing Co. v. Paterson Steamships, 285 U. S. 412, 52 Sup. Ct. 413, 76 
L. ed. 837 (1932). Where a court exercises its discretion by taking 
jurisdiction of a dispute between an alien seaman and a foreign vessel, 
the substantive law to be applied is the “law of the flag” of the vessel. 
Radovcic v. The Princ Pavle, 45 F. Supp. 15 (S.D.N.Y. 1942). A 
distinction is to be drawn between the requisites of taking jurisdiction 
and the requisites of applying the law of the forum. An alien seaman 
not resident in the United States is not entitled to the benefits of a 
statute of the United States accomplishing a modification of the gen- 
eral maritime law solely by reason of a temporary presence in the 
United States, even though a court within the United States is willing 

[ 549 ] 









550 





THE GEORGE WASHINGTON LAW REVIEW 


to exercise its jurisdiction over a dispute, unless such statute clearly 
extends its benefits to him. The Paula, 91 F. (2d) 1001 (C. C. A. 
2d, 1937). 

In the instant case, there are present circumstances which might 
warrant an application of the Jones Act in the determination of the 
dispute, principally the fact that the defendant Panama Transport Co., 
although incorporated under the laws of Panama, is a wholly owned 
subsidiary of an American corporation, the Standard Oil Company of 
New Jersey. The court stated in its opinion at p. 570—“That statute 
[Jones Act], setting up a right of action for seamen against their 
shipowners for negligence, has been made available even to sailors 
who were foreign nationals, in situations where there was some other 
element or elements justifying a coverage of this statute of the United 
States.” The problem to be examined is whether the fact that a 
foreign shipowner is a wholly owned subsidiary of an American corpo- 
ration might be such an element as would justify the application of the 
Jones Act. 

Section 33 of the Jones Act, provides that a seaman injured in the 
course of his employment may maintain an action at law for damages 
in which he is accorded all the statutory rights and remedies available 
to railway employees under the Employers’ Liability Act of 1908, 35 
Stat. 65 (1908), 45 U. S. C. §§ 51-59 (1946). Under the Jones 
Act a seaman electing to maintain suit for recover of damages must 
prove negligence as the proximate cause of the injury. Luckenbach 
S. S. Co. v. Campbell, 8 F. (2d) 223 (C. C. A. 9th, 1925). The con- 
tributory negligence of a seaman does not bar recovery, but may miti- 
gate the damages. (Employers’ Liability Act of 1908, supra, section 
3). The doctrine of assumption of the risk is no bar to recovery. 
(/d., section 4.) The fellow servant rule does not apply as a defense 
to a suit brought under the Jones Act. International Stevedoring Co. 
v. Haverty, 272 U.S. 50, 47 Sup. Ct. 19, 71 L. ed. 157 (1926). The 
Jones Act gives no maritime lien, gives only a remedy in personam. 
Plamals v. The Pinar Del Rio, 277 U.S. 151, 48 Sup. Ct. 457, 72 L. 
ed. 827 (1928). There is no similar right under the general maritime 
law. 

Section 33 of the Jones Act was poorly worded, and its terminology 
has made it susceptible of judicial interpretations expanding its cov- 
erage. In fact, it was necessary for the Supreme Court to make 
a very liberal construction of its provisions in order to uphold its 
constitutionality. Panama Railroad Co. v. Johnson, 264 U. S. 375, 44 
Sup. Ct. 391, 68 L. ed. 748 (1924). Since its constitutionality was 
upheld, the principal difficulty experienced has revolved about the def- 
inition to be accorded the words “seamen” and “employer” as those 
words are used in section 33 of the Jones Act. Gerradin v. United 
Fruit Co., 60 F. (2d) 927 (C. C. A. 2d, 1932). The seeming flex- 
ibility of these terms has led to decisions extending the coverage of 
the Jones Act. In The Magdapur, 3 F. Supp. 971 (S. D. N. Y. 
1933), and in other earlier cases, it was held that the Jones Act was 
enacted for the welfare of American seamen, and that its coverage 
should be limited to American seamen injured on vessels owned by 
American citizens. The following cases are indicative of the expan- 
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sion of the Jones Act accomplished by the courts to date. In The 
Seirstad, 27 F. (2d) 982 (E. D. N. Y. 1928) (probably overruled by 
Uravic v. Jarka Co., 282 U. S. 234, 51 Sup. Ct. 111, 75 L. ed. 312 
(1931) ), it was held that the Act should not extend to a Norwegian 
seaman injured on a Norwegian vessel, even though the tort was 
committed on American waters. Stevedores have been regarded as 
“seamen” for the purposes of the Jones Act when injured in the course 
of their employment on American owned vessels in American waters 
(International Stevedoring Co. v. Haverty, supra), and on foreign 
owned vessels in American waters (Uravic v. Jarka Co., supra; Ran- 
strom v. International Stevedoring Co., 152 Wash. 332, 277 Pac. 992 
(1929)). An alien stevedore employed by an American employer on 
foreign owned vessels in American waters has been held entitled to 
bring suit under the Jones Act, making a departure from the earlier 
view that only American owners were regarded as employers under 
the Act. Shorter v. Bermuda & West Indies SS. Co., 57 F. (2d): 
313, (S. D. N. Y., 1932). An American seaman injured on the high 
seas on a foreign registered vessel owned by an American citizen was 
held to be within the coverage of the Jones Act. Gerradin v. United 
Fruit Co., supra. An alien on a vessel owned by an American but 
registered in a foreign port was regarded as a seaman within the 
scope of the Jones Act. Carrol v. United States, 133 F. (2d) 690, 
(C. C. A. 2d, 1943). An alien injured on a vessel on American 
waters was entitled to the benefits of the Jones Act where the vessel 
was owned half by a foreign corporation and half by an American 
citizen. In The Leontios Teryazos, 45 F. Supp. 618 (E. D. N. Y. 
1942), it was held that the rights of an alien seaman injured on a 
foreign vessel in American waters should be determined by the law 
of the United States, and not the law of the flag of the foreign vessel, 
apparently basing this conclusion on the belief that the general mari- 
time law is a hard and inhuman law and not suitable to meet present 
day shipping conditions. An alien seaman, domiciled in the United 
States for twenty years, injured on a foreign owned vessel in Ameri- 
can waters was allowed to maintain a libel in personam under the 
Jones Act. Gambera v. Bergoty, 132 F. (2d) 414 (C. C. A. 2d, 
1942). The same court stated, in Kyriakos v. Goulandris, 151 F. 
(2d) 132 (C. C. A. 2d, 1945), that the word “seaman” in the Jones 
Act embraces men of any nation who sail the seas and not merely 
seamen of American citizenship or residence. The above cases show 
the willingness to expand the scope of the Jones Act, but as can be 
readily seen, the expansion has not been the result of any particular 
legal theory. It can be said that, under certain circumstances, the 
Jones Act will be available to alien seamen; that, under certain cir- 
cumstances, it will be enforced against foreign owners; that, under 
certain circumstances, it will be available to seamen injured on the 
high seas even though the injury occurred on a vessel of foreign 
registry. It is submitted that the court in the instant case made a 
keen analysis of the problem presented to it when it indicated, at 
p. 570, that a foreign national could bring an action under the Jones 
Act where there is present an “element or elements justifying the 
coverage of this statute of the United States.” 
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In the “light” of the above cases, and in view of the general ac- 
ceptance of the “flag rule” in determining rights as between alien 
seamen and vessels of foreign registry, the probem is whether or not 
an exception could be engrafted on the “flag rule” where the vessel 
of the foreign flag is owned by a foreign, but wholly owned, subsid- 
iary of an American corporation. The “flag rule” is a rule of comity. 
The question might therefore be stated—is there present a sufficient 
national interest to overbalance considerations of comity? Or, as 
Judge Hand has said, the law of the flag must control unless there is 
some pressing reason of domestic policy to warrant its disregard. 
Kyriakos v. Goulandris, supra, dissenting at p. 139. 

With respect to the doctrine of ‘the law of the flag,” it has been 
held that where the flag and the domicile of the owner differ, the 
latter is controlling in determining the law to be applied. Bjolstad 
v. Pacific Coast S.S. Co., 244 Fed. 634 (N. D. Cal. 1917) ; Chartered 
Mercantile Bank v. Netherlands India Steam Navig. Co., 10 Q. B. D. 
521 (1883). A ship registered in one of the states of the United 
States and owned in another is governed by the laws of the latter. 
International Navigation Co. v. Lindstrom, 123 Fed. 475 (C. C. A. 
2d, 1903). This rule was applied to enable an alien seaman injured 
on a vessel owned by an American corporation but registered in Pan- 
ama to bring suit under the Jones Act. Carrol v. United States, 
supra. In this case, the vessel was owned by the United States but 
operated by a corporation under the Panamanian flag, and the alien 
seaman was injured on the high seas. In the case of Gerradin v. 
United Fruit Co., supra, the court looked beyond the fact of foreign 
registry to the law of the domicile of the owner to enable a seaman 
injured on the high seas to maintain a suit under the Jones Act, 
indicating that considerations of the expediency of registering ships 
under foreign flags to avoid the requirements of our shipping laws de- 
served consideration. If foreign registration, or the more complicated 
device of foreign incorporation of a subsidiary, is resorted to by an, 
American corporation for the purpose of evading the legislative re- 
quirements of our country, it is submitted that there would exist an 
“element” of pressing domestic policy sufficient to overbalance con- 
siderations of comity. 

Unfortunately, the case does not give us additional facts from which 
a conclusion can be drawn as to the purpose of the foreign incorpora- 
tion of the subsidiary, and neither do we know the provisions of the 
plaintiff’s contract of employment, which might conceivably contain 
his consent in advance to adjudication under the laws of Panama. 
Illustrative of typical facts which should be considered by a court, if 
the proposition here contended for is urged upon it, as being relevant 
to the purpose of the foreign incorporation are (1) principal place of 
business, (2) nationality of management, (3) nationality of control- 
ling stockholders, (4) identity of directors, (5) agency of the sub- 
sidiary, (6) identity of the incorporators, and (7) capitalization of 
the subsidiary, etc. It would also seem that a proper party defendant 
would be the American corporation, whose liability should not de- 
pend on the domestic rules as to the liability of a parent corporation 
for the torts of its subsidiaries, but rather on the finding that it was 





RECENT CASES 553 


the force behind a foreign incorporation which had as its purpose the 
evasion of domestic law. Only if such a purpose existed would there 
be present an “element” of sufficient force to justify a disregard of 
considerations of comity. W.A. S. 


ALIENS—OATH OF ALLEGIANCE—BEARING ARMS.—Petitioner 
Crescenzi, 40 year old married male, a native of Italy, verified an affi- 
davit to the effect that although not a conscientious objector and al- 
though willing to bear arms for the United States against any other 
country, he would not bear arms against Italy on Italian soil. He 
was willing to serve as a non-combatant even in a war against Italy, 
but because of his love for that country, he did not want to destroy 
anything Italian, either its property or its people. Held, an alien’s 
expressed unwillingness to bear arms against his native land does not 
constitute a bar to his naturalization. Petition of Crescenzi, 79 F. 
Supp. 461 (S. D. N. Y. 1948). The Naturalization Service had 
recommended that the petition be denied since such sentiments re- 
vealed a divided loyalty, and therefore the petitioner had failed to 
establish that he was attached to the principles of the Constitution, or 
that he was well disposed to the good order and happiness of the 
United States. In rejecting the government’s contention, the court 
ruled that what petitioner confessed was not an allegiance to Italy, but 
a sentimental affection for that country and its people. 

While it is true that an applicant for citizenship is not required to 
renounce any sentimental fondness or affection he might have for his 
native land, United States v. Gallucci, 54 F. Supp. 964 (Mass. 1944), 
and forswearing past political allegiance without reservation and full 
assumption of the obligation of American citizenship as required by 
The Nationality Act are not inconsistent with cultural feelings im- 
bedded in childhood and youth, Knauer v. United States, 328 U. S. 
654, 66 Sup. Ct. 1304, 90 L. ed. 1500 (1946); Baumgartner v. 
United States, 322 U. S. 665, 64 Sup. Ct. 1240, 88 L. ed. 1525 
(1944) ; nevertheless, the court in the instant case bases its dangerous 
ruling upon an interpretation of the decision in Girouard v. United 
States, 328 U. S. 61, 66 Sup. Ct. 826, 90 L. ed. 1084 (1946) as hold- 
ing that a mere refusal to bear arms does not in and of itself constitute 
a bar to naturalization. 

In the Girouard case, supra, an alien, willing to take the oath of 
allegiance, 54 Strat. 1157 (1940), 8 U. S. C. § 735 (b) (1946), 
and to serve in the Army as a non-combatant but who because of his 
religious beliefs as a Seventh Day Adventist was unwilling to bear 
arms, was held to be entitled to citizenship under the 1940 Nationality 
Act. The Girouard case expressly overruled three earlier Supreme 
Court decisions which had announced the general rule that an alien 
who refuses to bear arms, even as a conscientious objector, will not be 
admitted to citizenship. United States v. Bland, 283 U. S. 636, 51 
Sup. Ct. 569, 75 L. ed. 1319 (1931); United States v. MacIntosh, 
283 U. S. 605, 51 Sup. Ct. 570, 75 L. ed. 1302 (1931) ; United States 
v. Schwimmer, 279 U. S. 644, 49 Sup. Ct. 448, 73 L. ed. 889 (1929). 
The decision in the Girouard case is sound because native born citi- 
zens who are conscientious objectors are likewise exempt from bear- 

9 
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ing arms, and there is no logical reason to require a higher degree of 
patriotism from the naturalized citizen. A careful reading of that 
decision, however, including the paragraph quoted by the court in the 
instant case, convinces the writer that the wiser interpretation is to 
limit the holding to cases where the refusal to bear arms is based upon 
religious scruples, and the court so held in In re MacKay, 71 F. Supp. 
397, 400 (N. D. Ind. 1947), (an alien, not a conscientious objector, 
who testified that whether he would bear arms in case of conflict would 
depend on the character of the dispute, was held not entitled to 
citizenship). The court quoted from the same paragraph of the 
Girouard case which is relied upon in the instant case. 

That Congress and the courts recognize a distinction between a 
mere refusal to bear arms and a refusal based upon religious scruples 
has been clearly illustrated by the decisions in two recent cases. The 
liberalizations contained in The Second War Powers Act whereby 
certain naturalization requirements (but not the oath of allegiance) 
were relaxed for aliens who served honorably in the armed forces of 
the United States during World War II were held to apply to alien 
conscientious objectors who had served as non-combatants, Jn re 
Kinloch, 53 F. Supp. 521 (W. D. Wash. 1944); whereas the dis- 
ability of ever becoming a citizen placed upon an alien claiming exemp- 
tion from military service as a citizen of a neutral country as provided 
in The Selectwe Training and Service Act of 1940 has been held to 
outlive repeal of that act, Benzian v. Godwin, 168 F. (2d) 952 (C. 
C. A. 2d, 1948). 

The duty of the government to the citizen includes the reciprocal 
obligation of the citizen to render military service and the right to 
compel it, In re Aldecoa, 22 F. Supp. 659 (Idaho 1938), and since 
naturalization is the act of adopting an alien and clothing him with the 
rights and privileges of a native citizen, Boyd v. Nebraska, 143 U. S. 
135, 12 Sup. Ct. 375, 36 L. ed. 103 (1892), every alien admitted to 
citizenship should be subject to the same obligations and duties as the 
native citizen. 

An applicant for citizenship cannot bargain and specify his terms 
for citizenship, In re MacKay, supra, and therefore a naturalized 
citizen should not be allowed to decide for himself (in the absence of 
religious scruples) the manner he shall employ to fight the enemy, any 
more than he would be allowed to determine who those enemies are, 
since that is the prerogative of Congress. 

The court took the position in United States v. Scheurer, 55 F. 
Supp. 243 (Ore. 1944) later reversed on other grounds 150 F. (2d) 
535 (C. C. A. 9th, 1945) that if the immigration examiner had known 
the fact that the German alien had stated that he would not fight 
against Germans on German soil no naturalization certificate could 
have been issued since such fact alone showed that he had never ac- 
cepted the full obligation of citizenship; and it has been held that no 
alien can take the oath of naturalization with any mental reservation 
without being guilty of fraud, United States v. Wurzenberger, 56 F. 
“— 381 (Conn. 1944). 

itizenship is a high privilege and naturalization is not a natural 


right but a privilege conferred by statutes, and therefore when doubts 
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exist concerning the grant of it, they should not be construed in favor 
of the petitioner but should generally be resolved in favor of the 
United States. Petition of Correa, 79 F. Supp. 265 (W. D. Tex. 
1948), Jn re Lehman, 67 F. Supp. 114 (E. D. Pa. 1946). 

That the court was also apprehensive of its own decision is apparent 
from its closing statement at p. 463, “. . . such a declaration of un- 
willingness to bear arms followed by admission to citizenship does 
not constitute an agreement on the part of the United States to refrain 
from calling upon the petitioner to bear arms against any country, 
including his native land.” This statement, happily enough, greatly 
lessens the value of this case as a precedent for the court’s holding. 


J.S.R. 


ConsTITUTIONAL LAw—THE LecaAt RIGHT oF A CIVILIAN OF- 
FICER TO SALARY DEPENDS First Upon His Beinc De JuRE AN 
OrFicer.—Employed as a Cost Analyst, CAF-9, $32000 per annum, 
in the Maritime Commission, Price alleged that he was assigned for 
several years to duties, work and responsibilities comparable in scope 
and complexity to the level of a Financial Analyst, CAF-13, $5600 
yearly. His immediate supervisor had recommended him for promo- 
tion and had had him execute the necessary noncompetitive examina- 
tion form which set forth his qualifications for promotion. The 
incumbent exerted repeated efforts to have his superiors effect a 
reclassification so that his grade and pay would be commensurate with 
his actual assignments and performance thereof. Notwithstanding 
all this, no official action was consummated to reallocate his position 
or to change his status. A claim was accordingly filed for the differ- 
ence in pay between the respective positions. Held, the complaint 
failed to state a cause of action nor had the employee exhausted his 
more appropriate remedies. Price v. United States, 80 F. Supp. 542 
(Ct. Cl. 1948). 

For the past fifty years the Claims Court has been almost singularly 
uniform in negativing government liability in such fact situations. 
Weinstein v. United States, 74 F. Supp. 554, 109 Ct. Cl. 579 (1947) ; 
Dvorkin v. United States, 101 Ct. Cl. 296 (1944), cert. den. 323 
U. S. 730, 65 Sup. Ct. 66, 89 L. ed. 586 (1944); Jackson v. United 
States, 42 Ct. Cl. 39 (1906) ; Belcher v. United States, 34 Ct. Cl. 400 
(1899); Gleeson v. United States, 23 Ct. Cl. 207 (1888). The 
cornerstone for these decisions was laid in United States v. McLean, 
95 U. S. 750, 24 L. ed. 579 (1878), which reversed a lower court 
determination allowing recovery to a claimant of salary denied to him 
through the failure of the Postmaster General to grant a readjustment 
in pay as provided by law. The Court ruled that the law imposed 
no obligation upon the government to pay increased salary unless a 
readjustment had in fact been made as a condition precedent. 
“|. . courts cannot perform executive duties, or treat them as per- 
formed when they have been neglected. They cannot enforce rights 
which are dependent for their existence upon a prior performance by 
an executive officer of certain duties he has failed to perform. The 
right asserted by claimant rests upon a condition unfulfilled.” Jd. at 
p. 753; accord United States v. Crosthwaite, 168 U.S. 375, 18 Sup. 
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Ct. 107, 42 L. ed. 507 (1897); Embry v. United States, 100 U. S. 
680, 25 L. ed. 772 (1880). 

In order to rationalize this principle some consideration must be 
given to the statutory law and administrative regulations governing 
appointments and promotions of federal officers and employees. No 
officer or clerk shall be promoted until he has passed an examination. 
22 Stat. 406 (1883), 5 U. S. C. § 638 (1946). But the examination 
may be unwritten and noncompetitive. 22 Strat. 404 (1883); 5 
U. S. C. § 633 (2) (7) (1946). Promotion shall be in accordance 
with civil service laws and when so promoted the officer or employee 
shall receive compensation according to the schedule established for 
the class to which he is promoted. 54 Stat. 1215 (1940), 5 U. S.C. 
§ 683 (1946). The candidate must be duly qualified. C. S. C. Dept. 
Circ. 549, February 1, 1946. Classes, grades and occupations, to which 
all classified civil service positions belong, were established by the 
Classification Act of 1923, and department heads were given authority 
to allocate positions accordingly, subject to the final approval of the 
Civil Service Commission. 42 Star. 1488 (1923), 5 U. S.C. § 664 
(1946). The Brookhart Salary Act, provided that “. . . the Civil 
Service Commission shall have authority to ascertain currently the 
facts as to the duties and responsibilities of any such position and to 
review and ... to change the allocation thereof whenever, in its 
opinion, the facts warrant: Provided, That such review and change 
shall be made only after consultation with the heads of the depart- 
ments concerned and after affording all incumbents of positions 
affected an opportunity to be heard... .” 46 Star. 1003 (1930), 
5 U.S.C. § 673 (1946). In the event his agency neglects or declines 
to submit a new classification sheet to the commission, an employee 
can request the commission to review his job. if his duties and re- 
sponsibilties have changed materially. FEDERAL PERSONNEL MAN- 
UAL, P2-39, October 10, 1945. Changes in salary may not be made 
retroactively, even though the Classification Act is silent as to the 
effective date of a change in position allocation. 4 Comp. Gen. 280 
(1924). But if the employee refuses to perform the duties of a higher 
grade pending reallocation and promotion, he may be subject to re- 
moval for insubordination. See 37 Start. 555 (1912), 5 U. S. C. 
§ 652 (1946) ; Ex. O. 9063, 7 Fed. Reg. 1075 (1942). 

It is readily ascertainable from the foregoing that there is a sound 
legislative, administrative and constitutional basis for the now well- 
settled and sustained view of the Court of Claims that one may hold 
office only by the prescribed appointment of a superior and that the 
law vests in him absolute discretion whether or not the appointment 
shall be made. Where the employee gets the salary of the position 
to which he has been appointed, as verified by the official personnel 
records, he has received all to which he is entitled. Coleman v. 
United States, 100 Ct. Cl. 41 (1943); Barrett v. United States, 37 
Ct. Cl. 44 (1901). Citations are hardly necessary for the universally 
recognized presumptions that public officers do as the law and their 
duty require of them and that everything is presumed to be rightly 
and duly performed until the contrary is shown. The claimant has 
the burden of proof that a condition precedent has been met in order 
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to establish a prima facie case. Bank of the United States v. Dan- 
dridge, 12 Wheat. 64, 69, 6 L. ed. 552 (U.S. 1827). 

. . in order to recover for such salary the claimant must be a 
de jure officer of the class to which the salary is by law attached. 

“Salary in the law is like an express contract upon which a party 
sues . . . Claimant may have been . . . entitled to promotion . . 
and his failure to be appointed . . . may have been illegal, but it 
does not follow from that that he is entitled to recover in this pro- 
ceeding what he would have been entitled to had he been properly 
advanced.” Morey v. United States, 35 Ct. Cl. 603 (1900). Since 
the appointing officer failed to promote, he cannot be held to be a 
de facto officer of the higher grade, for he is a de jure officer of the 
lower. Ibid. 

Jones, C. J., maintained in the principal case at p. 543 that “If the 
administrative officer fails or neglects to perform any such duty, a 
remedy is provided.” But none was specified. Manifestly, mandamus 
was unavailable for it “can issue against the head of a department 
only to compel performance of a simple ministerial duty, involving 
the exercise of no discretion.” Reeside v. Walker, 11 How. 272, 
13 L. ed. 693 (U. S. 1850); accord McLean v. Vilas, 124 U. S. 86, 
8 Sup. Ct. 422, 31 L. ed. 329 (1888) ; Cox v. United States, 9 Wall. 
298, 19 L. ed. 579 (U. S. 1870). A rather harsh and unrealistic al- 
ternative was suggested in Embry v. United States, supra at p. 685: 
“Tf an officer is not satisfied with what the law gives him for his 
services, he may resign.” An appeal of his job allocation to the Civil 
Service Commission was the proper course open to Price which he 
failed to follow. Yet even if successfully maintained, it would not 
have compensated him retroactively. United States v. McLean, 
supra (readjustment takes effect prospectively). Accordingly, the 
employee is deprived of the full quid pro quo to which he is entitled 
by the doctrine of equal pay for equal work. 

Federal executives have developed the practice, dictated perhaps by 
the exigencies of the government, of detailing subordinates for un- 
necessarily extended periods of time to duties of a higher level than 
those for which payment is conferred. In view of the few practical 
or effective remedies available to such employees, resort to litigation 
will undoubtedly continue, notwithstanding the solidarity of adverse 
decisions, in the hope, however forlorn, that compensatory relief will 
be eventually rendered. 1... B.S. 


LaBor—LEGISLATION BANNNING UNION SECURITY AGREEMENTS 
—Lasor Law’s “New Puase.”—Where “Right to Work” laws of 
three states, having the effect of making illegal certain forms of dis- 
crimination in hiring based on the individual’s union status, were 
challenged on the grounds of repugnancy to the privileges of the First 
Amendment and to the equal protection and due process clauses of the 
Fourteenth Amendment. Held, that the laws are constitutional. 
Lincoln Federal Labor Union v. Northwestern Iron and Metal Co., 
Whitaker v. North Carolina, 69 Sup. Ct. 251 (Jan. 3, 1949), Ameri- 
can Federation of Labor v. American Sash & Door Co., 69 Sup. Ct. 
258 (Jan. 3, 1949). The laws of the three states chosen for the test 
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may be considered fairly representative of the genus of state labor 
curbs which seek to prohibit the various union security contracts. 
See Killingsworth, State Lasor Retations Acts, Appendix A, 
p. 267. The Statute of North Carolina paraphrases the anti-trust 
statutes in proscribing “Any agreement or combination between any 
employer and labor union . . . whereby persons not members .. . 
denied right to work . . ., or whereby such membership . .. is. . 
condition of . . . or continuation of employment . . ., or whereby 
... union... acquires an employment monopoly. ...” No. Car. 
Laws, 1947, ch. 328, § 2. Nebraska and Arizona used state constitu- 
tional amendments to declare that no person shall be discriminated 
against, as well as providing that no agreement can be made to ex- 
clude persons on that ground. Const. Nebr. art. 15, §§ 13-15; 
Const. Ariz. Amend., see Laws 1947, p. 399. Because the Arizona 
amendment, unlike the North Carolina and Nebraska laws, does not 
forbid discrimination in hiring of union members, but only of non- 
union persons, the Court wrote a separate opinion to consider further 
the question of a denial of equal protection. American Federation of 
Labor v. American Sash & Door Co., supra. From this decision Jus- 
tice Murphy dissented, making the only disturbance of unanimity in 
all three cases. The Court found that even here the attack that the 
amendment is “one-sided” legislation fails, extending the rule of 
United States v. Jones & Laughlin, 301 U. S. 1, 46, 57 Sup. Ct. 
615, 81 L. ed. 893 (1937), that legislative authority need 
not embrace all the evils within its reach, to legislation re- 
stricting the purported evils of labor unions. 

To the charge that agreements making union membership a condi- 
tion of employment are an “unfair labor monopoly,” the unions have 
traditionally argued that the labor market should be a non-competitive 
one, citing parallel exceptions in business, especially patents and Fair 
Trade Acts. See T. N. E. C. Monocrarn No. 5; Gregory, Lazor 
AND THE Law (1946) pp. 115-119. Although this argument has been 
weakened where the law provided for an exclusive bargaining agent, 
viz., Railway Labor Act, 48 Stat. 1187, 45 U. S. C. § 152 (1946) ; 
amended National Labor Relations Act, 61 Strat. 143 (1947), 29 
U. S. C. Supp. I, § 159 (1947), it was used, albeit unsuccessfully, in 
the instant case in asserting that the laws were fatal to the union 
movement. Writers have suggested three separate interest groups 
that have made the closed shop, union shop, and maintenance-of-mem- 
bership shop—all proscribed in the instant cases—, a battle-ground in 
attempts to regulate labor union power by legislation: (1) those who 
seek to attract industry to undeveloped states, Millis and Katz, A 
Decade of State Labor Legislation, 15 U. or Cut. L. Rev. 282, (1948), 
(2) those employers who do not feel that the stability engendered by 
union stability agreements outweighs the disadvantages to them, 
Toner. THE CLosep SHop (1942) pp. 115-147; and (3) those who 
feel that the individual interests are unduly sacrificed by this device of 
union control and consolidation of its economic gains. See Pressman, 
Freedom and Reaction: Some Observations on the Current Anti- 
Labor Drive, 14 U. or Cut. L. Rev. 370 (1947). 

It is believed that the broadness of the grounds of these decisions 
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warrants the conclusion that they will, at once (1) uphold, basically, 
the wave of restrictive labor legislation begun by the states in 1939 
and culminating in the schemes of union regulation in thirty states 
and in the ban of the closed shop in the amended National Labor 
Relations Act, supra, § 158, and (2) extend the application of the 
Supreme Court’s new liberal policy on economic and social legisla- 
tion to regulation of union methods touching their bargaining power 
with employers and duty to the individual employee. The inclination 
of the members of the Supreme Court to refrain from imposing its 
own economic theories on legislation may be said to date back to 1905 
when Justice Holmes made his famous dissent. Lochner v. New 
York, 198 U. S. 45, 74, 25 Sup. Ct. 539, 49 L. ed. 937 (1905). 
Among the successive steps by which this doctrine reached the ascend- 
ency which the instant case typifies, the decision perhaps most crucial 
to the regulation of labor relations was United States v. Jones & 
Laughlin, supra. Here, the Supreme Court upheld the basic tenets of 
the National Labor Relations Act, which encouraged collective bar- 
gaining in interstate commerce through administrative machinery that 
provided for an exclusive bargaining agent and held only the em- 
ployer to a strict code of behaviour, on penalty of injunction. An 
apparent exception to the trend of judicial restraint occurred when 
civil liberties, as distinguished from economic interests, were involved 
in legislation that restricted union activities. Thornhill v. Alabama, 
310 U. S. 88, 60 Sup. Ct. 736, 84 L. ed. 1093 (1940). Although this 
doctrine was soon limited as to the bounds of picketing privilege, see 
Carpenters Union v. Ritter’s Cafe, 315 U. S. 722, 62 Sup. Ct. 807, 
86 L. ed. 1143 (1942), the question of how far the First Amendment 
might forbid otherwise valid regulation of business or economic ac- 
tivity became larger. Thomas v. Collins, 323 U. S. 516, 65 Sup. Ct. 
315, 89 L. ed. 430 (1945). And the opinion of the District Court in 
the Petrillo case, testing the first national labor curb legislation, seemed 
to add to the argument that legislation restrictive of union power could 
be assimilated to the exception made in civil liberties cases. United 
States v. Petrillo, 68 F. Supp. 845 (N. D. IIl., 1946). The Supreme 
Court decision in this case, however, although limited in its scope of 
review, seems now to have presaged the instant decision when it 
implied that the restraint exercised in the Jones & Laughlin case, 
supra, would be applied to labor curbs as well. 332 U. S. 1, 8, 67 
Sup. Ct. 1538, 91 L. ed. 1877 (1947). The contention of the appel- 
lants in the principal case that these state laws abridge the freedom of 
speech, assembly, and petition because the right to demand a closed 
shop is an “indispensable concomitant” of the right to assemble and 
to petition, was rejected without elaboration. It seems now clear 
that the Supreme Court will not so enlarge the area of civil liberties 
to a blanket defense of Union’s business and economic activities. 
Another main contention of the appellants dealt with at length, was 
that the laws restrict the liberty to hire and the liberty to make a con- 
tract, claiming both these limitations to be repugnant to the due 
process clause of the Fourteenth Amendment. This put the unions 
in the anomalous position of relying upon a doctrine which was used 
against them to strike down laws fixing minimum wages, maximum 
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hours, and proscribing the yellow dog contracts. Coppage v. Kansas, 
236 U. S. 1, 35 Sup. Ct. 240, 59 L. ed. 441 (1915); Adair v. United 
States, 208 U. S. 161, 28 Sup. Ct. 277, 52 L. ed. 436 (1908). The 
Court, in the instant case at p. 257, rejected this constitutional doc- 
trine in favor of the more liberal trend in which “. . . the due process 
clause is no longer to be so broadly construed that the Congress and 
state legislatures are put in a straight jacket when they attempt to 
suppress business and industrial conditions which they regard as 
offensive to the public welfare.” Pronouncing its test of legislation 
against injurious practices to be one of determining whether the 
statute runs afoul of some specific federal constitutional prohibition 
or of some valid federal law, the Court refers, inter alia, to Nebbia 
v. New York, 291 U. S. 502, 54 Sup. Ct. 505, 78 L. ed. 940 (1934). 
In the Nebbia case an extended investigation into the economic facts 
brought the conclusion that the methods were consistent with due 
process because they were not unreasonable, arbitrary or capricious 
and the means had a real and substantial relation to the object, 
supra, at p. 525. In the main opinion of the instant case at p. 256 
the decisive question is posed: “Does the due process clause forbid 
a state to pass laws clearly designed to safeguard the opportunity of 
non-union members to get and hold jobs, free from discrimination 
against them because they are non-union workers?” It would perhaps 
seem that this Court is so convinced by the purpose that it assumes 
the methods meet the test. 

In his concurring opinion (69 Sup. Ct. 260) Justice Frankfurter 
contributes (1) an extended analysis of the function and respons- 
ibilities of the union in relation to the individual and the state and 
(2) two distinct justifications for the Court’s doctrine of self-restraint 
as to social and economic legislation. Declaring that the unions are 
powers within the state and subject to control in the state’s interest 
that concentrated power will not become arbitrary, Mr. Justice 
Frankfurter describes the legitimate ambit of union power as the 
area in which “. . . individual aims are seen to be shared in common 
with the other members of the group.” Jd. at p. 261. Again, “At the 
point where mutual advantage of association demands too much in- 
dividual disadvantage, a compromise must be struck.” Jd. at p. 262. 
The point of compromise is, of course, for the legislature to determine. 
A similar resolution of conflicting interests by the legislature has been 
sanctioned in Elgin, Joliet & Eastern Ry. Co. v. Burley, 325 U. S. 
711, 65 Sup. Ct. 1282, 89 L. ed. 1886 (1945); Wallace Corp. v. 
Labor Board, 323 U. S. 248, 65 Sup. Ct. 238, 89 L. ed. 216 (1944) ; 
Steele v. Louisville & N. Ry. Co., 323 U. S. 192, 65 Sup. Ct. 226, 89 
L. ed. 173 (1944). Inherent in this concurrence, it is believed, lies 
the articulation of a new right-duty relation between the employer and 
the union. This had been presaged in Mr. Justice Jackson’s dissent 
in the Wallace case, supra, at p. 271. In the Steele case, supra, the 
Court unanimously inferred from the Railway Labor Act that the 
duty of the bargaining agent to represent all employees on a class or 
craft was also a duty upon the unions not to discriminate in their 
representation. The decision was five-to-four in the Wallace case, 
supra, because the minority, including Mr. Justice Frankfurter, re- 
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fused to infer from the National Labor Relations Act a duty upon 
employers not to conclude a closed shop agreement with a union 
which was “closed” to new members or discriminated. This case 
would at least make it clear that Mr. Justice Frankfurter’s dissent in 
the Wallace case, supra, and a dissent he made in the Joliet case, 
supra, to the same effect in a similar conflict, were solely on grounds 
of statutory construction. 

In the process of refuting the contention that this legislation is 
fatal to the unions, Mr. Justice Frankfurter demonstrates that he 
does not altogether abandon the “test of reasonableness” traditionally 
applied under the due process clause. There is reference to the ex- 
perience of the Railroad Brotherhoods under the Railway Labor Act, 
which bans the closed shop, and the opinion of Mr. Justice Brandeis 
on the expediency of the closed shop, for labor and public welfare. 
Mr. Justice Frankfurter apparently accepts the experience of labor 
unions under the Railway Labor Act as pertinent to all industry. 
(For a conflicting statement, see Toner, op. cit. supra, pp. 103, 111.) 
It is pointed out, however, that only a narrow conclusion is necessary 
from this evidence, and it is that the issues legislated upon are not 
so unrelated to the experience and feelings of the community that 
the legislature is “. . . willfully destructive of cherished rights.” 
The doctrine of judicial restraint is upheld in this concurrence for 
the “deeper” reason, also, that the inherent nature of the judiciary, 
being oligarchic, requires a limited function in order that the Court 
may avoid being a despot. 

Although it may not be so clear that the main opinion of the 
principal case advances the trend toward minimization of the former 
“super-legislative” supervision by the Supreme Court over social and 
economic legislation, progress would seem to have been made in this 
case in clarifying the Court’s attitude toward labor legislation. With 
the broadening of federal supremacy of law, see La Crosse Telephone 
v. Wisconsin Board, 69 Sup. Ct. 379 (Jan. 17, 1949), and Bethlehem 
Steel v. Labor Board, 330 U. S. 767, 67 Sup. Ct. 1026, 91 L. ed. 
1234 (1947), the Congress could now minimize or enlarge upon the 
state proscription of union security agreements. The problem has 
become almost exclusively a political one, for the national Congress. 

V. G. M. 


NATIONAL LaBor RELATIONS Act—LaBor DIsPUTE—EMPLOYEES 
AND INDEPENDENT CONTRACTORS.—The owner of a fleet of taxicabs 
leased the taxicabs to individual drivers. There was no immediate 
supervision or control over the drivers as they went about their 
business and they were paid no wages. Instead, they operated when 
and where they chose and received the difference between what they 
collected in fares from passengers and what they paid for the leasing 
of the taxicabs. The defendant union interfered with the operation 
of this business when it attempted to organize the taxicab drivers 
and the company asked that the union be restrained from continuing 
such interference. Held, the drivers were employees and not inde- 
pendent contractors and there was, therefore, a labor dispute involved, 
which would prevent the federal court, under the Norris-LaGuardia 
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Act, 47 Stat. 70 (1932),:29 U. S. C. § 101 et seg. (1946), from 
issuing an injunction. Mitchell v. Gibbons and United Retail, Whole- 
sale and Department Store Employees of America, Local 22, 23 L. 
R. R. M. 2450 (C. A. 8th, No. 13820, Mar. 1949). 

In the instant case the company filed an amended complaint in 
which were alleged the facts as to the operation of the business, which 
facts, it was believed, would remove the taxicab drivers from the 
status of employees. It was, in fact, expressly contended that al- 
though a holding that there was a labor dispute might have been 
proper under the decision of the Supreme Court in N. L. R. B. v. 
Hearst Publications, 322 U. S. 111, 64 Sup. Ct. 851, 88 L. ed. 1170 
(1944) (holding certain newsboys to be employees), a contrary rul- 
ing would nevertheless be required under the amendments to section 
2(3) of the National Labor Relations Act, 61 Strat. 137 (1947), 
29 U. S. C. Supp. I, § 152 (1947). In recognition of this contention 
the court in the instant case said at p. 2452: “the case [Hearst] was 
decided by the Supreme Court in full recognition of the principle 
that the relationship of employer-employee differs from that of inde- 
pendent contractors, and the conclusion there that a labor dispute ex- 
isted upon facts analogous in principle to those here presented is 
binding on this court.” It can hardly be doubted that the Supreme 
Court decided the Hearst case “in full recognition of the principle 
that the relationship of employer-employee differs from that of inde- 
pendent contractors,” but that is not to consider the fact that there 
the Court was confronted only wih a consideration of the term em- 
ployee in section 2(3) of the National Labor Relations Act, 49 Star. 
450 (1935), 29 U. S. C. § 152 (1946), and not with the amendment 
to the Act which specifically excludes independent contractors. By 
implication, the statement that the two cases are “analogous in 
principle” can be taken to mean that the Hearst newsboys could still 
be held to be employees and not independent contractors, notwith- 
standing the language of the amendment. Certainly such a holding 
today would fly into the teeth of both the language and the legislative 
history of the amendment. Cox, Some Aspects of the Labor Man- 
agement Relations Act (1947) 61 Harv. L. Rev. 1. Apparently the 
House Committee did not intend that the newsboys, or others “ana- 
logous in principle,” should still be classed as employees when it said: 
“An employee, according to all standard dictionaries, according to 
the law as the courts have stated it, and according to the understand- 
ing of almost everyone . . . means someone who works for another 
for hire. But in the case of National Labor Relations Board v. Hearst 
Publications . . . the Board expanded the definition of the term ‘em- 
ployee’ beyond anything that it ever had included before, and the 
Supreme Court . . . upheld the Board.” Report of the House Com- 
mittee on Education and Labor on the Labor-Management Relations 
Act, H. Rept. 245, 80th Cong., p. 18 (1947). The Hearst case is still 
cited for the principle set forth therein at p. 128, to the effect that 
when “. . . the economic facts of the relation make it more nearly 
one of employment than of independent business enterprise with re- 
spect to the ends sought to be accomplished by the legislation, those 
characteristics may outweigh technical legal classification for purposes 
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unrelated to the statute’s objectives and bring the relation within its 
protections.” King v. Southwestern Greyhound Lines, 169 F. (2d) 
497 (C. C. A. 10th, 1948) ; Huntley v. Gunn Furniture Co., 79 F. 
Supp. 110 (W. D. Mich. 1948); Crossett Lumber Co. v. United 
States, 79 F. Supp. 20 (W. D. Ark. 1948). Notwithstanding the 
legislative history of the Taft-Hartley Act, such reliance on the Hearst 
case seems proper, but that is a different thing than continuing to use 
the case as a yardstick for determining who are and who are not em- 
ployees. For this purpose the case appears to be discredited and it 
has been suggested that the case is probably overruled by the amend- 
ment to section 2(3). Cox, Cases on Lasor Law (1948) p. 618. 
The line between employees and independent contractors is still un- 
certain, and will perhaps continue to be so, but it has been suggested 
that despite the strong language found in the legislative history of the 
Taft-Hartley Act, “. . . the amendment should be interpreted simply 
as a cautionary measure . . . directing them [the Board] to draw 
the line more closely about those whose status is clearly that of em- 
ployees. . . .” Cox, Some Aspects of the Labor-Management Rela- 
tions Act, supra at p. 6. This is apparently the view adopted by the 
National Labor Relations Board and in two recent decisions it has 
drawn the line according to its new formula, without, in either case, 
mentioning the Hearst decision. Matter of Southwestern Associated 
Telephone Co., 76 N. L. R. B. 1105 (1948) ; Matter of the Kansas 
City Star Co.,76 N. L. R. B. 384 (1948). It seems quite proper that 
the board, in light of the new legislation should draw a line different 
from the old one but that it should still be “. . . guided by the factual 
character of the relationship rather than by the surface arrangements 
of lessor, lessee or independent contractor.” Matter of A. M. Greene, 
49 N. L. R. B. 146 (1943). 

The court in the instant case points out that a recent decision, upon 
facts very similar to those in the instant case, held that a taxicab 
company was not subject to payment of taxes upon the earnings of 
its drivers under the Social Security Act, 49 Star. 620 (1935), 42 
U.S. C. § 301 et seg. (1946). Party Cab Co. v. United States, 172 
F. (2d) 87 (C. A. 7th, 1949). The court made note of the fact 
that this decision was handed down by a divided court and refused to 
consider the decision as authority for the contention that the contro- 
versey in the instant case did not grow out of a labor dispute. While 
it is quite true that this decision need not be controlling, it should 
not be overlooked that the ends of the two legislative acts are similar 
and there is much to recommend a consistency of pattern between 
them, as well as between other legislative acts of a social and economic 
nature. The Social Security Act has even been amended in much 
the same manner as the National Labor Relations Act so as to ex- 
clude independent contractors from its operation. 62 Stat. 438 
(1948). It is interesting to note that after the decision of the Su- 
preme Court in the Hearst case the same newsboys were later held 
to be employees within the meaning of the Social Security Act. 
Hearst Publications v. United States, 70 F. Supp. 666 (N. D. Cal. 
1946). With like consistency, the employees involved in the Matter 
of A. M. Greene, supra, were later held to fall within the purview of 
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the Fair Labor Standards Act, 52 Strat. 1060 (1938), 29 U. S. C. 
§ 201 et seg. (1946). Walling v. Woodbine Coal Co., 64 F. Supp. 82 
(E. D. Ky. 1945). The National Labor Relations Board in the 
Matter of Kansas City Star Co., supra, pointed out that the news- 
boys were not subject to the benefits of Social Security, Workmen’s 
Compensation, or Unemployment Insurance. Subsequently, in the 
Matter of Southwestern Associated Telephone Co., supra, the board 
stated that the fact that the workers involved were subject to these 
acts was not controlling, but the dissenting opinion of Herzog, Chair- 
man would have made the line consistent under the different acts. 
If it be admitted that the courts should be free to disregard technical 
legal classifications and to look instead to the realities of the situation 
and the purposes of the legislation in order to determine who shall 
fall within the purview of that legislation, it seems desirable that 
where the acts are, broadly speaking, for the same general purposes, 
an employee under one such act should likewise be an employee under 
another. This thought was expressed by the Supreme Court when it 
said: “Application of the social security legislation should follow the 
same rule that we applied to the National Labor Relations Act in the 
Hearst case.” United States v. Silk, 331 U. S. 704, 713, 714, 67 
Sup. Ct. 1463, 91 L. ed. 1757 (1947). x. j. ¥. 


PATENTS—Process CLAIMS—REJECTABLE AS MERE FUNCTION OF 
THE APPARATUS.—Applicant appeals from a decision of the Board of 
Appeals rejecting his claims as drawn to a “mere function of the 
apparatus.” The claims are drawn to a chemical process and the spec- 
ification discloses an apparatus for mixing the reactants of the process. 
The application does not disclose any other use to which the apparatus 
may be put, nor does it suggest any way in which the claimed process 
can be carried out except by the use of the apparatus disclosed. Ap- 
plicant’s counsel suggested other apparatus for carrying out the 
claimed process steps and other processes for which the apparatus 
might conceivably be used. The claims were devoid of apparatus limi- 
tations. Held, that as it would be impracticable to carry out the pro- 
cess by hand and as it does not appear that the process could be satis- 
factorily carried out by any apparatus differing substantially from that 
disclosed, the claims are drawn to the mere function of the apparatus 
disclosed and were properly rejected. Jn re Middleton, 167 F. (2d) 
1012, 77 U.S. P. Q. 615 (C. C. P. A. 1948). 

The reasoning usually resorted to in support of the view that the 
mere function or operation of a machine is unpatentable involves such 
metaphysical juggling as, “. . . where the process is simply the func- 
tion or operative effect of a machine, it is not an invention but at most 
the result of one.” In re Tallmadge, 37 App. D. C. 590, 593 (1911). 
To the same effect are In re Watson, 44 F. (2d) 868, 7 U.S. P. Q. 
113 (C. C. P. A. 1930) and National Hollow Brake-Beam Co. v. 
Interchangeable Brake-Beam Co., 106 Fed. 693 (C. C. A. 8th, 1901). 
These courts fail to explain why the “result of an invention” may not 
also be an “invention” in its own right, since it does not appear that 
these two concepts are mutually exclusive. 

However, notwithstanding the lack of clear and convincing ration- 
ale, the doctrine that a method or process which is merely the function 
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or mode of operation of a particular apparatus or machine is unpatent- 
able has become firmly entrenched. Only one case has been noted 
where the doctrine has not been followed, probably due to oversight. 
In C. F. Mueller Co. v. A. Zeregas Sons, 12 F. (2d) 517, 518 (C. C. 
A. 2d, 1926) the court described the method as “. . . no more than 
a description of the operation or function of the machine, which is 
really what Mueller invented”, but nevertheless held the method claims 
valid with no discussion as to the possible effect of this characteriza- 
tion on their validity. 

It would seem that the only problem !eft in serious dispute is the 
criterion to be used in deciding whether a particular process claim 
falls before the impact of the rule. 

The generally accepted approach is that where the claimed process 
can be practised by only the particular disclosed apparatus, the process 
is a mere function of the apparatus and therefore unpatentable. 
American Lava Co. v. Steward, 155 Fed. 731 (C. C. A. 6th, 1907) ; 
Ludlow Mfg. & Sales Co. v. Dolphin Jute Mills, 50 F. Supp. 395, 
58 U. S. P. Q. 517 (N. J. 1943); In re Mead, 127 F. (2d) 302, 
53 U. S. P. Q. 380 ° C. P. A. 1942); In re Wadman, 94 F (2d) 
993, 36 U. S. P. 2. 542 (C. C. P. A. 1938); In re McCurdy, 76 F. 
(2d) 400, 25 U. . P. O 136 (C. C. P. A. 1935) ; In re Ernst, 71 
F. (2d) 169, 2 2U. S. P. “Q. 28 (C.C. P. A. 1934) ; Ex parte Wright, 
ve U.S. P. QO. 196 (Pat. Off. Bd. App., 1946); Ea parte Hunter, 
34 U.S. P. Q. 337, (Pat. Off. Bd. App., 1937). 

And conversely, where other apparatus may be used to practise the 
claimed process, the process is more than the mere function of the 
machine. Elyria Iron & Steel Co. v. Mohegan Tube Co., 7 F. (2d) 
827, 830 (C. C. A. 2d, 1925); In re Parker, 79 F. (2d) 908, 27 

P.O 2 (Cc CP. A. 1935) ; Ex parte Gunn, 71 U. §S. 
131 (Pat. Off. Bd. App., 1945) ; Ex parte MacDonald, 67 U. 
Q. 34 (Pat. Off. Bd. App., 1945) ; Ex parte Kinsella, 50 U. S. 
85 (Pat. Off. Bd. App., 1940); Ex parte Harrison, 47 U. S. 
285 (Pat. Off. Bd. App., 1940); Ex parte Hansell, 46 U. S. 
315 (Pat. Off. Bd. App., 1940); Ex parte Coberly, 8 U. S. 
239 (Pat. Off. Bd. App., 1930) ; Ex parte Wadsworth, 3 U.S. P. 
280 (Pat. Off. Bd. App., 1920). 

A process which requires manual operation of the machine is not 
the mere function of the machine. Halliburton v. Honolulu Oil Corp., 
98 F. (2d) 436, 38 U. S. P. QO. 304 (C. C. A. 9th, 1938). Nor is 
the process a mere function of the machine where it may be performed 
by hand, Ex parte Specht, 35 U. S. P. Q. 470 (Pat. Off. Bd. App., 
1937), even though hand operation would undoubtedly be imprac- 
tical. Ex parte Merrill and Young, 27 U.S. P. Q. 458 (Pat. Off. 
Bd. App., 1935). 

An extremely harsh decision has gone so far as to hold that it is 
immaterial whether apparatus other than that disclosed may be em- 
ployed for carrying out the claimed process and that the process 
claims should not be allowed where the inventor can secure adequate 
protecton by apparatus claims. Ex parte Bickel and Brandenburg, 
30 U. S. P. Q. 326 (Pat. Off. Bd. App., 1936). However, it is 
submitted that this decision is unique and without support. 

The leading decision almost invariably cited in support of the 
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proposition that a process which cannot be practised apart from a 
particular apparatus, is the mere function of that apparatus, is the 
case of In re Weston, 17 App. D. C. 431 (1901). It is of interest 
to note that the language of this decision indicates that the court 
contemplated a more liberal application of the doctrine than is prac- 
tised by many of the courts which cite it in support of their own rela- 
tively harsh decisions. The Weston decision includes such statements 
as, “It may be that the mechanism employed is incapable of any other 
function. It may even be that the process could not well be per- 
formed for any useful purpose by any other mechanism. But it does 
not necessarily follow from this that the process should be regarded 
as the mere function of the mechanism. .. .” Jd. at p. 446. (Italics 
added.) This would seem to indicate that a process may be patentable 
even though it can be satisfactorily and usefully performed by only a 
particular apparatus, provided that some type of performance may 
result from the use of other apparatus, even if it be impractical or un- 
satisfactory. Consistent with this interpretation are other expressions 
in the decision such as, “Ordinarily a process can be carried into 
practical effect by mechanism only; and it is the function of such 
mechanism to effect the process. But the process and the function 
of the mechanism are not for that reason one and the same thing in 
law or in our conception of the discovery.” Ibid. (Italics added.) 
The attitude of the court toward the measure of proof required to 
show that other apparatus may perform the process may be gleaned 
from the statement “It does not appear to us that the mechanism 
which he uses for the purpose of such adjustment is a necessary past 
of his process. (Sic) He might possibly effect the purpose by mere 
manipulation. It is not impossible that he might effect it by mechanism 
of a radically different character from that which he exhibits.” Ibid. 
(Italics added.) Apparently, the approach contemplated by the court 
was not that the applicant must take on the burden of clearly and 
definitely showing that certain other apparatus will perform the 
process, but merely that it be “not impossible” that other apparatus 
may be used. 

However, in the case of In re Wadman, supra, the applicant had 
attempted to show during the prosecution before the patent office that 
other apparatus might be used to practise the process, but he had 
neglected to include this showing in the file record on appeal and the 
court felt itself unable to determine the issue in his favor in the ab- 
sence of such information. The attitude of the court implies that the 
burden of showing that other apparatus may perform the process 
falls upon the applicant when he receives a rejection on the ground 
that his process claims recite merely the function of the disclosed 
apparatus. This view was expressly stated in the case of American 
Lava Co. v. Steward, supra, at p. 738, which held that unless other 
means are known or within the reach of ordinary skill, the inventor 
is bound to point them out, for “. . . unless the public are informed 
by what other means the process can be carried on, the process is to 
them nothing else than the operation of the machine. . . .” 

The court in the principal case, in dismissing appellant’ s contention 
that it would be possible to perform the claimed processes by means of 
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apparatus other than that disclosed in appellant’s application, gave 
as reasons: (1) The fact that the application did not suggest other 
apparatus indicates that the other apparatus either had not been 
thought of at the time of filing the application or was not thought 
to have any “substantial value”; and (2) It has not been disclosed 
that the process could be “‘satisfactorily” carried out by the other 
apparatus. 

It is submitted that the decision in the principal case cannot be 
reconciled with the language of In re Weston, supra, which was 
cited by the Middleton court in support of its own holding. The appar- 
ent requirement of the principal case that, not only must it definitely 
and clearly appear that apparatus other than the one particular form 
disclosed be capable of practising the method, but that the other 
apparatus must be of substantial value and must carry out the method 
satisfactorily, is far less liberal than the decision upon which it relies. 

It is of interest to note that one division in the Patent Office has 
wrung from the verbiage in the principal case the requirement that 
method claims must be supported by a disclosure in the specification of 
several different forms of apparatus and is rejecting claims on this 
ground at the time of writing. Apparently the statement of the court 
noting that the application did not suggest other apparatus, which ob- 
servation was offered only as evidence to show that the applicant did 
not regard the other apparatus as having any “substantial value,” has 
been grossly misinterpreted. However, it is believed that this error 
is so palpable that it will not long escape correction. 


M.G.R. 


Pusiic CoNTRACTS—FEDERAL EIcHT-Hour LAw—GEoGRAPHIC 
Scorr.—The contracting firms of Foley Brothers, Inc. and Spencer, 
White and Prentis in 1941 entered into a cost-plus contract with the 
United States Government to build roads and military bases in the 
Near East. By a clause in the contract the contractors expressly 
agreed to “obey and abide by all applicable laws . . . of the United 
States.” Though it was not specifically mentioned, the Eight-Hour 
Law, 27 Strat. 340 (1892), as amended, 40 U. S. C. §§ 321-326 
(1946), was one of these. It provides that “Every contract made to 
which the United States ... is a party ... shall contain a provision 
that no laborer or mechanic doing any part of the work contemplated 
by the contract, in the employ of the contractor or any subcontractor 

. shall be required or permitted to work more than eight hours in 
any one calendar day upon such work;” 37 Srar. 137 (1912), 40 U. 
S. C. § 324 (1946), except that “. . . work in excess of eight hours 
per day shall be permitted upon compensation for all hours worked 
in excess of eight hours per day at not less than one and one-half 
times the basic rate of pay.” 54 Strat. 884 (1940), 40 U. S. C. 
§ 325a (1946). Filardo, a United States citizen, was hired by the 
contractors as chief cook at $60 per week and worked seventy-four 
weeks during 1942 and 1943 at construction projects in Iraq and Iran. 
His contract of employment contained no provisions concerning hours 
of work or overtime pay, and he was required frequently to labor 
more than eight hours a day at no extra pay. When his request for 
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overtime pay was refused, Filardo brought suit against the contrac- 
tors in the Supreme Court of New York, claiming that the Eight- 
Hour Law entitled him to one and one-half times the basic rate of pay 
for all hours worked in excess of eight hours per day. The jury 
found that Filardo had worked 1,172 overtime hours and returned 
a verdict of $2,492.36, with interest. The Appellate Division reversed 
on the ground that the Eight-Hour Law did not confer a right of 
action on an employee for overtime pay, and thus it did not consider 
the question of geographic limitations on the Law. 272 App. Div. 446, 
71 N. Y. Supp. (2d) 592 (1947). The New York Court of Ap- 
peals reversed on the ground that an employee did have such a right 
and added that the fact that the employee worked abroad presents no 
obstacle to his recovery. 297 N. Y. 217, 78 N. E. (2d) 480 (1948). 
The Supreme Court granted certiorari to settle the question of the 
geographic scope of the Eight-Hour Law. 335 U. S. 808, 69 Sup. 
Ct. 35, (1948). Held, the Federal Eight-Hour Law is inapplicable 
to a contract between the United States and a private contractor for 
construction work in a foreign country. Foley Bros. v. Filardo, 69 
Sup. Ct. 575 (1949). 

There is no question that Congress has the power to govern the 
conduct of United States citizens while they are upon the high seas 
and even while they are in foreign countries provided, of course, that 
the rights of other nations or their nationals are not infringed. Skiri- 
otes v. Florida, 313 U. S. 69, 61 Sup. Ct. 924, 85 L. ed. 1193 (1941). 
Where it has been apparent from the wording of the legislation that 
Congress sought to have it applied to U. S. citizens in foreign coun- 
tries, the Court has heeded this meaning. Thus a citizen of the United 
States residing in France was found guilty of contempt for failure to 
obey a subpoena ordering him to return to this country for the pur- 
pose of giving testimony. Blackmer v. United States, 284 U. S. 421, 
52 Sup. Ct. 252, 76 L. ed. 375 (1932). An American citizen domi- 
ciled in Mexico was required to pay taxes upon income received from 
property there located. Cook v. Tait, 265 U. S. 47, 44 Sup. Ct. 444, 
68 L. ed. 895 (1924). A U. S. citizen was convicted of violating 
while in Brazil a United States criminal statute dealing with acts that 
are directly injurious to the government. United States v. Bowman, 
260 U. S. 94, 43 Sup. Ct. 39, 67 L. ed. 149 (1922). 

However, should there be any ambiguity as to the geographic 
bounds of its applicability, the general and almost universal rule is 
that legislation is presumed to be territorial and to be confined in its 
operation and effect to the territorial limits over which the law-making 
power has jurisdiction. United States v. Flores, 289 U. S. 137, 53 
Sup. Ct. 580, 77 L. ed. 1086 (1933) ; New York Central v. Chisholm, 
268 U. S. 29, 45 Sup. Ct. 402, 69 L. ed. 828 (1925) ; United States 
v. Bowman, supra; Sandberg v. McDonald, 248 U. S. 185, 39 Sup. 
Ct. 84, 63 L. ed. 200 (1918) ; American Banana Co. v. United Fruit 
Co., 213 U. S. 347, 29 Sup. Ct. 511, 53 L. ed. 826 (1909) ; Rose v. 
Himely, 4 Cranch 241, 2 L. ed. 608 (1808). 

As a corollary to this rule, it follows that the character of an act 
must be determined wholly by the law of the country where the act is 
done and not by the lex fori. Western Union Telegraph Co. v. Brown, 
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234 U. S. 542, 34 Sup. Ct. 955, 58 L. ed. 1457 (1914) ; Cuba Rail- 
road Co. v. Crosby, 222 U. S. 473, 32 Sup. Ct. 132, 56 L. ed. 274 
(1912) ; Slater v. Mexican National Railroad Co., 194 U. S. 120, 24 
Sup. Ct. 581, 48 L. ed. 900 (1904). Thus where the Costa Rican 
government acquiesced in the New Jersey corporation’s establishment 
of a banana-growing monopoly in that country, the Alabama corpo- 
ration which had been damaged as a result thereof was unable to 
maintain an action under the Sherman Act, 26 Stat. 209 (1890), 15 
U. S. C. $1 (1946), though it expressly declares “Every contract, 
combination in the form of trust or otherwise, or conspiracy, in re- 
straint of trade or commerce among the several States, or with for- 
eign nations . . .” to be illegal. American Banana Co. v. United Fruit 
Co., supra. Likewise, the administrator of a citizen of the United 
States who was employed on a passenger train operated between Ma- 
lone, N. Y., and Montreal, Canada, was unable to recover under the 
Federal Employer’s Liability Act, 35 Stat. 65 (1908), as amended, 
45 U. S. C. §§ 51-60 (1946), for fatal injuries suffered by the de- 
ceased at a point 30 miles north of the international line. The Act 
prescribed that every common carrier by railroad while engaging in 
interstate or foreign commerce should be liable to any of its employes 
for all damages resulting from the negligence of any of its officers, 
agents or employees or from any defective equipment. New York 
Central Co. v. Chisholm, supra. 

In the Eight-Hour Law, in question in the principal case, there is 
no language that gives any indication of a congressional purpose to 
extend its coverage beyond the territorial jurisdiction of the United 
States. The Court rejects the conclusions that the phrase “every con- 
tract” must of necessity, by virtue of the broadness of the language, 
include contracts for work to be performed in foreign countries. 
“Words having universal scope, such as ‘every contract in restraint of 
trade,’ ‘every person who shall monopolize,’ etc., will be taken as a 
matter of course to mean only every one subject to such legislation, 
not all that the legislator subsequently may be able to catch.” Amer- 
ican Banana Co. v. United Fruit Co., supra at p. 357. 

The Law draws no distinction between laborers who are aliens and 
those who are citizens of the United States. Therefore, in the princi- 
pal case, for the Court to have held the Act applicable to work per- 
formed beyond the territorial jurisdiction of the United States would 
have been to impute to Congress an intention “. . . to regulate the 
working hours of a citizen of Iran who chanced to be employed on a 
public work of the United States in that foreign land.” Foley Bros. 
v. Filardo at p. 578. It is the reluctance of the Court to attribute such 
intention to Congress that seems to be the principal reason for the 
decision. However, the Court’s decision requires one to conclude that 
Congress did intend that, in the absence of an agreement to the con- 
trary, a citizen of the United States employed on a public work of the 
United States Government abroad could have his daily hours of work 
increased and his hourly wage reduced to conform to such standards 
of employment as prevail in areas like Iran. These consequences can be 
avoided, of course, provided the prospective employee of such a proj- 
ect insists that his contract of employment provides for the eight-hour 
day and for overtime pay. F.R. K. 

10 
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TAXATION—FEDERAL INSTRUMENTALITIES—STATE TAXATION OF 
LEASES OF INDIAN LANps.—The Texas Oil Company and the Mag- 
nolia Petroleum Company, respondents, were lessees of the oil rights 
of restricted Indian lands, which lands were held in trust for the In- 
dians by the United States. The State of Oklahoma levied a gross 
production tax of five per cent of all oil produced and an excise tax on 
each barrel of oil produced. The Oklahoma Tax Commission as- 
sessed the respondents for oil which they had welled from Indian 
lands as lessees. Both companies resisted the tax claiming that they 
were federal instrumentalities. The Oklahoma Supreme Court held 
that the companies were immune from the tax. On certiorari to the 
Supreme Court of the United States, Held, the tax was validly as- 
sessed, Oklahoma Tax Commission v. Texas Oil Co., and Oklahoma 
Tax Commission v. Magnolia Petroleum Co., 69 Sup. Ct. 561 (1949), 
reversing 18 O. B. J. 1339 and 18 O. B. J. 1341. 

Prior to the above decision, the Supreme Court has refused to allow 
states to tax lessees of Federal Indian lands. Ina series of cases con- 
cerning taxation of' such federal lessees, the Supreme Court has de- 
clared the following state taxes invalid: An excise tax levied on each 
barrel of oil produced, Oklahoma vy. Barnsdall Refineries, Inc., 296 
U. S. 521, 56 Sup. Ct. 340, 80 L. ed. 366 (1936) ; Large Oil Co. v. 
Howard, 248 U. S. 549, 39 Sup. Ct. 183, 63 L. ed. 416 (1919); a 
gross production tax, Howard v. Gypsy Oil Co., 247 U. S. 503, 38 
Sup. Ct. 426, 62 L. ed. 1239 (1918); a tax levied on the value of 
such leases, Indian Oil Co. v. Oklahoma, 240 U. S. 522, 36 Sup. Ct. 
453, 60 L. ed. 779 (1916) ; a tax on the gross sale of coal mined by a 
federal lessee, Choctaw & Gulf R. R. v. Harrison, 235 U. S. 292, 35 
Sup. Ct. 27, 59 L. ed. 234 (1914). The above cases were decided on 
the theory that the lessee was a federal instrumentality and, as such, 
was immune from the state taxing power. These cases are direct 
authority for affirming the judgment of the Oklahoma Court in the 
case under discussion, and all five were overruled, 

In Gillespie v. Oklahoma, 257 U. S. 501, 42 Sup. Ct. 171, 66 L. ed. 
338 (1922), Oklahoma had laid a tax on the net income derived by a 
lessee of Indian lands from sales of his share of oil received under 
those leases. The Supreme Court in holding the tax void as a tax on 
a federal instrumentality, said that the same considerations that in- 
validate a tax on the lease itself invalidate a tax on the profits of that 
lease. Later, as a corollary to that case, the Court, in Burnet v. Cor- 
onado Oil & Gas Co., 285 U. S. 393, 52 Sup. Ct. 443, 76 L. ed. 815 
(1932), held that a federal income tax was invalid as applied to a 
lessee of state school lands. Stone, J. wrote a strong dissent stating 
that the Gillespie case was not a proper decision and should be over- 
ruled. 

This set the stage for the historic case of Helvering v. Mountain 
Producers Corp., 303 U. S. 376, 58 Sup. Ct. 623, 82 L. ed. 907 
(1938). There the State of Wyoming had leased its mineral rights 
in school lands to one corporation which had declared a trust of fifty 
per cent of the royalties, the state receiving the other fifty per cent. 
The Court held valid a federal tax on the net income the lessee re- 
ceived from the lease since the tax placed no direct or substantial 
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burden on the State of Wyoming. The Gillespie case, supra, and the 
Burnet case, supra, were overruled, the Court following substantially 
the same reasoning that Stone, J. laid down in his dissent to the Bur- 
net case. 

The decision in the Helvering case showed clearly that now the 
Court did not consider a non-discriminatory tax on the income of a 
lessee of lands belonging to the Federal Government so much of a 
federal instrumentality as to render the lessee immune from state 
income taxes. The rationale of the case demonstrated that the Court 
had finally abandoned the sovereignty theory in this class of cases in 
preference for the burden theory. The sovereignty theory, i.e., that 
the state had no jurisdiction to tax the lessee, was used by Holmes, 
J. in the Gillespie case, supra, where he stated that the power to tax 
the leases was the power to destroy them. In the Helvering case, the 
Court relied on the burden theory and decided that if there were no 
direct or substantial burden on the government, then the tax was 
valid. The Court quoted Wilcuts v. Bunn, 282 U. S. 216, 225, 51 
Sup. Ct. 125, 75 L. ed. 304, (1931), that the power to tax should not 
be crippled “. . . by extending the constitutional exemption from tax- 
ation to those subjects which fall within the general application of 
non-discriminatory laws, and where no direct burden is laid upon the 
governmental instrumentality, and there is only a remote, if any, in- 
fluence upon the exercise of the functions of government.” Perhaps 
the Court also had in mind the statement of Holmes, J., that “the 
power to tax is not the power to destroy while this court sits.” Pan- 
handle Oil Co. v. Mississippi, 277 U. S. 218, 48 Sup. Ct. 451, 72 L. 
ed. 857 (1928). It is interesting to compare this statement with his 
previous reasoning in the Gillespie case, supra. 

Now reversing the situation, we have a state taxing a lessee of In- 
dian lands not on the income derived from that lease, but an excise 
tax levied on each barrel of oil produced, and a gross production tax 
on all the oil produced under that lease. Following the decisions 
handed down prior to Helvering v. Mountain Producers Corp. supra, 
the tax would be invalid. However, in the instant case, the Court 
held, and rightly so, that the decision in the Helvering case so under- 
mined the basic theory of those cases that they must be overruled. 
Thus the Court expressly overruled Howard v. Gypsy Oil Co., supra; 
Large Oil Co. v. Howard, supra; Oklahoma v. Barnsdall Refineries, 
supra; Choctaw & Gulf R. R. vy. Harrison, supra, and Indian Oil Co. 
v. Oklahoma, supra. The decision demonstrates how completely the 
Court has repudiated the former theory that the lessee of government 
lands was such a federal agency or instrumentality as to be immune 
from state taxation. The “untouchable” theory has now given way to 
the more reasonable “burden” theory. A basic requirement however, 
is that the tax must be non-discriminatory. Assuming that the tax is 
non-discriminatory, the validity of the tax depends on whether the 
tax is a direct and substantial burden on the Federal Government. 

The Court drew a broad analogy from another class of tax cases. 
It discussed cases where land which had been purchased from the Fed- 
eral Government was taxable in the hands of the grantee by the state. 
New Brunswick v. United States, 276 U. S. 547, 48 Sup. Ct. 371, 72 
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L. ed. 693 (1928); Forbes v. Gracey, 94 U. S. 762, 24 L. ed. 313 
(1877) ; Weston v. Charleston, 2 Pet. 449, 7 L. ed. 481 (U. S. 1829). 
In these cases the state ad valorem tax was held valid on the ground 
that the tax cast no direct burden on the Federal Government as would 
require an immunity in favor of the private purchasers. The analogy 
was a particularly apt one since the gross production tax levied by 
Oklahoma in lieu of all other ad valorem taxes which it could consti- 
tutionally assess. The respondents contended that they were “true” 
federal instrumentalities, and thus did not fall within the rule laid 
down in Wilson v. Cook, 327 U. S. 474, 66 Sup. Ct. 663, 90 L. ed. 
793 (1946) ; Alabama v. King & Boozer, 314 U. S. 1, 62 Sup. Ct. 43, 
86 L. ed. 3 (1941), and James v. Dravo Contracting Co., 302 U. S. 
134, 58 Sup. Ct. 208, 82 L. ed. 155 (1937). The Court rejected the 
argument, refusing to draw a technical distinction between a lessee of 
government lands and an independent contractor performing work 
for the government. The Court agreed that intergovernmental im- 
munity still existed, but stated that it did not exist for the benefit of 
private persons pursuing ordinary business transactions for the gov- 
ernment. The attempt of the respondents to distinguish Helvering v. 
Mountain Producers Corp. supra, o the ground that in that case 
there was an income tax, while here the tax was a general production 
tax, was also rejected by the Court. 

It would certainly seem that the decision reaches a correct result. 
There is no valid reason why a private individual should receive a 
windfall by way of tax immunity when there is no substantial burden 
placed on the government by the assessment of the tax. As long as 
the tax is non-discriminatory and not levied in such a way as to 
directly burden the government so as to hamper its activities, the tax 
should be sustained. Further, as a correlary to the Helvering case, 
supra, it places the states and the Federal Government on more equal 
terms in the taxation of lessees of state or federal lands. 

The decision is another step in the trend to cut down intergovern- 
mental immunity from taxation. In regard to immunity from tax- 
ation, lessees of government lands are now placed in the same tax 
status as state and federal officials. Graves v. New York, 306 U. S. 
466, 59 Sup. Ct. 595, 83 L. ed. 927 (1939) ; Helvering v. Gerhardt, 
304 U. S. 405, 58 Sup. Ct. 969, 82 L. ed. 1427 (1938). The same 
theory is also applied to purchasers of land owned by the Federal 
Government, New Brunswick v. United States, supra; Forbes v. 
Gracey, supra, and to independent contractors employed by either 
the state or Federal Government, Alabama v. King & Boozer, supra; 
Metcalf & Eddy v. Mitchell, 269 U. S. 514, 46 Sup. Ct. 172, 70 L. 
ed. 384 (1926) ; James v. Dravo Contracting Co., supra; and it is also 
settled that property owned by an individual and used by him to per- 
form services for the government is subject to state ad valorem taxes. 
Union Pacific Railroad Co. v. Peniston 18 Wall. 5, 21 L. ed. 787 (U. 
S. 1873) ; Thompson v. Union Pacific Railroad Co., 9 Wall. 579, 19 
L. ed. 792 (U. S. 1870). In the light of the present authority, per- 
haps it could now be argued that state and municipal bonds are no 
longer immune from federal taxation should Congress levy the tax. 


H. J. M. Jr. 
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TAXATION—REALIZATION OF INCOME THROUGH REDEMPTION OF 
Bonps For Less THAN Face VALuE.—The taxpayer, in 1925, 
borrowed $90,000.00 on business properties and executed negotiable 
bonds therefor. On January 1, 1938, $51,750.00 of these negotiable 
bonds were still outstanding. During the taxable years 1938, 1939 
and 1940, the taxpayer acquired a portion of these bonds at less 
than their face value. Some of the bonds, redeemed at less than face 
value, were acquired by means of direct negotiations between the 
taxpayer and the bondholders while the remainder were acquired 
through purchases from the secretary of the bond holders’ committee. 
There was no market for the bonds and no one, other than the tax- 
payer, who was personally acquainted with all bondholders, was 
buying the bonds. At the time the bonds were redeemed, they were 
not payable until May 1, 1942, and there had been no default in pay- 
ment of interest. The taxpayer was solvent both before and after 
the redemption of the bonds although he was in straitened financial 
circumstances. The Tax Court attempted to draw a distinction be- 
tween the bonds acquired through an agent and those acquired as 
a result of personal negotiations between the taxpayer and the bond- 
holders; holding, that the bonds acquired by the former method 
resulted in realization of taxable income while those acquired by the 
latter method did not result in realization of taxable income. On 
appeal the Circuit Court of Appeals for the Seventh Circuit held 
that there was no valid distinction to be made and following Helver- 
ing v. American Dental Co., 318 U. S. 322, 63 Sup. Ct. 577, 87 L. ed. 
785 (1943), ruled that there was no taxable income realized on any 
of the redemptions. Held, reversed, Comm’r of Int. Rev. v. Jacobson, 
336 U. S. 28, 69 Sup. Ct. 358 (1948), on the ground that the 
redemptions of the bonds at less than face value did not con- 
stitute a “gratuitous forgiveness of debt” but rather was an arm’s 
length transaction in which the buyer had given as little as possible 
for as much as he could get. 

In holding that the transactions resulted in realization of taxable 
income, the majority of the Court relied heavily upon the well estab- 
lished principle that Congress, in enacting Section 22(a) of the 
Internal Revenue Code, intended to exercise to the fullest the tax- 
ing power conferred upon it by the 16th Amendment to the Constitu- 
tion. Comm’r of Int. Rev. v. Smith, 324 U. S. 177, 65 Sup. Ct. 591, 
89 L. ed. 830 (1945); Helvering v. Stuart, 317 U. S. 154, 63 Sup. 
Ct. 140, 87 L. ed. 154 (1942); Eisner v. Macomber, 252 U. S. 189, 
40 Sup. Ct. 189, 64 L. ed. 521; Note (1930) 9 A. L. R. 1570. Also 
relied on was the principle that exemptions should be strictly con- 
strued in cases where the income clearly falls within the scope of 
Section 22(a) of the Internal Revenue Code and would be taxable 
if it were not for the exemption. Choteau v. Burnet, 283 U. S. 691, 
51 Sup. Ct. 598, 75 L. ed. 1353 (1931); Fifth-Third Union Trust 
Co. v. Comm’r of Int. Rev., 56 F. (2d) 767 (C. C. A. 6th, 1932) ; 
Parrot v. Comnr’r of Int. Rev., 30 F. (2d) 792 (C. C. A. 9th, 1929), 
certt. den. 279 U. S. 870, 49 Sup. Ct. 512, 73 L. ed. 1007 (1929). 

Essentially the question presented by this case is whether this 
particular situation is to be governed by the decision in United States 
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v. Kirby Lumber Co., 284 U. S. 1, 52 Sup. Ct. 4, 76 L. ed. 131 
(1931), or by the decision in Helvering v. American Dental Co., 
supra. United States v. Kirby Lumber Co., supra, involved a situa- 
tion where the taxpayer acquired its own bonds, at less than their face 
value, by purchase in the open market. The taxpayer was solvent 
both before and after the transaction and the property securing the 
bonds had not been disposed of. The Supreme Court held that there 
could not possibly be a “gratuitous forgiveness of debt” in such a 
situation and, therefore, the difference between the face value of the 
bonds and the amount paid for them was taxable income. In Helvering 
v. American Dental Co., supra, as a result of personal negotiations, a 
partial payment of accured rent and interest was accepted in complete 
satisfaction of the debt. The Supreme Court held that this was a 
“sratuitous forgiveness of debt” and, therefore, there was no realiza- 
tion of taxable income under Section 22(a) of the Internal Revenue 
Code. In Helvering v. American Dental Co., supra, the Supreme 
Court laid down the rule that a “gratuitous forgiveness of debt” is 
“receipt of financial advantage gratuitously.” It would seem that the 
only distinction that can be drawn between the two cases is that in 
United States v. Kirby Lumber Co., supra, the situation was such 
that there could not have possibly been any “donative intent” on the 
part of the seller while in Helvering v. American Dental Co., supra, 
the situation was such that there could be “donative intent” although 
none was shown. 

In the present case the majority opinion held that the case was 
to be governed by United States v. Kirby Lumber Co., supra, and, 
for the first time, imposed the requirement of an affirmative showing 
of “donative intent.” The majority opinion based its decision that 
there was no “gratuitous forgiveness of debt” wholly upon the fact 
that there was no affirmative showing of “donative intent” on the 
part of the bondholders and expressly refused to place the decision 
upon the ground that there had been consideration for the acceptance 
of less than the face value of the bonds by the bondholders in com- 
plete discharge of them. Although the Supreme Court, in the instant 
case, imposed the requirement of an affirmative showing of “donative 
intent” in addition to the requirement of “receipt of financial ad- 
vantage gratuitously” it expressly refused to overrule Helvering v. 
American Dental Co., supra. 

Justice Rutledge concurred in the result but felt that Helvering v. 
American Dental Co., supra, should have been overruled as being 
in conflict with the result. Justices Reed and Douglas dissented on 
the ground that inasmuch as Congress had not seen fit to change 
Section 22(b) of the Internal Revenue Code since the definition of 
“gift,” as used in that section, was set out in Helvering v. American 
Dental Co., supra, it must be concluded the definition there given 
was in accordance with the intent of Congress and, therefore, the 
Court was not now free to alter the definition. 

There seems to be no doubt but what the decision of the majority 
is correct because there was in fact no “receipt of financial advantage 
gratuitously” inasmuch as the redemption of the bonds before they 
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were due and payable constituted sufficient consideration to sustain 
a contract. Crow v. Gore, 66 App. D. C. 125, 85 F. (2d) 291 (1936) ; 
Levine v. Blumenthal, 117 N. J. L. 23, 186 Atl. 457 (1936). Although 
the result is correct the decision is unfortunate because by imposing 
the additional requirement of an affirmative showing of “donative 
intent” to bring a transaction within the meaning of “gift,” as used 
in Section 22(b) of the Internal Revenue Code, the Supreme Court, 
by its interpretation of this section of the Internal Revenue Code, has 
once again shown its willingness to disregard the intent of Congress 
in enacting statutes. Cf. Girouard v. United States, 328 U. S. 61, 
66 Sup. Ct. 826, 90 L. ed. 1084 (1946). The primary duty of the 
courts in applying statutes is to determine the intent of the legislature 
in enacting the statutes and then apply them so as to effectuate the 
legislative intent where possible. McWilliams v. Comm’r of Int. 
Rev., 331 U. S. 694, 67 Sup. Ct. 1477, 91 L. ed. 1750, Note (1947) 
170 A. L. R. 341; Helvering v. New York Trust Co., 292 U. S. 
455, 54 Sup. Ct. 806, 78 L. ed. 1361 (1934); Old Colony Railroad 
Co. v. Comm’r of Int. Rev., 284 U. S. 552, 52 Sup. Ct. 211, 76 L. ed. 
484 (1932). Although there have been extensive amendments of 
the Internal Revenue Code in the years since the decision in Helver- 
ing v. American Dental Co., supra, Congress has not seen fit to 
change Section 22(b). This fact indicates that Congress fully ap- 
proved of the interpretation of Section 22(b) as laid down in Helver- 
ing v. American Dental Co., supra. Missouri v. Ross, 299 U. S. 72, 
57 Sup. Ct. 60, 81 L. ed. 46 (1936); United States v. Elgin, J. & 
E. Ry. Co., 298 U. S. 492, 56 Sup. Ct. 841, 80 L. ed. 1300 (1936). 

If the Supreme Court felt that it had to impose the requirement 
of an affirmative showing of “donative intent,” it should have at 
least overruled Helvering v. American Dental Co., supra, instead of 
expressly refusing to do so as was in fact done. The two decisions 
are in irreconcilable conflict because the decision in Helvering v. 
American Dental Co., supra, excluded any requirement of an af- 
firmative showing of “donative intent” and the Supreme Court 
stated that the motive for the transaction was immaterial if there 
was in fact a “receipt of financial advantage gratuitously.” 

The decision leaves open the question whether taxable income 
will be realized where the proceeds of the obligation can be traced 
into identifiable losses which offset the gains realized by the re- 
demption. One possibility is that, in such a situation, the transactions 
will be considered as a single transaction and, since there will be no 
income when so considered, preclude the concept of taxable income. 
Cf. Bowers v. Kerbaugh-Empire Co., 271 U. S. 170, 46 Sup. Ct. 449, 
70 L. ed. 886 (1926). 

The result of the instant decision is to limit Helvering v. American 
Dental Co., supra, strictly to its facts and, in absence of insolvency 
or the ability to trace the proceeds received for the redeemed obliga- 
tions into identifiable losses which offset the gains, to result in a 
“gratuitous forgiveness of debt” there must be affirmatively shown a 
“donative intent” on the part of the obligee and there must be no 
consideration for receipt of financial advantage. H. R. Jr. 
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TRADE REGULATION—INFRINGEMENT OF BUSINESS NAMES— 
MASSACHUSETTS TRADE Mark STATUTE CoNSTRUED.—Plaintiff oper- 
ates the eighth largest chain of retail food stores in the country, con- 
sisting of 103 super-markets scattered through seven states other than 
Massachusetts. In April, 1946, plaintiff qualified to do business in 
Massachusetts but has not yet expanded to that market. In Decem- 
ber, 1947, defendant began operating a local super-market using pre- 
cisely the same name, “Food Fair,” and very similar in appearance 
to plaintiff's super-markets. Plaintiff, prior to 1947, had and now 
has a trade name, “Food Fair,” used in such manner that in Massa- 
chusetts prospective investors, retailers, wholesalers, and a minority 
of average customers are likely to regard it as the name of and means 
of identifying plaintiff’s super-markets. Action for infringement of 
trade name. Held, injunction granted, under Massachusetts statute, 
against use of “Food Fair” by defendant unless prefaced with dis- 
tinctive word such as name of town, “Brookline,” or name of its chief 
officer, “Rodman.” Food Fair Stores v. Food Fair, 79 U.S. P. Q. 
114 (Mass. 1948). 

Mass. St. 1947, ch. 307, provides: “Likelihood of injury to busi- 
ness reputation or of dilution of the distinctive quality of a trade name 
or trade mark shall be a ground for injunctive relief in cases of trade 
mark infringement or unfair competition notwithstanding the absence 
of competition between the parties or of confusion as to the source of 
goods or services.” 

Massachusetts courts, prior to the statute, narrowly viewed the 
concept of “related goods.” John L. Whiting-J. J. Adams Co. v. 
Adams-White Brush Co., 260 Mass. 137, 156 N. E. 880 (1927) 
(plaintiff who had trade mark for paint, shoe, and hair brushes can- 
not prevent defendant from using mark on rotary brushes for tan- 
ners); Hub Dress Mfg. Co. v. Rottenberg, 237 Mass. 281, 283, 129 
N. E. 442 (1921) (plaintiff who had trade mark for prints, calicoes, 
and staple cotton dresses could not prevent defendant from using 
mark on silk or woolen dresses). 

The statute was unquestionably designed to avoid such harsh re- 
sults by liberalizing future decisions. ‘Confusion as to the source” 
is susceptible of being interpreted to include confusion in any sense. 
Tiffany & Co. v. Tiffany Productions, Inc., 147 Misc. 679, 264 N. Y. 
S. 459, aff'd. 262 N. Y. 482, 188 N. E. 30 (1933) (included confu- 
sion as to source, sponsorship, or connection). Apparently, the legis- 
lative intent was to protect “absolutely” trade marks and trade names. 
Note (1948) 17 Geo. Wasu. L. Rev. 112, 127; (1947) 27 B. U. Law 
Rev. 489, 492. By extending protection to likelihood of dilution, 
irrespective of competition or confusion, the statute ostensibly codi- 
fies the dilution theory. Cf. Schechter, The Rational Basis of Trade- 
mark Protection (1927) 40 Harv. L. Rev. 813. 

In the present case, the court, speaking through Judge Wyzanski, 
concluded at p. 119 “. . . the statute was obviously designed to make the 
Massachusetts law go at least as far as the unfair competition rules 
laid down in federal courts before the Erie case [Erie R. R. v. Tomp- 
kins, 304 U. S. 64, 58 Sup. Ct. 817, 82 L. ed. 1188 (1938)] and as 
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far as the Restatement of Torts. See Note 27 B. U. Law Rev. 489, 
492.” And under those rules it was settled that if another uses the 
trade name of plaintiff, “. . . he borrows the owner’s reputation, whose 
quality no longer lies within his own control. This is an injury, even 
though the borrower does not tarnish it, or divert any sales by its 
use; for a reputation, like a face, is the symbol of its possessor and 
creator, and another can use it only as a mask.” Yale Electric Cor- 
poration v. Robertson, 26 F. (2d) 972, 974 (C. C. A. 2d, 1928). 

It would appear from the authorities cited, that the court miscon- 
ceived the status of the federal unfair competition rules. The note 
cited, 27 B. U. Law ReEv., supra, concludes that the statute should 
place Massachusetts law in accord with the “liberal view.” But in 
defining the “liberal view” the author said at p. 490: “The Federal 
courts long ago adopted the more liberal view, and grant injunctive 
relief when the distinctive quality of a trade name is being diluted by 
appropriation irrespective of actual competition or likelihood of decep- 
tion, though these are frequently stated as additional grounds for 
relief.” (Italics added). Such a view has not been adopted by the 
federal courts. Brown, Advertising and the Public Interest (1948) 
57 YALE L. J. 1165, 1195 n. 124; Note (1948) 17 Geo. Wasu. L. 
REv., supra at pp. 117-118. Judge Hand in the Yale case, supra, at p. 
974, recognizes that there can be no injury if the borrower’s use is so 
different that there is insurance against tarnishing. To the same affect 
is RESTATEMENT, Torts § 730 b. (1938) (protected only within lim- 
its fixed by likelihood of confusion of prospective purchasers) ; See 
Brown, supra, at p. 1193 (products, though dissimilar, must be related 
for if they occupied totally different spheres of the economy, the repu- 
tation of the borrower could not affect that of originator). 

The court recognized the creation by the statute of two new sub- 
stantive rights. The facts showed actual confusion among four 
classes of Massachusetts citizens. In resting its decision upon the 
first ground, “likelihood of injury to business reputation,” the court 
did not adjudicate the applicability of the second new right, “likeli- 
hood . . . of dilution of the distinctive quality of a trade name,” but 
concluded that it “need not decide” whether such right would be pro- 
tected if there were absolutely “no likelihood of deception.” Yet, the 
injunction granted by the court seems clearly inadequate if designed 
to protect the trade name, “Food Fair,” from “dilution.” It would 
appear that to merely preface “Food Fair” with a common name such 
as “Brookline,” or “Rodman,” would utterly fail to avoid “dilution.” 
The remedy actually granted was aimed solely at “avoiding confu- 
sion.” Perhaps Judge Wyzanski justified his refusal to consider 
“dilution,” by interpreting the statute as setting forth alternative 
grounds for recovery. The statute speaks of each new right as con- 
stituting “a ground” for injunctive relief. However such an inter- 
pretation seems illogical in the light of the unqualified grounds for 
relief created. The relief actually granted was far more conservative 
regarding “dilution,” notwithstanding the progressive statute, than 
that given by many liberal courts without the aid of legislation. Stork 
Restaurant v. Sahiti, 166 F. (2d) 348 (C. C. A. 9th, 1948) ; Alfred 
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Dunhill of London v. Dunhill Shirt Shop, 3 F. Supp. 487 (S. D. N. 
Y. 1929). 

The formerly very strict Massachusetts court did respond to the 
legislative mandate in two significant respects. First, it broadened its 
attitude toward the “degree of relationship” necessary to justify pro- 
tection of a trade name. The dictum of Judge Wyzanski indicates 
that the court would likely extend protection at least as far as the 
most liberal decisions of Learned Hand J. Yale Electric Corporation 
v. Robertson, supra. Second, the court in granting relief went far 
beyond the Judge Learned Hand decisions (S. C. Johnson & Son v. 
Johnson, 116 F. (2d) 427 (C. C. A. 2d, 1940)) by recognizing the 
“market of future probable expansion.” See RESTATEMENT, TorTS 
§ 732 (1938). However, it is apparent that only an unequivocal spe- 
cific legislative mandate against “dilution” would impel this court to 
protect a “mere dilution” of a trade mark or trade name. 


W. R. W. 


War Powers—DeEportTATION OF ALIEN ENEMIES—TERMINATION 
or War.—Kurt G. W. Ludecke was born in Berlin, Germany, on 
February 5, 1890. In 1923, he left Germany and spent most of the 
next ten years outside his native country. He returned to Germany 
in March, 1933, and joined the Nazi party. Later, because of dis- 
agreements with other members of the party, he was sent to a German 
concentration camp, from which he escaped in March 1934, after a 
confinement of eight months. He subsequently came to this country, 
and his activities here included the publication of a book in 1937 
entitled “I Knew HirLer—Tue Story or A Nazi WuHo Escapep 
THE Bioop Purce.” He petitioned for naturalization as an Amer- 
ican citizen and his petition was denied on December 18, 1939. He 
was arrested on December 8, 1941, as an alien enemy and, after a 
proceeding before an Alien Enemy Hearing Board on January 16, 
1942, was interned on February 9, 1942, by order of the Attorney 
General. On July 14, 1945, the President, in Presidential Proclama- 
tion 2655, 10 Fed. Reg. 8947, directed the removal of all alien ene- 
mies dangerous to the public peace and safety of the United States. 
On January 18, 1946, the Attorney General ordered Ludecke’s re- 
moval as such an alien enemy. Ludecke petitioned the United States 
District Court for the Southern District of New York for a writ of 
habeas corpus for release from detention on two grounds: (1) that 
he was denied a fair hearing to determine whether he was a “danger- 
ous” alien enemy, and (2) that the President’s power of removal 
under the Act of 1798 did not survive the cessation of actual hostili- 
ties with Germany. From an order of the District Court dismissing 
the writ, Ludecke appealed to the Second Circuit Court of Appeals, 
which affirmed the order. 163 F. (2d) 143 (C. C. A. 2d, 1947). 
On writ of certiorari to the Circuit Court, the Supreme Court of the 
United States, with four justices dissenting, Held that the President 
had summary power of removal under the Act of 1798 and that this 
power did not cease with the termination of hostilities. Ludecke v. 
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Watkins, District Director of Immigration, 335 U. S. 160, 68 Sup. 
Ct. 1429 (1948). 

The petitioner claimed that he had been denied a fair hearing on 
whether he was a person “dangerous to the public peace and safety 
of the United States.” Mr. Justice Frankfurter, speaking for the 
majority of the Court, upheld summary power of removal of alien 
enemies vested in the President by the Act, stating that the “terms, 
purpose, and construction” of the Alien Enemy Act “leave no doubt” 
that it is a statute which “precludes judicial review.” Brown v. 
United States, 8 Cranch 110, 3 L. ed. 504 (U. S. 1814); United 
States v. Watkins, 163 F. (2d) 140 (C. C. A. 2d, 1947); United 
States v. Watkins, 158 F. (2d) 853 (C. C. A. 2d, 1946) ; Citizen’s 
Protective League v. Clark, 81 App. D. C. 116, 155 F. (2d) 290 
(1946) ; Lockington v. Smith, 15 Fed. Cas. No. 8448 (C. C. Pa. 
1817) ; Case of Fries, 9 Fed. Cas. No. 5126 (C. C. Pa. 1799). 

The Court, in the principal case at pp. 167, 168, then disposed of 
petitioner’s second contention, that this power did not survive term- 
ination of actual hostilities, by pointing out that “War does not cease 
with a cease-fire order .. . “The state of war’ may be terminated by 
treaty or legislation or Presidential proclamation. Whatever the 
mode, its termination is a political act.” In support of this position 
the Court cited Woods v. Miller Co., 333 U. S. 138, 68 Sup. Ct. 421 
(1948) ; Hamilton v. Kentucky Distilleries Co., 251 U. S. 146, 40 
Sup. Ct. 106, 64 L. ed. 194 (1919) ; McElrath v. United States, 102 
U. S. 426, 26 L. ed. 189 (1880) ; The Protector, 12 Wall. 700, 20 
L. ed. 463 (U. S. 1872) ; United States v. Anderson, 9 Wall. 56, 19 
L. ed. 615 (U. S. 1869). 

Mr. Justice Black, in a dissent in which Mr. Justice Douglas, Mr. 
Justice Murphy, and Mr. Justice Rutledge joined, said at p. 175 that 
not only is deportation of an alien without a fair hearing a denial of 
due process of law, but that “. . . the idea that we are still at war with 
Germany in the sense contemplated by the statute controlling here is 
pure fiction . . . there is no act of Congress which lends the slight- 
est basis to the claim that after hostilities with a foreign country have 
ended the President or the Attorney General, one or both, can de- 
port aliens without a fair hearing reviewable in the courts... .” Mr. 
Justice Black conceded the power of the President to authorize depor- 
tation of alien Germans while the second World War was actually in 
process, or while there was a real danger of a German invasion, but 
contended that the 1798 Act did not expressly set forth what events 
would mark the end of the “declared” war or threatened invasions, as 
did statutes passed in later years. See Hamilton v. Kentucky Dis- 
tilleries Co., supra, in which the War-Time Prohibition Act of No- 
vember 21, 1918 (40 Strat. 1045 (1918)), was considered, and 
United States v. Anderson, supra, which involved the Abandoned or 
Captured Property Act of March 12, 1863 (12 Star. 820 (1863) ). 

Mr. Justice Douglas, in a separate opinion, disagreed that the sole 
question for review on habeas corpus was petitioner’s alien enemy 
status, and stated at p. 185 that the federal courts will determine 
whether a deportation order is based on proceedings affording due 
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process of law, and that the requirements for due process in deporta- 
tion proceedings are “. . . reasonable notice . . . a fair hearing, .. . 
and an order supported by some evidence. . . .” 

The principal case emphasizes the conflicting views on the follow- 
ing points: First, is an alien entitled to a fair hearing in the deter- 
mination of the question of whether he is a “dangerous” alien enemy, 
or may the Executive, without fear of judicial review of its actions, 
deem an alien’s citizenship or birth in a nation with which this coun- 
try is at war as conclusive proof on the question and subject the alien 
to extended internment and subsequent deportation? Second, assum- 
ing that the Alien Enemy Act of 1798 did grant the President sum- 
mary power with respect to the determination of an alien’s status and 
that it was the intent of the Fifth Congress that the President should 
not be hampered by such burdensome considerations as due process 
of law, does the President have such unique power only during “a 
declared war’ or when “any invasion . . . is perpetrated, attempted, 
or threatened,” or does he have the power as long as there has been 
no treaty or other “political act” terminating a declared war, even 
though actual hostilities with the foreign nation have long since 
ceased and there is no possible contemplation of an invasion or other 
hostile act on the part of the now beaten enemy nation? 

Conceding that the President has the power, during actual hostili- 
ties between this nation and a foreign government, to cause the sei- 
zure and deportation of aliens who are citizens or natives of that 
foreign government, it is difficult to see how the principles of indi- 
vidual liberty embodied in the Constitution are furthered by a deci- 
sion that the executive need not regard these very principles when 
dealing with the lives and liberty of a certain class of people. Once 
an alien is taken into custody, there is no opportunity for “potential 
inimical activities” on his part, and there is, it is submitted, no justi- 
fiable reason for denying an alien the various elements of due process 
of law before deciding that he is “dangerous” and subject to depor- 
tation. 

The Court stated that a finding by the Attorney General that cer- 
tain enemy aliens were “dangerous” was likewise not subject to judi- 
cial review on the ground that removal of aliens “deemed by the At- 
torney General to be dangerous” was not contingent upon a finding 
that in fact an alien was “dangerous.” 

It is submitted that this is the very point on which an alien enemy 
is entitled to due process, and habeas corpus is the proper method for 
bringing before the courts the question of whether procedural due 
process was denied. If, as stated in Citizen’s Protective League v. 
Clark, supra, the paramount consideration in giving the President 
summary power of control over alien enemies is the “. . . power to 
wage war successfully .. .”, it is difficult to see how, after arrest and 
detention of the alien, this power would be hampered by affording 
them a hearing on the question of whether they are dangerous, and 
by requiring findings of fact to be made in accordance with some 
standard set up by the Attorney General. The Court, on habeas 
corpus, need only determine whether a fair hearing was granted and 
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whether the deportation order was based on some evidence. It can- 
not be argued that such judicial review would delay deportation of 
the aliens, since in the present case petitioner, along with approxi- 
mately 530 other German aliens, was arrested and placed in deten- 
tion on December 8, 1941, and his removal was not ordered by the 
Attorney General until January, 1946. 

Mr. Justice Frankfurter’s decision that the President’s arbitrary 
power continued until some “political act” terminated the war, and 
the war with Germany was not yet terminated, was based mainly on 
consideration of the cases of Woods v. Miller Co., supra, and Hamil- 
ton v. Kentucky Distilleries Co., supra. The Woods case concerned 
the power of Congress to regulate rents after the cessation of actual 
hostilities. The Court repeatedly emphasized that Congress, in pass- 
ing the Housing and Rent Act of 1947, 61 Stat. 193, (1947), was 
invoking its war power to deal with a condition, the housing deficit, 
arising directly from the war itself. Instead of holding that the war 
with Germany had not yet ended, the Court expressly recognized, at 
p. 144, the danger of using “. . . the war power . . . in days of peace 
to treat all the wounds which war inflicts on our society. . . And the 
question whether the war power has been properly employed in cases 
such as this is open to judicial inquiry.” Mr. Justice Frankfurter, in 
the principal case at p. 169, quotes from the concurring opinion of 
Mr. Justice Jackson in the Woods case at p. 147, that “We have 
armies abroad exercising our war power and have made no peace 
terms with our allies, not to mention our principal enemies.” In his 
concurring opinion in the Woods case, Mr. Justice Jackson also 
stated that “I would not be willing to hold that war powers may be 
indefinitely prolonged merely by keeping legally alive a state of war 
that had in fact ended.” Jbid. 

The Woods case may be distinguished from the principal case on 
the following points: (1) In the Woods case, the sole issue was 
whether the Housing and Rent Act of 1947, supra, was a valid exer- 
cise by Congress of its war power; in the principal case, the main issue 
was whether an alien deportation order issued summarily by the Ex- 
ecutive after the termination of hostilities was a valid exercise of power 
under the Alien Enemy Act of 1798; (2) the Woods case arose as a 
result of a direct violation of an act of Congress, and the question of 
deprivation of individual liberty was not involved; in the principal 
case, no act of Congress was directly violated by an overt act, and 
deprivation of liberty without due process of law was the basis of the 
habeas corpus action; (3) at the time the Housing and Rent Act of 
1947 was passed, the housing shortage represented a critical national 
emergency arising directly out of wartime conditions ; at the time the 
deportation order was issued in the principal case, there was, in fact, 
no national emergency with respect to the beaten and nearly obliter- 
ated German nation, a nation with which, in fact, this country was 
then at peace, and the deportation order did not relate to any condi- 
tion arising out of the war. 

It is submitted that the Court, by its holding in the principal case, 
has not only limited the use by an imprisoned alien of the writ of 
habeas corpus, but also since hostilities with Germany had ceased 
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over three years before this case was decided, has extended the “fic- 
tion” of a present war with Germany to such an extreme that it may 
be cited as an example of the danger to individual liberties which is 
inherent in the theory that the war power may be invoked at any time 
after the termination of hostilities and before a “political act” has 
formally ended the war. In the words of Circuit Judge Augustus 
Hand when the principal case was before the lower court: “There- 
fore we shall, and should, say no more than to suggest that justice may 
perhaps be better satisfied if a reconsideration be given him [Ludecke] 
in the light of the changed conditions, since the order of removal was 
made....” 163 F. (2d) 143, 144 (C.C. A. 2d, 1947). R.J.D. 











